CHAPTER VII

ACTIONS TO AVOID PATENTS

After a patent has once been issued by the patent office, in

proper form^'fls too late for that office to revoke it or other-

wise r ^ctively to attect its^ validity. It has passed bey oncf the

control and jurisdiction of that office, and is not subject to be
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revoked or concelled by the President or any other officer of

· ff; -"

I

the Government. 360 It has become the property of the paten-

tee, and as such is entitled to the same legal protection as
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other property. 36 * The only authority competent to set a pat-

ent aside, or to annul it, or to correct it for any reason what-

ever, is vested in the courts of the United States, and not in

the department which issued the patent." 362

GOVERNMENT ACTION TO INVALIDATE. The government

may bring an action in the courts to have a patent that has

been issued annulled and set aside, and this may be done

"not only when it has a proprietary and pecuniary interest,

in the result, but also when it is necessary in order to en-

able it to discharge its obligation to the public, and some-
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times when the purpose and effect are simply to enforce the

rights of an individual." 3 Such suits must be based on the

ground that the patent has been improperly issued on account

of fraud, accident, mistake or the like, and the fraud or other

matter on which invalidity is predicated must be clearly

proved. 364

360 McCormick Machine Co. v. Aultman, 169 U. S. 606, citing U. S. v.

Schurz, 102 U. S. 378; U. S. v. Am. Bell Telephone Co., 128 U. S. 315,

363.

361 Citing Seymouj v. Osborne, n Wall 516; Cammeyer v. Newton, 94

U. S. 225 ; U. S. v. Palmer, 128 U. S. 262, 271.

362 Citing Moore v. Robbins, 96 U. S. 530; U. S. v. Am. Bell Telephone

Co., 128 U. S. 315, 364; Mich. Land & Lumber Co. v. Rust, 168 U. S. 589,

593-

363 U. S. v. Am. Bell Telephone Co., 167 U. S. 224, 264; Id. 128 U. S. 315.

364 U. S. v. Am. Bell Telephone Co., 167 U. S. 224; in this case delay of
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INTERFERING PATENTS. When two patents have been issued,
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whether by oversight of the patent office, or for any other

reason, which one of the patentees believes to cover the same

invention, the question is ordinarily decided in the usual pro-

cedure of an infringement suit. The defense is made that the

plaintiff's patent is invalid, or if valid does not include the

device which the defendant is making, vending or using under

the second patent. A decision in favor of the defense, sus-

tains either the non-identity of the inventions or the invalidity

of the plaintiff's patent. As the decision may be in the defend-

ant's favor on either ground, it does not necessarily determine

the validity or invalidity of the plaintiff's patent unless the

court so specifies particularly. But a decision in the plaintiff's

favor settles the identity of the patents and the priority of the

plaintiff's patent, and thus indirectly, determines the defend-

ant's patent to be invalid. The statute provides in addition to

this procedure an action whereby one of the patents may be

directly declared void. The section reads, 356 "Whenever there
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are interfering patents, any person interested in any one of

them, or in the working of the invention claimed under either

of them, may have relief against the interfering patentee, and

all parties interested under him, by suit in equity against the

owners of the interfering patent; and the court, on notice to

adverse parties, and other due proceedings had according to the

course of equity, may adjudge and declare either of the pat-

ents void in whole or in part, or inoperative, or invalid in any

particular part of the United States, according to the interest

of the parties in the patent or the invention patented. But no

such judgment or adjudication shall affect the right of any

person except the parties to the suit and those deriving title

under them subsequent to the rendition of such judgment."

It is to be noted that the result of the decision affects only

the parties to the suit and those subsequently deriving title

from them. Its practical advantage is therefore not much

greater than that of the ordinary infringement action. The

the patent office from the time of application in 1877 to an issue in 1891

without any intermediate action was held not to invalidate the patent.

356 R. S. 4918.
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statute also provides that both patents may be declared in-

valid on a proper showing, so that there is a certain risk in

bringing the action to the plaintiff, unless he has, as in some

actions, something to gain and nothing to lose. It was actu-

ally held, in the case of Palmer Pneumatic-tire Co. v. Lozier, 351

that both patents were invalid. Counsel on both sides agreed

that the court could decide nothing but the priority of one or-

the other of the patents and such had been the opinion of the

court below, which decided that the patent later applied for and

issued really represented the prior invention and was there-

fore the valid one of the two. "On the contrary," said the

Appellate Court, "we think the court is bound to determine

\vhether, upon identifying the subject matter of the interfering

patents, the invention therein stated is patentable. If it is not,

and the court should go on and pronounce a decree of nullity

against one of the patents, it would do so at the instance of

one who has no right to protect, and consequently no standing

on which to assail his adversary. The parties would not stand
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on equal ground in such a litigation, and consequently the

power of the court would be perverted to the determination of

an unprofitable inquest as to who was the first discoverer of a

nullity. The outcome would be that, while one pretender

would be dislodged, the other would occupy the field unscathed.

We think that if, upon inspection of the patents, or in the

course of the investigation it must make in order to determine

the nature of the alleged invention, the court should see that

the patents are void for lack of patentable subject matter, it

ought not to proceed to an inquiry as to who first discovered

the thing which the court finds to be null, and decree thereon,

but should dismiss the bill." The general state of the art as

shown by evidence outside of the patents themselves is ad-

missible in this action as it is in others. 358

INSUFFICIENCY OF REMEDIES. It will be observed that neither

of these actions gives any remedy to the individual who be-

lieves an existing patent to be void and unenforcible, but who

is not certain of the fact. The statute authorizes an ac-

357 90 Fed. 732.

358 Simplex Ry. Appliance Co. v. Wands, 115 Fed. 517.
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tion to question the validity of a patent only when the com-
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plainant is himself the owner of another patent, or otherwise

interested in an existing patent. The action by the govern-

ment, to have a patent declared void, may be started in the

interest of an individual, but it appears to be maintainable only

where the patent is attacked on the ground of fraud, or some-

thing more fundamental than the mere lack of invention in the

thing patented. Yet these seem to be the only cases in which

a patent can be attacked when the owner of the patent has not

himself started the action and will not do so.

The only way, therefore, that the validity and effectiveness

of a patent can be ascertained by one who wishes to enjoy the

use of the thing patented without the permission of the pat-

entee, is for him to make use of the invention and take his

chances either of not being sued by the patentee, or, if he is

sued, of being able to defeat the patent. But such a course

involves unjust risk. Many inventions require the investment

of considerable fixed capital for their utilization. If one
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should make such investments in a mistaken belief that the

patent was void, and then be successfully restrained by the

patentee from infringing what the courts should hold to be a

valid patent, his loss, through inability to utilize his fixed capi-

tal, would be far in excess of the compensatory d-amages which

might be recovered by the plaintiff. That is, he would riot only

have to pay damages to the patentee, but also would lose his

own investment. Even if no great initial investment were re-

quired, men might hesitate to go into the manufacture of a

patented article, even though advised by expert counsel that

the patent was invalid, knowing that if the patent should be

held good by the courts, all their profits would be swept away

and a carefully built up business destroyed.

Even when capitalists are perfectly willing to take the risk

of operating in contravention of what they are convinced is an

improperly issued and worthless patent, they can not always

do so, successfully, on account of the patent. The patentee

may himself be too doubtful of the validity of his patent to

go into court where it can be attacked, and yet he may never-

theless successfully prevent serious infringement. The Vac-
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tium Cleaner Co., for instance, had patents covering certain

elements of the usual construction of vacuum cleaners. The

Electric Renovator Co. manufactured cleaners which the

Vacuum Co. asserted infringed its patents. As the Renova-

tor Co. denied that it was infringing a valid patent, the Vac-

uum Co. sent out circulars and threatening letters warning the

wholesale houses and other customers of the Renovator Co.,

that the Renovator Co. had no license and that whoever han-

dled its products would be prosecuted for infringement of the

Vacuum Co.'s patents. For two years it continued this practice

of frightening off the Renovator Co.'s customers, while at the

same time persistently refusing to bring suit against anyone,

in which the validity of its patents could be tried out. Finally,

the Renovator Co., in the absence of any other remedy, sued

for an order restraining the Vacuum Co. from continuing its

unfair practice. The court granted the injunction on the

ground that the allegation of infringement and the warnings

sent out were not made in good faith, and that the lack of
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good faith was indicated by the refusal to bring suit in which

the matter could be tried out. 3643 But even in this case the

validity of the patent itself was not tried out; the defendant

was merely enjoined from unfair practices. It is quite con-

ceivable that, without going so far as to be demonstrably un-

fair, the ow r ner of an invalid patent might make it almost im-

possible for any one successfully to invade his unjust monopoly.

It is a serious defect in the patent law that it does not fur-

nish any practical method by which the individual public can

protect itself against the menace and extortionate monopolies

of invalid patents. It may be that in time an action of some

form will be provided, whereby one who honestly doubts the

validity of an existing patent can get the judgment of a court,

without having to await the dangerous convenience of the

patentee. 364 "

364< Electric Renovator Co. v. Vacuum Cleaner Co., 189 Fed. 754, Ac-

cord, Adriance Co. v. National Harrow Co., 121 Fed. 827.

364b For a discussion of "declaratory judgments" in general see the arti-

cle by E. R. Sunderland in 16 Michigan Law Rev. 69. See also that of

Borchard in 28 Yale Law Rev. i. The state of Michigan now provides for

such declaratory judgments, Pub. Acts of 1919, No. 150.
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