CHAPTER VI

SECURING A PATENT

i. FORM OF APPLICATION

The statute provides that 260 "Before any inventor or discov-

erer shalLreceive a patent for his invention or discovery, he

shall make application therefor, in writing, to the Commis-

CHAPTER VI

sioner of Patents, and shall file in the Patent Office a written

description of the same, and of the manner and process of

making, constructing, compounding and using it, in such full,

SECURING A

clear, concise, and exact terms as to enable any person skilled

p A'iENT

in the art or science to which it appertains, or with which it is

§

most nearly connected, to make, construct, compound, and use

I. FORM OF APPLICATION

the same; and in case of a machine, he shall explain the prin-

ciple thereof, and the best mode in which he has contemplated

applying that principle, so as to distinguish it from other in-

ventions; and he shall particularly point out and distinctly

claim the part, improvement, or combination which he claims

as his invention or discovery. ThesggicatiQn_and claim shall

be signed by the inventor and attested by two witnesses.
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"When the nature of the case admits of drawings, the ap^

plicant shall furnish one copy signed by the inventor or his

attorney in fact, and attested by two witnesses, which shall be

filed in the Patent Office ; and a copy of the drawing, to be

furnished by the Patent Office, shall be attached to the patent

-as a part of the specification.

"When the invention or discovery is of a composition of

matter, the .applicant, if required by the Commissioner, shall

furnish specimens of ingredients and of the composition, suffi-

cient in quantity for the purpose of experiment.

"In all cases which admit of representation by model, the

applicant, if required by the Commissioner, shall furnish a

260 R. S. ^ 4888-4893.
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model of convenient size to exhibit advantageously the several

parts of his invention or discovery.

"The applicant shall make oath that he does verily believe

himself to be the original and first inventor or discoverer of

the art, machine, manufacture, composition, or improvement

for which he solicits a patent ; that he does not know and does

not believe that the same, was ever before known or used; and

shall state of what country he is a citizen. Such oath may be

made before any person within the United States authorized

by law to administer oaths, or, when the applicant resides in a

foreign country, before any minister, charge d' affaires, con-

sul, or commercial agent holding commission under the Gov-

ernment of the United States, or before any notary public,

judge, or magistrate having an official seal and authorized to

administer oaths in the foreign country in which the applicant

may be, whose authority shall be proved by certificate of a

diplomatic or consular officer of the United States.

"On the filing of any such application and the payment of
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the fees required by law, the Commissioner of Patents shall

cause an examination to be made of the alleged new invention

or discovery; and if on such examination it shall appear that

the claimant is justly entitled to a patent under the law, and

that the same is sufficiently useful and important, the Commis-

sioner shall issue a patent therefor."

In amplification of these provisions of the statute, the Pat-

ent Office has made more definite and specific rules in regard

to application for a patent and other proceedings to obtain

it. 261 "The Commissioner of Patents, subject to the approval

of the Secretary of the Interior, may from time to time estab-

lish regulations, not inconsistent with law, for the conduct of

proceedings in the Patent Office." Copies of these rules will

be furnished free of charge upon application to the Commis-

sioner of Patents. As they are definite, and appertain only to

261 This is authorized by R. S. S 483, "The Commissioner of Patents,

subject to the approval of the Secretary of the Interior, may from time

to time establish regulations, not inconsistent with Law, for the conduct

of proceedings in the Patent Office."

model of convenient size to exhibit advantageously the several
parts of his invention or discovery.
·
"The applica_nt shall make oath that he does verily believe
· entor or 1sc
of
himself to be the orig_inal _an
the art, machine, manufacture, composition or improvement
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may be, whose authority shall be proved by certificate of a
diplomatic or consular officer of the United States.
"On the filing of any such application and the payment of
the fees required by law, the Commissioner of Patents shall
cause an examination to be made of the alleged new invention
or discovery; and if on such examination it shall appear that
the claimant is justly entitled to a patent under the law, and
that the same is sufficiently useful and important, the Commissioner shall issue a patent therefor."
In amplification of these provisions of the statute, the Patent Office has made more definite and specific rules in regard
to application for a patent and other proceedings to obtain
it. 261 "The Commissioner of Patents, subject to the approval
of the Secretary e.f 1he Interior may ft: . im t · e establLsh regulations, not inconsistent with law for the conduct of
proceedmgs in the Patent Office." Copies of these rule will
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This is authorized by R. S. <483, "The Commissioner of Patents,
subject to the approval of the Secretary of the Interior, may from time
to time establi h regulation not inconsistent with Law, for the conduct
of proceedings in the Pa:ent Office."
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the undisputed and clear details of procedure, they need not

be set out here nor discussed at length.

TITLE. The application must be by petition under oath,

signed by the inventor, if he is alive and sane. It must be in

the English language, as must be also the specifications and

oath. The rules provide that the petition must "designate by

title the invention sought to be patented." The form of this

designation is, however, relatively unimportant, and it need

not be exact nor complete provided the petition properly adopts,

by reference, a specification of the invention by which it is

sufficiently set forth. This matter came before the court in the

case of Hogg v. Emerson. 262 The invention for which the

patent issued was entitled, "a new and useful improvement in

the steam engine." The suit itself was brought for violation

of a patent for an "improvement in the steam engine and in

the mode of propelling therewith 'either vessels on the water

or carriages on the land." It was contended that the offer in

evidence of the patent, as entitled, did not prove the existence
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of a patent such as set out in the suit. The court held that the

identity of the patent need not be determined by the title alone,

but that the specification annexed to the petition was a part of

it and should be read in connection with it. The holding of

the court and its reasons can not be set out more clearly than

in its own language which is as follows : "Coupling the two

last together, they constitute the very thing described in the

writ. But whether they can properly be so united here, and

the effect of it to remove the difficulty, have been questioned,

and must therefore be further examined. We are apt to be

misled, in this country, by the laws and forms bearing on this

point in England being so different in some respects from what

exist here. There the patent is first issued, and contains no

reference to the specification, except a stipulation that one

shall, in the required time, be filed, giving a more minute de-

scription of the matter patented. It need not be filed under

two to four months, in the discretion of the proper officer.

(Gods. Pat., 176.) Under these circumstances, it will be seen

202 6 How. 437.

the undisputed and clear details of procedure, they need not
be set out here nor discussed at length.
TITLE. The application must be by petition under oath,
signed by the inventor, if he is alive and sane. It must be in
the Eng · language, as must be also the specifications and
oath. The rules provide that the pef f n must " designate by
title the invention sought to be patented. " The form of this
designation is, however, relatively unimportant, and it need
not be exact nor complete provided the petition properly adopts,
by reference, a specification of the invention by which it is
sufficiently set forth. This matter came before the court in the
case of Hogg v. Emerson. 2 62 The invention for which the
patent issued was entitled, "a new and useful improvement in
the steam engine." · The suit itself was brought for violation
_o f a patent for an "improvement in the steam engine and in
the mode of propelling therewith ·either vessels on the water
or carriages on the land.' It was contended that the offer in
evide~ce of the patent, as entitled, did not prove the existence
of. a patent such as set out in the suit. The court held that the
identity of the patent need not be determined by the title alone,
but that the specification annexed to the petition was a part of
it and should be read in connection with it. The holding of
the court and its reasons can not be set out more clearly than
in its own language which is as follows: "Coupling the two
last together, they constitute the very thing described in the
writ. But whether they can properly be so united here, and
the effect of it to remove the difficulty, have been questioned,
and must there£ ore be f urt~er examined. We are apt to be
misled, in this country, by the laws and forms bearing on this
voint in England being so different in some respects from what
exist here. There the patent is first issued, and contains no
reference to the specification, except a stipulation that one
shall-, in the required time, be filed, giving a more minute description of the matter patented. It need not be filed under
two to four months, in the discretion of the proper officer.
(Gods. Pat., I 76.) Under these circumstances, it will be seen
26 2

6 How. 437.
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that the patent, going out alone there, must in its title or head-

ing be fuller than here, where it goes out with the minute speci-

fication. But even there it may afterwards be aided, and its

matter be made more clear, by what the specification contains.

They are, says Gods. Pat., 108, 'connected together,' and 'one

may be looked at to understand the other.' See also 2 H. Bl.

478; i Webst. Pat. Cas., 117; 8 T. R., 95. There, however, it

will not answer to allow the specification, filed separately and

long after, to be resorted to for supplying any entire omission

in the patent ; else something may be thus inserted afterwards

which had never been previously examined by the proper offi-

cers, and which, if it had been submitted to them in the patent

and examined, might have prevented the allowance of it, and

which the world is not aware of, seeing only the letters-patent

without the specification, and without any reference whatever

to its contents. 3 Brod. & B., 5. The whole facts and law,

however, are different here. This patent issued March 8th,

1834, and is therefore to be tested by the act of Congress then
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in force, which passed February 2ist, 1793. (i Stat. at L.

318.) In the third section of that act it is expressly provided,

'that every inventor, before he can receive a patent,' 'shall de-

liver a written description of his invention,' &c. ; thus giving

priority very properly to the specification rather than the

patent. This change from the English practice existed in the

first patent law, passed April loth, 1790 (i Stat. at L., 109),

and is retained in the last act of Congress on this subject,

passed July 4th, 1836 (5 Stat. at L., 119). It was wisely in-

troduced, in order that the officers of the government might

at the outset have before them full means to examine and un-

derstand the claim to an invention better, and decide more ju-

diciously whether to grant a patent or not, and might be able

to give to the world fuller, more accurate, and early descrip-

tions of it than would be possible under the laws and practice

in England. In this country, then, the specification being re-

quired to be prepared and filed before the patent issues, it can

well be referred to therein in extenso, as containing the whole

subject-matter of the claim or petition for a patent, and then.

that the patent, going out alone there, must in its title or heading be fuller than her~, where it goes out with the minute specification. But even there it may afterwards be aided, and its
matter be made more clear,
the s ecification contains.
They are, says Gods. Pat., ro8, 'connected together,' and 'one
may be looked at to understand the other.' See also 2 H. BL
478; I Webst. Pat. Cas., I ~7; 8 T. R., 95. There, ho':Vever, it
will not answer to allow the specification, filed separately and
long after, to be resorted to for supplying any entire omission
in the patent; else something may -be thus inserted afterwards
which had never been previously examined by the proper officers, and which, if it had been submitted to them in the patent
and examined, might have prevented the allowance of it, and
which the world is not aware of, seeing only the letters-p'1tent
without the specification, and without any reference whatever
to its contents. 3 Brod. & B., 5. The whole facts and law,
however, are different here. This patent issue~ March 8th,
1834, and is therefore to be tested by the act of Congress· then
in force, which passed February 21st, I 793. (I $tat. at L.
318.) In the third section of that act it is expressly provided,
'that every inventor; before he can receive a patent,' 'shall deliver a written description of his invent.ion,' &c. ; thus giving
priority very properly tb the specification rather than the
patent. This change from the English practice existed in the
first patent law, passed April roth, 1790 (I Stat. at L., 109),
and is retained in the last act of Congress on this subject,
passed July 4th, 1836 (5 Stat. at L:, u9). It was wisely introduced, in order that the officers of the government might
at the outset have before them full means to examine and understand the claim to an invention better, and decide more judiciously whether to grant a patent or not, and might be able
to give to the world fuller, more accurate, and early descriptions of it than would be possible under the laws and practice
in England. In this country then, the specification being required to be prepared and filed before the patent issues, it can
well be referred to therein in extenso, as co"ntaining the whole
subj_ect-matter of the claim or petition for a patent, and then
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not only be recorded for information, as the laws both in Eng-

land and here require, but beyond what is practicable there, be

united and go out with the letters-patent themselves, so as to

be sure that these last thus contain the substance of what is

designed to be regarded as a portion of the petition, and thus

exhibit with accuracy all the claim by the inventor. In this

view, and under such laws and practice here, it will be seen

that the contents of the petition, as well as the petition itself,

became a very unimportant form, except as construed to adopt

the specification, and the contents of the latter to be consid-

ered substantially as the contents of the former."

FILING OF PARTS. As suggested in the foregoing quotation,

an application consists o "the first fee of $15, a petition, speci-

fication, and oath ; and drawings, model or specimen when re-

quired." "It is desirable," says the rules, 263 "that all parts of

the complete application be deposited in the office at the same

time, and that all the papers embraced in the application be

attached together; otherwise a letter must accompany each
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part, accurately and clearly connecting it with the other parts

of jhe_ap j plication." It J3_Jiil^^solutelv necessary that all

pa4ls_j3e_jfiled_togther and, if identified with the other parts

as provided, the petition may precede the specification and

both may precede the model, etc. Inasmuch as the specifica-

tion and drawings constitute the real description of the inven-

tion, which need not be set out at length in the petition, it is

obvious that no examination can be made and no patent issue

till the specification, etc., are filed, so as to complete the peti-

tion. Hence the rules very reasonably provide that an applica-

tion for a patent will not be placed upon the files for examina-

tion_until__all_ Jjsj2gTts z _ Jjave_begrji_ recorded . The application

must be completed and prepared for exhibition within one

year 264 after the filing of the petition. In default of such

completion, or if the applicant shall have failed to prosecute

the application within one year after any action upon it, of

which notice shall have been mailed him or his agent, the ap-

263 Rule 32.

264 Two years until amendment of 1897.

not only be recorded for information, as the laws both in Eng- '
land and here require, but beyond what is practicable there, be
united and go out with the letters-patent themselves, so as to
be sure that these last thus contain the substance of what is
designed to be regarded as a portion of the petition, and thus
exhibit with accuracy all the claim by the inventor. In this
view and under such laws and practice here, it will be seen
that the contents of the petition, as well as the petition itself,
became a very unimportant form, except as construed to adopt
the specification, and the contents of the latter to be considered substantially as the contents of the former."
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as provided, the petition may · p·recede the specification and
both may precede the model, etc. Inasmuch as tlie specification and drawinas constitute the real description of the invention, which need not be set out at length in the petition, it is
obvious that no examination can be made and no patent issue
till the specification, etc., are filed, so as to complete the petition. Hence the rules very reasonably provide that an application for a patent ill not be placed upon the files for examination until all its arts have been re ded. The application
must be completed and prepared for exhibition within one
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the application within one year after any action upon it, of
which noti~e shall have been mailed him or his agent, the ap263
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plication shall be regarded as abandoned, unless it be shown to

the Commissioner that such delay was unavoidable. 265

2. DESCRIPTION

plication shall be regarded as abandoned, unless it be shown to
the Commissioher that such lelc1y was unavoidable. 2 65

Since the specj^cation is the..rea^description of the invention

it is nf p^cefHing importance. According to the rules, in "this

2. DESCRIPTION

instance a paraphrase of the statute, "The specification -is a

written description of the invention or discovery and of the

manner and process of making, constructing, compounding,

and using the same, and is reqtrired-to-bejn such full, clear,

concise, and exggtjermg^as to en able, .any person skilled in the

art or science to which the invention or discovery appertains,

or with which it is most nearly connected, to make, construct,

compound, and use the same. The specification must set forth

the precise invention for which a patent is solicited, and ex-

plain the principle thereof, and the best mode in which the

applicant has contemplated applying that principle, in such

manner as to distinguish it from other inventions. In case of

a mere improvement, the specification must particularly point
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out the parts to which the improvement relates, and must by

explicit language distinguish between what is old and what is

claimed as new ; and the description and the drawings, as well

as the claims, should be confined to the specific improvement

and such parts as necessarily co-operate with it. The specifica-

tion must conclude with a specific and distinct claim or claims

of the part, improvement, or combination which the applicant

regards as his invention or discovery. When there are draw-

ings the description shall refer to the different views by figures

and to the different parts by letters or numerals (preferably

the latter)/'

Great care is necessary to set out exactly the device the

idea of means for which the inventor desires a monopoly.

He must describe and claim all that he has invented and

wishes to protect and he should not claim anything outside

the bounds of his own patentable invention.

The purpose of this description is. of course, to identify the

2fir > Rule 31.

Since the spe ification is the real description of the invention
it i
ce · importance. According to t e rules, in this
instance a paraphrase of the statute·, "The specification ·is a
written description of the invention or di covery and of the
manner and process of making, constructing, compounding,
and using the same, and is req ·
in such full clear,
concise, and exact terms
erso skilled in the
art ,or science to which the invention or di covery appertains,
or with which it is most nearly connected to make, construct,
compound, and use the same. The specification must set forth
the precise invention for which a patent is solicited, and explain the principle thereof, and the best mode in which the
applicant has contemplated applying that ·principle, in such
manner as to distinguish it from other inventions. In case of
a mere improvement the specification must particularly point
out the parts to which the improvement relates, and must by
explicit language distinguish between what is old and what is
claimed as new; and the description and the drawings, as well
as the claims, should be confined to the specific improvement
and such parts as necessarily co-operate with it. The specification must conclude with a specific and distinct claim or claims
of the part, improvement, or combination which the applicant
regards as his invention or discovery. When there are drawings the description shall refer to the different views by figures
and to the different pa
b letters or numerals (preferably
the latter)."
Great care is necessary to set out exactly the device-the
idea of means-for which the inventor de ires a monopoly.
He must de cribe and claim all that he has invented and
wi he to protect and he should not claim anything outside
the bound of his own patentable invention.
The purpo e of thi description 1. • nf ro11rse. to identify the
2 65

Rule 31.
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invention and to delimit it, for purposes of protection, from

all other knowledge, to which the inventor has no particular

right. In Hogg v. Emerson 266 this description is invested with

a three fold purpose, "to enable the commissioner of Patents

to judge correctly whether the matter claimed is new or too

broad, to enable courts, when it is contested afterward be-

fore them, to form a like judgment. . . . And so that the

public, while the term continues, may be able to understand

what the patent is, and refrain from its use, unless licensed." 267

MUST BE DEFINITE. It sequentially follows that an inventor

\vho has not described anything, can not be protected in any-

thing, no matter what his claims are. If he has not set forth

any definite idea of means of accomplishing a result he has

contributed nothing definite to public knowledge, and is en-

titled to nothing definite by way of reward. Incandescent

Light Patent 268 is an illustration of this. The patent sued on

purported to cover an invention appertaining to incandescent

electric light. There had been considerable difficulty in this
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art owing to the fact that the carbon filaments in the lamps

were subject to rapid disintegration. The improvement de-

scribed by the patentees was the use "of an incandescent con-

ductor of carbon made from a vegetable fibrous material in

contradistinction to a similar conductor made from mineral or

gas carbon." No especial description of making this conductor

was given nor did the patent claim any definitely particularized

substance which might be used for making it. The defendant

used a certain kind of bamboo fibre which he had discovered

as suitable for the purpose, quite by accident, after trying many

other kinds of wood fibres none of which could be made to

work. The patentees, said the court, "supposed they had dis-

covered in carbonized paper the best material for an incandes-

cent conductor. Instead of confining themselves to carbon-

ized paper, as they might have done, and in fact did, in their

third claim, they made a broad claim for every fibrous or tex-

tile material, when in fact an examination of over six thousand

266 6 How. 437, 483, citing other authority.

267 Accd. The Incandescent Light Pat., 159 U. S. 465, 474.

2 <58 159 U. S. 465
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vegetabl~ growths showed that -none of them possessed the

vegetable growths showed that none of them possessed the

peculiar qualities that fitted them for that purpose. Was every-

body then precluded by this broad claim from making further

investigation? We think not," . . . "If the description be so

vacriip anj fflipertain that ftp nn t > ran tell, except by independ-.

ent experiments, how to construct the patented device, the

pateinFTsllmid." So the court held most strictly, 'The claims

of the patent, with the exception of the third, are too indefinite

to be the subject of a valid monopoly."

In a somewhat similar case 269 the plaintiff had discovered a

new substance compounded of fusel oil and the mineral and

earthy oils, which he denominated a "burning fluid." In de-

scribing it he said, "the exact quantity of fusel oil which is

necessary to produce the most desirable compound must be de-

termined by experiment." The defendants used a combination

of the same ingredients described by the patentee. It was left

to the jury to determine whether the defendant's proportions

were substantially the same as those of the patentee's, and the
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verdict was adverse to the latter. The court in upholding the

verdict and judgment said, "Now a machine which consists of

a combination of devices is the subject of invention, and its ef-

fects may be calculated a priori, while a discovery of a new

substance by means of chemical combinations of known ma-

terials is empirical and discovered by experiment. Where a

patent is claimed for such a discovery, it should state^the com-

ponent parts of the new manufacture claimed with clearness

and prrri'iinn j nnrl nnt Irnvc thr prPrm attempting to use the

d i scoveryJxDjijidit--et^^ ' 1 ft& law requires the

apj5Hcaritfor a patent-right to deliver a written description of

the manner and process of making and compounding his new-

discovered compound. The art is new ; and therefore persons

cannot be presumed to be skilled in it, or to anticipate the re-

sult of chemical combinations of elements not in daily use." 270

269 Tyler v. Boston, 7 Wall. 327.

270 In view of this last sentence it would seem as though the court were

evading a logical reversal of the case by a resort to mere technical lan-

guage ; that the description taken as a whole was in fact clear enough and

should have been given a broader interpretation. In Minerals Separation

peculiar qualities that fitted them for that purpose. Was everybody then precluded by this broad claim from making further
investigation? We think not," . . . "If the descri tion pe so
·
11 exce t b independva ue and unc
ent experiments, how to construct the patented device, the
patent 1
·d." So the cour 11-e most strictly, "The claims
of the patent, with the exception of the third, are too indefinite
to be the subject of a valid monopoly."
In a somewhat similar. case 269 the plaintiff had discovered a
new substance compounded of fusel oil and the mineral and
c·arthy oils, which he denominated a "burning fluid ." In describing it he said, "the exact quantity of fusel oil which is
necessary to produce the most desirable compound must be determined by .experiment." The defendants used a combination
of the same ingredients described by the patentee. It was left
to the j_ury to determine whether the defendant's proportions
were substantially the same as those of the patentee's, and the
verdict was adverse to the latter. The court in upholding. the
verdict and judgment said, "Now a machine which consists of
a combination of devices is the subject of invention, and its effects may be calculated a priori, while a discovery of a new
substance by means of chemical combinations of known materials is empirical and discovered by experiment. Where a
patent is claimed for such a discovery, it should state the component parts of the new manufacture claimed with clearness
erson attempting to use the
and pr · ·
discovery to fi
iment.
e law reqmres the
ap 1cant for a patent-right to deliver a written des<:ription of
the manner and process of makir1g and compounding his newdiscovered compound. The art is new; and therefore persons
cannot be presumed to be skilled in it, or to anticipate the result of chemical combinations of elements not in daily u e.. ' 210
Tyler v. Boston, 7 Wall. 327.
.
In view of this last sentence it would seem as though the court were
evading a logical rever al of the case by a resort to mere technical language; that the description taken as a whole was in fact clear enough and
should have been given a broader interpretation. In Minerals Separation
269

210
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MUST SEPARATE OLD AND NEW MATTER. In Order to de-
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scribe an invention with such exactness and clarity as to satisfy

the requirements, it is often necessary to give it a background,

by describing other machines, arts, etc. When an invention

embraces in itself an entire machine or device, separate as an

entity from other devices, it can be described as an entity and

there is no necessity of describing anything whatsoever out-

side of the actual invention. A particular shape of nail, for

instance, could be described of itself without the necessity of

representing other nails or anything else in connection with the

nail. But even in such cases it is occasionally desirable to point

out the essence of the inventive idea by comparison of the

formal embodiment with other devices. More often the sub-

ject of the invention is not an absolute entity, totally uncon-

nected with any other device. It may be something not at all

novel in its absolute form, but, on the contrary, novel only in

its connection with other devices and its use therewith. Such,

for instance, would be the type of invention which, while neces-
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sarily complete in itself, is commonly known as an "improve-

ment" upon an existing device. Differently expressed, the

essence of the invention may be so related to an existing de-

Co, v. Hyde, 242 U. S. 261, the court said, "Equally untenable is the

claim that the patent is invalid for the reason that the evidence

shows that when different ores are treated preliminary tests must

be made to determine the amount of oil and the extent' of agitation neces-

sary in order to obtain the best results. Such variation of treatment must

be within the scope of the claims, and the certainty which the law re-

quires in patents is not greater than is reasonable, having regard to their

subject matter. The composition of ores varies infinitely, each one pre-

senting its special problem, and it is obviously impossible to specify in a

patent the precise treatment which would be most successful and economi-

cal in each case. The process is one for dealing with a large class of sub-

stances and the range of treatment within the terms of the claims, while

MusT SEPARATE OLD AND NEW MATTER. In order to describe an invention with such exactness and clarity as to satisfy
the requirements, it is of ten neces.s ary to give it a background,
by describing other machines, arts, etc. When an inyention
embraces in itself an entire machine or device, separate as an
entity from other devices, it can be des·cribed as an entity and
there is no necessity of describing anything wl).atsoever out.side of the actual invention. A particular shape of nail, for
instance, could be described of itself without the · necessity of
representing other nails_or anything else in connection with the
nail. But even in such cases it is occasionally desirable to point
out the essence of the inventive idea by comparison of the
formal embodiment with other devices. More often the subject of the invention is not an absolute entity, totally unconnected with any other device. It may be something not at all
novel in its absolute form, but, on the contrary, npvel only in
its connection with other devices and its use therewith. Such,
for instance, would be the type oi invention which, while necessarily complete in itself, is commonly known as an "improvement" upon an existing device. Differently expressed, the
essence of the invention may be so related to an existing de-

leaving something to the skill of persons applying the invention, is clearly

sufficiently definite to guide those skilled in the art to its successful ap-

plication, as the evidence abundantly shows. This satisfies the law."

See also, Wood v. Underbill, 5 How. i ; Tannage Patent Co. v. Zahn, 66

Fed. 986; Schneider v. Lovell, 10 Fed, 666; The claim was alleged to be

too vague but held sufficiently definite, in Burke Elec. Co. v. Independent

Pneumatic Tool Co., 232 Fed. 145.

Co. v. ~yde, 242 U. S. 261, the court said, "Equally untenable is the
· claim that the patent is invalid for the reason that the evidence
shows that when · different ores are treated preliminary tests must
be made to determine the amount of oil and the exteut·of agitation necessary in order to obtain the best results. Such variation of treatment must
be within the scope of the claims, ahd the . certainty which the law req_u ires in patents is not greater than is reasonable, having · regar.~ to their
subject matter. .The composition of ores varies infinitely, each one presenting its special problem, and it is obviot.Jsly impossible to. specify in a
patent the precise treatment which would be most successful and economical in each case. The process is one for dealing with a large class of substances and the range of treatment within the terms of the claims, while
leaving .something . to the skill of persons applying the invention, is ~learly
sufficiently definite to guide those skilled in
art to its successful application, as the evidence abundantly shows. This satisfies .the law."
See also, Wood v. Underhill,, S ·How . .I; Tannage . Patent co: v. Zahn, 66
Fed. 986 ;. ?chneider v. Lovell, IO F;e4. 666_; The cla~m was alleged to. be
;too vague but held sufficiently definite in Burke Elec. Co. v. Independent
Pneumatic Tool Co., 2J2 Fed .. 14s. :
.,
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vice, that both must be described if the invention is to be

comprehensible. It is therefore both necessary and permissible

for an inventor to set out in his specification, description which

covers matter not included within the invention itself. 271 The

validity of his patent is not affected by the mere fact that he

has included extraneous matter in his description, provided he

has not claimed it as part of his invention. But somewhere

in the specification the line of distinction between this matter

extraneous to the invention and what he claims as his invention

must be clearly pointed out. If this separation of the inven-

tion itself from the described background is not clearly made,

it is obvious that a valid patent can not be issued. The entire

matter described could not be covered by patent because part

of it is admittedly old. But if the inventor himself has not

separated that part of the description which constitutes his

invention from the description of what is old, neither the Com-

missioner of Patents nor the courts have power to do it for

him. It has even been said specifically, 272 "It is not enough to
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give such a description of the machine patented as to show, by

comparing it with other machines, what part has been in-

vented. ... It is not enough that the thing designed to be

embraced by the patent should be made apparent on the trial,

by a comparison of the new with the old machine. . . . The

specification must be complete. No defects can be obviated

by extraneous evidence at the trial." 273

2 Merrill v. Yeomans, 94 U. S. 568. "When a man supposes he has

made an invention or discovery useful in the arts, and therefore the

proper subject of a patent, it is, nine times out of ten, an improvement on

some existing article, process, or machine, and is only useful in connection

with it. It is necessary, therefore, for him, in his application to the

Patent Office, to describe that upon which he engrafts his invention, as

well as the invention itself ; and, in cases where the invention is a new

combination of old devices, he is bound to describe with particularity all

these old devices, and then the new mode of combining them, for which

he desires a patent. It thus occurs that, in every application for a patent,

the descriptive part is necessarily largely occupied with what is not new,,

in order to an understanding of what is new."

272 Brooks & Morris v. Jenkins & Bicknell, 3 McLean, 432, 442.

273 The acual holding of the case reads, "What is claimed as new and

how is" it distinguished from the old? There is nothing on the face of

vice, that both must be described if the invention is to be
comprehensible. It is therefore both necessary and permissible
for an inventor to set out in his specification, description which
covers matter not included within the invention itself. 271 The
validity of his patent is not affected by the mere fact that he
has included extraneous matter in his description, provided he
has not claimed it as part of his inv~ntion. But somewhere
in the specification the line of distinction between this matter
extraneous to the invention and what he claims as his invention
must be clearly pointed out. If this separation of the invention itself from the described background is not clearly made,
it is obvious that a valid patent can not be issued. The entire
matter described could not be covered by patent because part
of it is admittedly old. But if the inventor himself has not
separated that part of the description which constitutes his
invention from the description of what is old, neither the Commissioner of Patents nor the courts have power to do it for
him. It has even been said specifically, 212 "It is not enough to
give such a description of the machine patented as to show, by
comparing it with other machines, what part has been invented. . . . It is not enough that the thing designed to be
embraced by the patent should be made apparent on the trial,
by a comparison of the new with the old machine. . . . The
specification must be complete. No defects can be obviated
by extraneous evidence at the trial. " 273
2 1~

Merrill v. Yeomans, 94 U. S. 568. "When a man supposes he has
made an invention or discovery useful in the arts, and therefore the
proper subject ·of a patent, it is, nine times out of ten, an improvement on
some existing article, process, or machine, and is only useful in connection
with it. It is necessary, therefore, for him, in his application to the
Patent Office, to describe that upon which he engrafts his invention, as
well as the invention itself ; and, in cases where the invention is a new
combination of old devices, he is bound to describ~ with particularity all
these old devices, and then the new mode of combining them, for which
ne desires a patent. It thus occurs that, in every application for a patent,.
the descriptive part is necessarily largely occupied with what is not new,.
in order to an understanding of what is new."
212 Brooks & Morris v. Jenkins & Bicknell, 3 McLean, 432, 442.
27 3 The acual holding of the case reads, "What is claimed as new and
how is· it distinguished from the old? There is nothing on the face of
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SUFFICIENCY OF DESCRIPTION, BY WHOM DECIDED. Whether

or not the specification does set cut sufficiently the invention it

is alleged to describe, appears to be a question of fact, to be

left to the jury in actions of law, according to the opinion of

many courts. 274

Other judges have made a verbal distinction between the

province of the jury, in this respect, and that of the court,

which seems rather more in harmony with actual practice. Mr.

Justice McLean charged a jury upon this point as follows, 275

''A question is raised, whether the thing claimed to have been

invented is sufficiently described in the patent, is a matter for

the determination of the court or jury. In its nature it is a

question of law, for it depends upon the construction of a

written instrument. If technical terms be used peculiar to

mechanics in describing the invention, evidence may be heard

in explanation of those terms, and in such case a jury may be

necessary. If this point were ordinarily referable to a jury,

the decisions on the same instrument would be as variable as

Generated for facpubupdates (University of Michigan) on 2014-06-13 19:35 GMT / http://hdl.handle.net/2027/uc2.ark:/13960/t3cz3366n
Public Domain in the United States / http://www.hathitrust.org/access_use#pd-us

the names of the parties. To produce uniformity of decision,

the courts must give a construction to all written instruments.

In this mode, by the application of known rules of construc-

tion, the specifications of a patent are construed and settled

as regards the thing invented. Whether the description is so

particular as to enable a mechanic to construct the machine,

is a question for the jury. But unless the thing claimed to be

the patent or specifications, which can enable any one to say, what is new

and what is old. If he has added something to a machine which is new,

and which he claims as his improvement, he must describe it. But no

such description is given. ... He can then have no shadow of ground on

which to sustain his patent." Merrill v. Yeomans, 94 U. S. 568; Parks v.

Booth, 102 U. S. 96.

274 Wood v. Underbill, 5 How. i ; Evans v. Eaton, 7 Wheat. 356, 428 ;

"It is not disputed, that the specification does contain a good and suffi-

cient description of the improved hopper-boy, and of the manner of con-

structing it; and if there had been any dispute on this subject, it would

have been a matter of fact for the jury and not of law for the court."

Tannage Patent Co. v. Zahn, 65 Fed. 986 ; Palmer v. McCormick, 2 Brock

(Ch. J. Marshall's Decisions) 298.

275 Brooks & Morris v. Jenkins & Bicknell, 3 McLran 442. .
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invented, is so described as to be known, in the language of

the statute, from every other thing, the patent is void. And

this must be determined by the court." Probably the true dis-

tinction is that whether or not the description is actually com-

prehensible as delimiting a definite idea or device, is a question

of fact; at just what point that device so described is marked

off from all other devices, is a question of construction for the

court. What it is that the description does set forth is also a

question to be decided by the court; a question of construction

of the patent and accompanying specifications. 276 The seem-

ing confusion of statement arises out of the failure of courts to

distinguish, or their lack of precision in stating the distinction,

between the invention as it is in formal expression and the

invention as it is in inexpressible essence, \vhich may include

many substantial forms.

To the extent that the courts do themselves undertake to

decide the formal sufficiency of a specification, the evident in-

clination is to be liberal toward the inventor. This is one of
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the issues in which the characterization of a patent as an odious

monopoly or as something less repugnant to the law, as dis-

cussed at the beginning of this book, is of importance. Were

it considered an objectionable monopoly, the patentee should

be held to the strictest precision of description. On the con-

trary, he is in practice favored, on the principle that his patent

is, at least, not an odious monopoly. 277

NEED NOT BE CLEAR TO THE .UNSKILLED. It is consistent

with this that the courts do not require the description to be

so full and clear and in such terms as to be understood by every

intelligent reader. It is sufficient if it is comprehensible at least

to persons particularly skilled in the branch of knowledge to

which the alleged invention appertains. "The purpose of the

specification, 278 as contradistinguished from a claim, in letters

.patent, is to describe clearly the invention sought to be pro-

tected by them, and the manner of making, using, and con-

276 Merrill v. "Yeomans, 94 U. S. 568, Further discussion under "protec-

tion."

277 Brooks & Morris v. Jenkins & Bicknell, 3 McLean 442.

278 Tannage Patent Co. v. Zahn, 66 Fed. 986, 988.

invented, is so described as to be known, in the language of
the statute, from every other thing, the patent is void. ·And
this must be determined by the court." Probably the true distinction is that whether or not the description is actually comprehensible as delimiting a definite idea or device, is a question
of fact; at just what poirit that device so described is marked
off ·from all other devices, is a question of construction for the
court. What it is that the description does set forth is also a
question to be decided by the court; a question of construction
of the patent -and accompanying specifications. 276 The seeming confusion of statement arise-; out of the failure of courts to
distinguish, or their lack of precision in stating the distinction,
between the invention as it. is in formal expression and the
invention as it is in inexpressible essence, which may include
many substantial forms.
To the extent that the courts do themselves undertake to
decide the formal sufficiency of a spe~ification, the evident inclination is to be -liberal toward the inventor . . This is one _of
the issues in which the characterization of a patent as an odious
monopoly or as something less repugnant to the law; as discussed at the beginning of this book, is of importance. Were
it considered an objectionable monopoly, the patentee should
be held to the strictest precision of description. On the contrary, he is in practice favored, on the principle that his patent
is, at least, not an odious monopoly. 277
NEED NOT BE CLEAR TO THE . UNSKILLED.
It is consistent
with this that the courts do not require the description to be
SO full and clear and in such terms as tG be understood by every
intelligent reader. It is sufficient if it is comprehensible at least
to persons particularly skilled in the branch of knowledge to
which the alleged in~ention appertains. "The purpose of the
specification, 278 as contradistinguished from a claim in letters
_patent, is to describe .clearly the invention sought to be protected by them, and the manner of making, using, and con~errill

v. -Yeo.mans, 94 U. S. 568, Further discussion under "protec·
211 BroO'ks & Morris v. Jenkins & Bicknell, 3 McLean 442.
278 Tann-age ·Patent Co. v. Zahn, 66 Fed. ~6, 988.
216

tion/'

Securing a Pa.tent

177

Securing a Patent 177

structing the same. The letters patent constitute a contract

between the patentee and the public. On the one hand is

granted an exclusive use of the invention for a specified term.

On the other, by way of consideration, a full disclosure of the

invention, in all its parts, must be made. It is through the

instrumentality of the specifications that this disclosure is

made, and the invention thereby, fully placed within the knowl-

edge of the public. Necessarily, upon their thoroughness in

that respect, and upon their accuracy in statement, depends the

validity of the contract of the letters patent. If there be ma-

terial failure in either respect, there necessarily results such

failure of consideration as must vitiate the contract. It fol-

lows, then, that a specification failing in any material respect

to make the invention fully known and accessible to the pub-

lic must be held fatally defective, and the patent based upon

it, ipso facto, becomes void. Wayne v. Holmes, 2 Fish. Pat.

Cas. 20, Fed. Cas. No. 17,303. But it should be borne in

mind, in judging of the sufficiency of the specifications of let-
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ters patent, that while the language and the methods of state-

ment used by the inventor must be such as will fully place

the invention in the intelligible possession of the public

generally, it is not necessary that it should be so minutely and

exactly described as to be readily understood by every person

going to make up the public. The specifications of letters

patent are addressed primarily to those skilled in the art to

which the invention relates, and not to those who are wholly

ignorant of the subject matter.

"In Plimpton v. Malcolmson, 3 Ch. Div. 531, Sir George

Jessel, the master of the rolls, thus states the principle : 'In the

first place, it is plain that the specification of a patent is not

addressed to people who are ignorant of the subject-matter.

It is addressed to people who know something about it. If it is

mechanical invention, as this is, you have, first of all, the scien-

tific mechanicians of the first class, eminent engineers. Then

you have scient'fic mechanicians of the second class, mana-

gers of great manuf acturies ; great employers of labor; persons

who have studied mechanics, not to the same extent as those of

structing the same. The letters patent constitute a contract
between the patentee and the public. On the one hand is
granted an exclusive use of the invention for a specified term.
On the other, by \\ ay of consideration, a full disclosure of the
invention, in all its parts, must be made. It is through the
instrumentality of -the specifications that this disclosure is
made, and the invention thereby, fully placed within the knowledge of the public. Necessarily, upon their thoroughness in
that respect, and upon their accuracy in statement, depends the
validity of the contract of the letters patent. If there be material failure in either respect~ there necessarily results such
failUre of consideration as must vitiate the contract. It follows, then, that a specification failing in any material respect
to make the invention fully known and accessible to the public must be held fatal~y defedive, and the patent based upon
·it, ipso facto, becomes void. Wayne v. Holmes, 2 Fish. Pat.
Cas. 20, Fed. C~s. No. 17,303. But it should be borne in
mind, in judging of the sufficiency of the spe~ifications of letters patent, that while the language and the methods of statement used by the inventor must be such as will fully place
the invention in the intelligible possession of the public
generally, it is not necessary that it should be so minutely and
exactly. described as to be readily understood by every person
going tq make up the public. The specifications of letters
patent ~re address~d primarily to those skilled . in the art to
which the invention relates, and not to those who are wholly
ignorant of the su~ject matter.
·
"In Plimpton v. Malcolmson, 3 Ch. Div . .531, Sir George
Jessel, the master of t.he rolls, thus states the principle: ~In the
first place, it is plain that the specification of a patent is not
addressed to people w~o are ignorant o·f the subjeCt-matte.r.
It is addressed to people who know something about it. If it is
mechanical invention, a·s this is, you have, first of all, the scientific mechanicians of the first class,-eminent engineers. Then
you have scienf pc mechanicians of the second class,-manag-trs of great manu.facturies; great employe~s of lal;>0r.; persons
wh~ have studied mech~nics., not .to th.e same exte.n t as those of
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the first class, the scientific engineers, but still to a great extent,

for the purpose of conducting manufactories of complicated

and unusual machines. . . . And then the third class, consisting

of the ordinary workman, using that amount of skill and in-

telligence which is fairly to be expected from him, not a care-

less man, but a careful man, though not possessing that great

scientific knowledge or power of invention which would enable

him by himself, unaided, to supplement a defective description

or correct an erroneous description. Now, as I understand, to

be a good specification it must be intelligible to the third class I

have mentioned, and that is the result of the law. It will be

a bad specification if the first two classes only understand it,

and if the third class do not.' And in the case of Morgan v.

Seward, i Webst. Pat. Cas. 174, Mr. Baron Anderson used

this language : 'The specification ought to be framed so as

not to call on a person to have recourse to more than those

ordinary means of knowledge (not invention) which a work-

man of competent skill in his art may be presumed to have.
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You may call upon him to exercise all the actual existing

knowledge common to the trade, but you cannot call upon him

to exercise anything more. You have no right to call upon

him to tax his ingenuity or invention.'

"From which it seems to follow that persons skilled in the art

to which the specification is addressed are in fact those of or-

dinary and fair information, but not those having very great

technical knowledge relating to the subject-matter of the inven-

tion. And if, to them, the specification sufficiently and well

describes the invention or process, it is quite sufficient. Now,

the courts have always been generous towards inventors, in

their application of these princ'phs of the law, and their conse-

quent judgment of the validity of a specification. Although

the specification may be in some degree incorrect, or vague or

incomplete, if from it, taken in connection with accompanying

drawings and models and plans and formula, and especially the

rest of the letters patent, one skilled in the art, as above defined,

can, by exercise of purely non-inventive powers, succeed in con-

structing a machine or in following the process, or in combining

the ingredients cf matter mentioned into one whole, it is suffi-

the first clas , the cientific engineers, but still to a great extent,
for the purpose of conducting manufactories of complicated
and unu ual machines .... And then the third class, consisting
of the ordinary workman, using that amount of skill and intelligence which is fairly to be expected from him,-not a careless man, but a careful man, though not possessing that great
cientific knowledge or power of invention which would enable ·
him by himself, unaided, to supplement a defective description
or correct an erroneous description. Now, as I understand, to
be a good specification it must be intelligible to the third class I
have mentioned, and that is the result of the law. It will be
a bad specification if the first two classes only understand it,
and if the third dass do not_.' And in the case of Morgan v.
Seward, I W ebst. Pat. Cas. I 74, Mr. Baron Anderson used
this language: 'The specification ought to be framed so as
not to call on a person to have recourse to more than those
ordinary means of knowledge (not invention) which a workman of competent skill in his art may be presumed to have.
You may call upon him to exercise all the actual existing
knowledge common to the trade, but you cannot call upon him
to exercise anything more. You have no right to call upon
, him to tax his ingenuity or invention.'
"From whi~h it seems to follow that persons skilled in the art
to which the specification is addressed are in fact those of ordinary and fair information, but not those having very great
technical knowledge relating tQ the subject-matter of the :nvention. And if, to them, the specification sufficiently and well
describes the invention or process, it is quite sufficient. Now,
the courts have always been generous towards inventors, in
their application of these princ.pl:s of the law, and their consequent judgment of the validity of a specification. Although
the specification may be in some degree incorrect, or vague or
incomplete, if from it, taken in connection with accompanying
drawings and models and plans and formula, and especially the
rest of the letters patent, one skilled in the 0:rt, as above defined,.
can, by exercise of purely non-inventive powers, suc-ceed in contructing a machine or in following the process, or in combining
the ingredients of matter mentioned into one whole, it is suffi-
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cient. On the other hand, if experiment and inventive skill

on the part of a skilled operator or user is necessary, in addi-

tion to the instructive statements of the specification, to render

the invention available and the use successful, then the specifica-

tion is fatally defective, and the patent based thereon is void.

Lockwood v. Faber, 27 Fed. 63 ; McNamara v. Hulse, 2 Webst.

Pat. Cas. 128; Tyler v. Boston, 7 Wall. 327."

The particular phraseology and syntax of the description do

not affect its validity. If it is a full, clear and exact descrip-

tion, it is, so far as its language is concerned, sufficient. In

one case 279 it was actually "argued by the defendant that the

specifications are ungrammatically expressed, prolix, mislead-

ing, and are erroneous in their statement of the scientific prin-

ciples which govern the movements of the currents of air.

Nevertheless," said the court, "I can see no reason why a

skilled person, attempting to construct a kiln according to the

specifications and the drawings of the patent should not be

able to do it." The patent was accordingly upheld.
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STATEMENT OF PRINCIPLE. A statement of the principle of

the invention is required in the specification by rule No. 36

which reads, "The specification must set forth the precise in-

vention for which a patent is solicited, and explain the prin-

ciple thereof, and the best mode in which the applicant has

contemplated applying that principle, in such manner as to

distinguish it from other inventions." But where the principle

is not an essential element in the differentiation of the device

from other inventions, a statement of it is not necessary to

constitute a sufficient description, and the fact that in such

case it is not set forth does not invalidate the patent. If some

principle is set forth, and is in truth incorrect, the mistake is

immaterial ; it can be treated as mere surplusage. 280

279 Emerson Co. v. Nimocks, 99 Fed. 737.

280 Emerson v. Nimocks, 99 Fed. 737. An incorrect theory was actually

assigned to account for the operation of the invention, but the court said,

"The scientific principle is not part of the process, is not patentable and

need not be set forth." Eames v. Andrews, 122 U. S. 40, 55, quoting An-

drews v. Cross, 19 Blatch. 294, 305, "It may be that the inventor did not

know what the scientific principle was, or that, knowing it, he omitted,

cient. On the other hand, if experiment and inventive skill
on the part of a skilled operator or user is necessary, . in addition to the instructive statements of the specification, to render
the invention available and the use successful, then the specification is fatally defective, and the patent based thereon is void.
Lockwood v. Faber, 27 Fed. 63; McNamara v. Hulse, ·2 Webst.
Pat. Cas. 128; Tyler v. Boston, 7 Wall. 327."
The particular phraseology and syntax of the description do
not a_ffect its validity. If it is a full, clear and exact description, it is, so far as its language is concerned, sufficient. In
one case 279 it was actually "argued by the defendant that the
specifications are ungrammatica~ly expressed, prolix, misleading, and are erroneous in their statement of the scientific prin~
ciples which govern the movements of the currents of air.
Nevertheless," said the court, "I can see no reason. why a
skilled person, attempting to con?truct a kiln according to the
specifications and the drawings of the patent should not be
able to do it." The patent was accordingly upheld.
STATEMENT OF PRINCIPLE. A statement of the principle of
the invention is required in_the specification by rule No. 36
which reads, "The specification must set forth the precise invention for which a patent is solicited, and explain the principle thereof, and the best mode in which the applicant has
contemplated applying that principle, in such manner as to
distinguish it from other inventions." But where the principle
is not ari essential element in the differentiation of the device
from other inventions, a statement of it is not necessary to
constitute a sufficient des·c ription, and the fact that . in such
case it is not s·et forth does not invalidate the patent. If some
principle is set forth, and is in truth incorrect, the mistake is
immaterial; it can be treated as mere surplusage. 280
Emerson Co. v. Nimocks, 99 Fed. 737.
Emerson v. Nimocks, 99 Fed. 737. An incorrect theory was actually
assigned to account for the operation of the invention, but the court said,
"The scientific principle is not part of the process, is not patentable and ·
need not be set forth." Eames v. Andrews, 122 U. S. 40, 55, quoting Andrews v. Cross_, 19 Blatch. 294, 305, ''It may be that the inventor d:d not
know ·what the scientific principle was, or that. knowing it, he omitted,
219
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It is highly desirable, however, for the inventor, or, more

particularly, the draftsman of the application, to know and

understand the particular mechanical principle, or the principle

of nature, involved in the invention. As we have seen, no

matter what a man may have invented, he is protected only

as to what he actually claims protection for. He can not claim

either the mechanical principle on which his invention is based,

nor the natural principle which it utilizes. But it must be re-

membered that both the mechanical principle and the principle

of nature involved in a device may serve as the characteristic

from accident or design, to set it forth. That does not vitiate the patent.

He sets forth the process or mode of operation which ends in the result,

and the means for working out the process or mode of operation. The

principle referred to is only the why and the wherefore. That is not re-

quired to be set forth. Under 26 of the act of July 8, 1870, 16 Stat.

201, under which this reissue was granted, the specification contains a

It is highly desirable, however, for the inventor, or, more
particularly, the draftsman of the application, to know and
understand the particular mechanical principle, or the principle
of nature, involved in the invention. As we have een, no
matter what a man may have invented, he is protected only
as to what he actually claims protection for. He can not claim
eithe~ the mechanical principle on which his invention is based,
nor the natural principle which it utilizes. But it mu t be remembered that both the mechanical principle and the principle
of nature involved in a device may serve as the characteristic

description of the invention and of 'the manner and process of making,

constructing, compounding, and using it/ in such terms as to enable any
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person skilled in the art to which it appertains to make, construct, com-

pound, and use it; and, even regarding the case as one of a machine, the

specification explains the principle of the machine, within the meaning

of that section, although the scientific or physical principle on which the

process acts when the pump is "used with the air-tight tube, is not ex-

plained. An inventor may be ignorant of the scientific principle, or he

may think' he knows it and yet be uncertain, or he !nay be confident as

to what it is, and others may think differently. All this is immaterial,

if by the specification the thing to be done is so set forth that it can be

reproduced." "It is certainly not necessary that he understand or be able

to state the scientific principles underlying his invention, and it is imma-

terial whether he can stand a successful examination as to the speculative

ideas involved." Diamond Rubber Co. v. Consolidated Tire Co., 220 U. S.

428, "He must, indeed, make such disclosure and description of his inven-

tion that it may be put into practice. In this he must be clear. He must

not put forth a puzzle for invention or experiment to solve but the de-

scription is sufficient if those skilled in the art can understand it. This

satisfies the law, which only requires as a condition of its protection that

the world be given something new and that the world be taught how to

use it. It is no concern of the world whether the principle upon which

the new construction acts be obvious or obscure, so that it inheres in the

new construction." "Of course a mechanical device may be patentable al-

though the true story of it is not understood." Steward v. Am. Lava Co.,

215 U. S. 161, 166; Toch v. Zibell, etc., Co., 233 Fed. 993.

from accident or design, to set it forth. That does not vitiate the patent.
He sets forth the process or mode of operation which ends in the result,
and the means for working out the process or mode of operation. The
principle referred to is only the why and the wherefore. That is ~ot required to be set forth. Under § 26 of the act of July 8, 1870, . 16 Stat.
201, under which this reis ue was granted, the 5pecification contains a
description of the invention and of 'the manner and process of making,
constructing, compounding, and using it,' in such terms as to enable any
person skilled in the. art to which it appertains to make, construct, compound, arid use it ; and, even regarding the case as one of a machine, the
specification explains the principle of the machine, within the meaning
of that section, although the scientific or physical prin~iple on which the
process acts when the pump is. used with the air-tight tube, is not explained. An inventor may be ignorant of the scientific principle, or he
may think he knows it and yet be uncertain, ~r he may be confident as
to what it is, and others may think differently. All this is immaterial,
if by the specification the thing to be done is o et forth that it _can be
reproduced." "It is certainly not necessary that he understand or be able
to state the scientific principles underlying his invention, and it i immaterial whether he can stand a successful examination as to the peculative
ideas involved." Diamond Rubber Co. v. Consolidated Tire Co., 220 U. S.
428, "He must, indeed, make such disclosure and description of hi invention that it may be put into practice. In this he must be clear. He must
not put forth a puzzle for invention or experiment to solve but ·the· description is sufficient if those skilled in the art can . under tand it. Thi
satisfies the law, which only requires as a condition of its protection that
the world be given something new· and that the world be taught how to
use it. It is no concern of the world whether the principle upori which
the new construction acts be obvious or ob cure, so that it inhetes ih the
new construction.' "Of course a mechanical device may be patentable' although the true tory of it is not understood.'-' Steward v. Am. Lava Co.,
215 U. S. 161, 166; Toch v. Zibell, etc., Co., 233 Fed. 993 .
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which above all other characteristics distinguishes it from other

devices similar in mere tangible form. Therefore, while an in-

ventor can not patent the particular principle which he has

net created : he may validly claim all devices involving tha.t

principle, which differ from the device described by hi-m only

as the result of mere mechanical skill. But a draftsman who

does not understand the principle involved might so formulate

the description and claims as unwittingly to eliminate the

principle as a characteristic of the invention, and by the pre-

cision of his words confine the patent to the single tangible

form characterized by the description. A very pointed illus-

tration is the case of Steward v. American Lava Co. 281 The

patentee had described a form of tip for burning acetylene

gas. As described, it was not materially different from those

in use. At the trial, however, it was urged that the particular

form of tip accomplished the purpose of the other forms by

the utilization of an entirely different natural principle. Jus-

tice Holmes intimated that if this were true the patent would
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be upheld. But there was conflicting evidence as to whether

the burner did really involve that principle, and the scale was

turned against the patentee by the fact that he had indicated no

realization of such a principle in his description. The court

also said in criticizing the indefiniteness of the claim, "Vacil-

lation in theory led to uncertainty of phrase." 2813

281 215 U. S. 161.

28ia A further, and very precise, illustration is found in the recent case of

Minerals Separation Co. v. Butte, etc., Co., 39 Sup. Ct. Rep. 496 (June,

1919). The patent was for the process of separating minerals from the

crushed ore by agitating the mass in a mixture of oil and water. The

essence of the invention was the use of less than i% of oil. The defend-

ants in this case used more than 1% of oil, which was, superficially, not

an infringement. But the oil which they used was a mixture of pine oil

and petroleum oils. The pine oil itself was less than i%. The patentees

contended that the pine oil was the only kind that had any effect ; that the

petroleum oil was worse than useless and was added only to make a pre-

tense of non-infringement through the apparent use of more than i% of

oil. The Supreme Court refused relief to the patentees on the ground that

their patent did not refer to any particular kind of oil, but claimed only

the use of less than i% of "oils having a preferential affinity for metal-

liferous matter'' or "oily substance." They said that the petroleum product

whi ch above all other characteristics distinguishes it from other
devices imilar in mere tangible form. Therefore, while an inventor can not patent the particular principle-which he has
net created-·he may validly claim all devices involving tha.t
principle, which differ from the device described by hi-m only
as the result of mere mechanical skill. . But a draftsman who
does not understand the principle involved might so formulate
the de cription and claims as unwittingly to eliminate the
principle as a characteristic of the invention, and by the precision of his words confine the patent to the single tangible
form characterized by ·the · description. A very pointed illustration .is the ca e of Steward v. Amerfcan Lava Co. 2 1 The
patentee had described a form of tip for burning acetylene
gas. As described it was not materially different from those
in use. At the trial, however, it was urged that the particular
form of tip accomplished the purpose of the other forms by
the utilization of an entirely different natural principle. Justice Holme intimated that if this were true the patent would
be upheld. But there was conflicting evidence as to whether
the burner did really involve that principle, and the scale was
turned against the patentee by the fa~t that he had indicated no
realization of such a principle in his description. The court
also said in criticizing the indefiniteness of the claim, "Vacillation in theory led to uncertainty of phrase."~ ia
215 U. S. l6r.
A further, and very preci ~ e, illustration is found in the recent case of
Minerals Separation Co. v. Butte, etc., Co., 39 Sup. Ct. Rep. 496 (June,
1919). The patent wa for the process of separating minerals from the
cru hed ore by agitating the mas in a mixture of oil and water.
The
essence of the invention wa s the use of less than 1% of oil. The defendan ts in this case used more than 1% of oil, which was, superficially, not
an infringement. But the oil which they u ed was a mixture of pine oil
and petroleum oils. The pine oil itself was less than l %. The patentees
contended that the pine oil was the only kind that had any effect; that the
petroleum oil was wor e than usele s and was added only to make a pretense of non-infringement through the apparent iLe of more than 1% of
oil. The Supreme Court refused relief to the patentees on the ground that
their patent did not refer to any particular kind of oil, but claimed only
the u e of le s than 1% of "oils having a preferential affinity for metalliferous matter'' or "oily ubsta.nce." They said that the petroleum product
2 1

2 ia
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INCLUDES ALL DESCRIPTIVE PARTS. When it is said that the

Patents and Inventions

"specification" or "description" must set forth the invention,

the words are not confined to the nominally descriptive part

of the application only, but are used, evidently, as including all

of the application from which an understanding of the inven-

tion can be obtained. 28: "The word 'specification' when used

separately from the word 'claim' in section 2916, means the

entire paper referred to in section 4888, namely, the written

description of the invention, 'and of the manner and process

of making, constructing, compounding, and using it/ and the

claims made. The word 'specification/ meaning description

and claims, is used in that sense in sections 4884, 4895, 4902,

4903, 4917, 4920 and 4922. In some cases, as in sections 4888

and 4916, the words 'specification and claim' are used, and in

section 4902 the word 'description' and the word 'specification'

are used. But it is clear that the word 'specification/ when

used without the word 'claim,' means description and claim."

In the rules of practice 'specification' is undoubtedly used as
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inclusive of the claim. Indeed rule 37 reads, "The specifica-

tion must conclude with a specific and distinct claim or claims

of the part . . . which the applicant regards as his invention

or discovery." It is a perfectly logical assumption therefore

that the rule requiring the "specification" to set forth the in-

vention includes the claim within the term, and that the latter

may properly be looked to, if necessary, to aid in describing

the invention and giving it the comprehensibility required.

This is the view taken by the courts. 283

was an "oily substance" and did not have a preferential affinity for the

metallifferous matter, and thus met the terms of the patent. As it was

used in quantities exceeding i% its use did not infringe. The court's

decision was that if the patentees had intended to patent the use in small

quantities of particular kinds of oil, they should have specified those

particular kinds in the description of their process. One gathers from the

evidence that the reason the patent was not so limited is because the

patentees did not themselves realize that there was a difference in effect

of the different oils.

282 Wilson v. Coon, 6 Fed. 611, 615.

283 Electric Smelting & Aluminum Co. v. Carborundum Co., 102 Fed. 618,

629, "If a claim, uncertain when considered apart from the description,

>

INCL DES ALL DESCRIPTIVE PART . When it is said that the
"specification' or ' description ' must set forth the invention,
the words are not confined to the nominally descriptive part
of the application only, but are used, evidently, as including all
of the application from which an understanding of the invention can be obtained. 2 2 "The word 'specification' when used
separate! y from the word 'claim' in section 2916, ·means the
entire paper referred to in section 4888, namely, the written
description of the .invention, 'and of the manner and proces
of making, constructing, compounding, and using it,' and the
claims made. The word 'specification,' meaning description
and claims, is used in that sense in sections 4884, 4895, 4902,
4903, 4917, 4920 and 4922. In some cases, as in sections 4888
and 4916, the words 'specification and claim' are used, and in
section 4902 the word 'description' and the word 'specification'
are used. But it is clear that the word 'specification,' when
used with~ut the word 'claim,' means description and claim."
In the rules of practice 'specification' is undoubtedly used a
inclusive of the claim. Indeed rule 37 reads, "The specification must conclude with a specific and distinct claim or claims
of the part . . . V\ hich the applicant regards as his invention
or discovery." It is a perfectly logical assumption therefore
that the rule requiring the "specification" to set forth the invention includes the claim within the term, and that the latter
may properly be looked to, if necessary, to aid in describing
the invention and giving it the comprehensibility required.
This is the view taken by the courts. 283
was an "oily substance" and c!id not have a preferential affinity for the
metallifferous matter, and thus met the terms of the patent. A it was
used in quantities exceeding I% it u e did not infringe. The court's
decision was that if the patentees had intended to patent the use in small
quantities of particular kinds of oil, they should have specified tho e
particular kinds in the description of their proce . One gather from the
evidence that the reason the patent was · not so limited i becau e the
patentees did not themselves realize that there wa a difference in effect
of the different oils.
2a2 Wilson v. Coon, 6 Fed. 6I I, 615.
2 s Electric Smelting & Aluminum Co. v. Carborundum Co., 102 Fed. 618,
629, "If a claim, uncertain when considered apart from the description,
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INCLUDES DRAWINGS. Even the drawings may be referred
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to for the purpose of rendering intelligible the verbal descrip-

tion of the invention and giving to it the exactness and clarity

necessary to its validity. In Earle v. Sawyer, 284 one ground

of alleged error was "that the Court directed the jury, that

the drawings annexed, and referred to in the specification,

constituted a part thereof ; and that they might be resorted to,

to aid the description, and to distinguish the thing patented

from other things known before. In point of fact, the draw-

ings were annexed to the specification in the patent, and it

made perpetual references to them, distinguishing thereby the

new parts from the old, so that it was unintelligible without

them. The Court, therefore, in the first part of the direction,

did no more than state the fact, as it was ; and the other part

was correct, unless the description must be wholly in writing.

The argument now is, that by the very terms of the patent act,

there must be a written description (without any reference to

drawings), in such full, clear, and exact terms, as to distin-
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guish the things patented from all other things; and that, in

case of a machine, the act requires drawings in addition

can by reference to the latter be rendered so clear as to satisfy the re-

quirement of the statute, that the inventor "shall particularly point out

and distinctly claim" his invention, by parity of reasoning a doubtful

point in the description, when considered apart from the claims, can by

reference to the latter, when in themselves unambiguous, be rendered so

clear as to satisfy the other requirement of the statute that the inventor

shall fully and clearly set forth his invention in the description. That

under such circumstances a description uncertain or indefinite when con-

sidered alone, but not inconsistent with the claims, may be rendered cer-

tain and sufficient to meet the requirements of the statute by reading the

whole specification together has frequently been recognized and is, we

think, a sound rule of law. Battin v. Taggert, 17 How. 74 85, 15 L. Ed.

INCLUDES DRAWINGS. Even the drawings may be referred
to for the purpose of rendering intelligible the verbal description of the invention and giving to it the exactness and clarity
necessary to its validity. In Earle v. Sawyer 2 8 4 one ground
of alleged error was "that the Court directed the jury, that
the drawings annexed, and referred to in the specification,
constituted a part thereof; and that they might be resorted to,
to aid the description, and to distinguish the thing patented
from other things known before. In point of fact, the drawings were annexed to -the specification in the patent, and it
made perpetual references to them, distinguishing thereby the
new parts from the old, so that it was unintelligible without
them·. The Court, therefore, in the first part of the direction,
did no more than state the fact, as it was; and the other part
was correct, unless the description must be wholly in writing.
The argument now is, that by the very terms of the patent act,
there must be a written description (without any reference to
drawings), in such full, clear, and exact terms, as to distinguish the things patented from all other things; and that, in
case of a machine, the act requires drawings in addition

37; The Corn-Planter Patent, 23 Wall. 181, 224, 23 L. Ed. 161 ; Carver v.

Manufacturing Co., 2 Story, 432, 446 ;Howes v. Nutes 4 Cliff. 173 174,

Fed. Cas. No. 6,790; Ryan v. Goodwin, 3 Sumn. 514, 520, Fed. Cas. No. 12,

186 ; Myers v. Frame, 8 Blatchf . 446, 457, Fed. Cas. No. 9,991 ; Parker v.

Stiles, 5 McLean, 44, 56, Fed. Cas. No. 10,749; Lowell v. Lewis, i Mason,

182, 188, Fed. Cas. No. 8,568; i Robb's Pat. Case 131." Am. Automotoneer

Co. v. Porter, 232 Fed. 456.

284 4 Mason i, 9.

.

can by reference to the latter be rendered so clear as to satisfy the requirement of the statute, that the inventor "shall particularly point out
and di tinctly claim" his invention, by parity of reasoning a doubtful
point in the description, when considered apart from the daims, can by
reference to the latter, when in them elves unambiguous, be rendered so
clear as to satisfy the other requirement of the statute that the inventor
shall fully and clearly set forth his invention in the description. That
under such circumstances a description uncertain or indefinite when considered alone, but not inconsistent with the claims, may be rendered certain and sufficient to meet the requirements of the statute by reading the
whole specification together has frequently been recognized and is, we
think, a sound rule of law. Battin v. Taggert, 17 How. 74 85, 15 L. Ed.
37; The Corn-Planter Patent, 23 Wall. 181, 224, 23 L. Ed. 161 ;. Carver v.
Manufacturing Co., 2 Story, 432, 446 ;Howes v. N utes 4 Cliff. 173 174,
Fed. Cas. No. 6,790; Ryan v. G~odwin, 3 Sumn. 514, 520, Fed. Cas. No. 12,
186; Myers v. Frame, 8 Blatchf. 446, 457, Fed. Cas. No. 9,991; Parker v.
Stiles, 5 McLean, 44, 56, Fed. Cas. No. l0,749; Lowell v. Lewis, l Mason,
182, 188, Fed. Cas. No. 8,568; l Robb's Pat. Case lJI." Am. Automotoneer
Co. v. Porter, 232 Fed. 456.
284 4 Mason l, 9.

184 Patents and Inventions

thereto. For this position, the case, Ex parte Fox (i Ves. &
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Beames, 67), before Lord Eldon, has been cited. It was a

petition to the Lord Chancelloi for the grant of a patent,

against which a caveat had been entered. On hearing the

parties, Lord Eldon granted the patent, and on. that occasion

is reported to have said, 'I take it to be clear, that a man may,

if he chooses, annex to his specification a picture or a model,

descriptive of it; but his specification must in itself be suffi-

cient, or I apprehend it will be bad.' As I understand this

language, it is not intended to assert the doctrine for which

it is cited. It means, that the specification must in itself be

sufficient, and that the mere annexation of a picture or model

will not help any defect in the specification. This may be true,

where such picture or model is not referred to, as constituting

a part of the specification itself. But if the explanations of the

specification call for drawings, and refer to them as a com-

ponent part in the description, they are just as much a part

of the specification, as if they were placed in the body of the
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specification. Indeed, in many cases it would be impracticable

to give a full and accurate description of the form, adjust-

ments, and apparatus of very nice and delicate machinery,

without drawings of some of the parts, as everything might

depend on size, position, and peculiar shape. Lord Eldon

could not have meant, that if drawings and figures were

necessary to a full description of a machine in the specifica-

tion, there was still some stubborn rule of law prohibiting it.

That would be to require the end, and yet to refuse the means.

One of the objections in Boulton vs. Bull (2 H. Bl. 463)

was, that the specification was imperfect, and it was pressed,

that there ought to have been drawings to explain the ma-

chinery. How was this objection met? Not by stating, that

by law no explanatory drawings would help a specification,

even if referred to in it, but by showing the specification suffi-

cient without them. Mr. Justice Rooke said (p. 480), 'As to

the objection of a want of a drawing or model, that at first

struck me as of great weight. I thought it would be difficult

to ascertain, what was an infringement of a method, if there

thereto. Fer this position, the case, Ex parte Fox ( r Ves. &
Beame , 67), before Lord Eldon, has been cited. It was a
petition to the Lord Chancello1 for the grant of a patent,
against which a caveat had been entered. On hearirig the
parties, Lord Eldon grant~d the patent, and on. that occasion
is reported to have said, 'I take it to be clear, that a man may,
if he chooses, annex to his specification a picture or a model,
descriptive of it; but his specification must in itself be sufficient, or I apprehend it will be bad.' As I understand this
language, it is not intended to assert the doctrine for which
it is cited. It means, that the specification must in itself be
sufficient, and that the mere annexation of a picture or model
will not help any defect in the specification. This may be true,
where such picture or model is not referred to, as constituting
a part of the specification itself. But if the explanations of the
specification call for drawings, and refer to them as a component part in the description, they are just as much a part
of the specification, as if they were placed in the body of the
specification. Indeed, in many cases it would be impracticable
to give a full and accurate description of the form, adjustments, and apparatus of very nice and delicate machinery,
without drawings of some of the parts, as everything might
depend on size, position, and peculiar shape. Lord Eldon
could not have meant, that if drawings and figures were
necessary to a full description of a machine in the specificatjon, there was still some stubborn rule of law prohibiting it.
That would be to require the end, and yet to refuse the means.
On~ of_ the objections in Boulton vs. Bull ( 2 H. Bl. 463)
was, that the specification was imperfect, and it was pressed,
that there ought to ha~e been drawings to explain the machinery. How was this objection met?
ot by stating, that
by law no explanatory drawings would help a specificat~on,
even if referred to in it, but by showing the specification sufficient without them. Mr. Justice Rooke said ( p. 480), 'As to
the objection of a want of a drawing or model, that at first
struck me a of o-reat wei o-ht. I thought it would be difficult
to ascertain, what wa an infrino-ement of a method, if there
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was no additional representation of the improvement, or thing

methodized.' 'If they (the jury) can understand it without a

model, I am not aware of any rule of law, which requires a

model or drawing to be set forth, or which makes void an in-

telligible specification of a mechanical improvement, merely

because no drawing or model is annexed. It seems to me then

there is no ground for this objection to the charge, even upon

the law of patents in England, where the specification consti-

tutes no part of the patent itself, but is required by a proviso

in every grant, to be enrolled in the Court of Chancery, within

a limited time, and particularly to describe and ascertain the

nature of the invention, and in what manner the same is to be

performed. But how stands our own law on this subject; for

by this the question must, after all, be decided? The patent

act requires, that the inventor 'shall deliver a written descrip-

tion of his invention, and of the manner of using, or process

of compounding the same, in such full, clear, and exact terms,

as to distinguish the same from all other things before known,
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&c., &c. ; and in the case of a machine, he shall fully explain

the principle and the several modes, in which he has contemp-

lated the application of that principle or character, by which

it may be distinguished from other invention; and he shall

accompany the whole with drawings and written references,

where the nature of the case admits of drawings,' &c. This is

an explicit direction to annex drawings, where the nature of

the case admits of them, with written references; and when

so annexed, they become part of the written description re-

quired by the act. They may be indispensable to distinguish

the thing patented from other things before known. Surely,

then, the act could not intend studiously to exclude them as

part of the written description. That would be to require the

end and deny the means." 285

285 Accd. Schneider v. Lovell, 10 Fed. 666; Banker v. Bostwick, 3 Fed.

517; Hogg v. Emerson. 11 How. 587, 606, "Under the instructions of the

court the jury found that it (the description) was clear enough to be un-

derstood by ordinary mechanics; and that machines and wheels could be

readily made from it, considering the specifications as a whole, and ad-

verting to the drawings on file. This is all which the law requires in re-

spect to clearness. . . ." Tannage Patent Co. v. Zahn, 66 Fed. 984, 990.

was no additional representation of the improvement, or thing
methodized.' 'If they (the jury) can understand it without a
model, I am not aware of any rule of law, which requires a
model or drawing to be set forth, or which makes void an intelligible specification of a mechanical improvement, merely
because no drawing or model is annexed. It seems to me then
there is no ground for this objection to the charge, even upon
the law of patents in England, where the specification constitutes no part of the patent itself, but is required by a proviso
in every grant, t<? be enrolled in the Court of Chancery, within
a limited time, and particularly to describe and ascertain the
nature of the invention, and in what manner the same is to be
performed. But how stands our own law on this subject; for
by this the question must, after all, be decided? The patent
act requires, that the inventor 'shall deliver a written description of his invention, and of the manner of using, or process
of compounding the same, in such full, clear, ?-nd exact terms,
as to distinguish the same from all other things before known,
&c., &c.; and in the case of a machine, he shall fully explain
the principle and the several modes, in which he has contemplated the application of that principle or character, by which
it may be distinguished from other invention; and he shall
accompany the whole with drawings and written references,
where the nature of the case admits of drawings,' &c. This is
an explicit direction to annex drawings, where the nature of
the case admits of them, with written references; and when
so annexed, they become part of the written ·description required by the act. They may be indispensable to distinguish
the thing patented from other things before known. Surely,
then, the act could not intend studiously to exclude them as
part of the written description. That would be to require the
end and · deny the means." 285
285 Aced. Schneider v. Lovell, IO Fed. 666; Banker v. Bostwick, 3 Fed.
517; Hogg v. Emerson. I I How. 587, 006, ''Under the instructions of the
court the jury found that it (the description) was clear enough to be understood by ordinary mechanics; - and that machines and wheels could be
readily made from it, considering the ·specifications as a whole, and adverting to the drawings on file. This is all which the law requires in repect to clearness . . . ." Tannage Patent Co. v. Zahn, (i6 Fed. g84, gg0.
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But while the drawings may be adverted to in connection

with the written description to give it exactness sufficient to

enable one skilled in the art to understand the invention and

to construct or use it; while they may be used to explain and

interpret it, they may not be considered for the purpose of

amplifying or supplementing a description which is not in it-

self complete. They can not be used to extend the scope of

the written description. The propriety of such use was ex-

plicitly denied in the case of Caverly v. Deere. 286 The patent

there sued on could be saved from a change of anticipation

only by holding that the device described had certain knife-

blade parts set at an angle of 45. It was admitted that this

at least might constitute patentable novelty. The drawings

showed these parts set at that angle, but nothing whatever

was said in the specification to indicate that the inventor in-

tended them to be set especially at such an angle, or at any

particular angle except such a one as would produce the best

results, and the court held the patent invalid. 287

Generated for facpubupdates (University of Michigan) on 2014-06-13 19:35 GMT / http://hdl.handle.net/2027/uc2.ark:/13960/t3cz3366n
Public Domain in the United States / http://www.hathitrust.org/access_use#pd-us

3. CLAIM

CLAIM AN IMPORTANT PART. The claim itself f while only

a part of the whole application, is an extremely important part.

By the claim the extent of the monopoly covered by the patent

is^ejertmjied. 288 The statute provides, precisely, that the ap-

plicant must, in his specification, "particularly point out and

distinctly claim the part, improvement, or combination which

he claims as his invention or discovery." 289 The purpose of

286 66 Fed. 305.

287 Tinker v. Wilber Eureka etc. Co., i Fed. 138, 'The drawing could

and should be looked at, if necessary, in order to explain ah ambiguous

But while the drawings may be adverted to in connection
with the written description to give it exactness sufficient to
enable one skilled in the art to understand the invention and
to construct or use it; while they may be used to explain and
interpret it, they may not be considered · for the purpose of
amplifying or supplementing a description which is not in itself complete. They can not be used to extend the scope of
the written description. The propriety of such use was explicitly denied in the case of Caverly v. Deere. 286 The patent
there sued on could be saved from a change of anticipation
only by holding that the device described had certain knifeblade parts set at an angle 9£ 45 °. It was admitted that this
at least might constitute patentable novelty. The drawings
showed these parts set at that angle, but nothing whatever
was said in the specification to indicate that the inventor intended them to be set e~pecially at such an angle, or at any
particular angle except such a one as would produce the best
results, and the court held the patent invalid. 287

or doubtful specification, and to make the invention capable of being un-

§ 3.

derstood and used. But it can not supply an entire want of any part of

CLAIM

a specification or claim in a suit upon a patent, although it might afford

ground for a re-issue covering the part shown by it.''

288 Description extraneous to the claim itself is necessary, because while,

as said above, the claim may be used to explain the description, the claim

can not be utilized for expanding the description. Nothing can, there-

fore be effectively claimed which is not described.

28 4888.

CLAIM AN IMPORTANT PART. The cla'm itself while only
a part of the wh_Ql~ applicatio~, is an extremely im ortant part.By the claim the e
.monopoly cove ed y the patent
288
The statute provides, precisely, that the apis determi ed.
plicant must, in his specification, "particularly point out and
distinctly claim the part; improvement, or combination which
he claims as his invention or discovery." 289 The purpose of

66 Fed. 305.
Tinker v. Wilber Eureka etc. Co., 1 Fed. 138, "The drawing could
and should be looked at, if necessary, in order to explain an ambiguous
or doubtful specification, and to make the invention capable of being understood and used. But it can not supply an entire want of any part of
a specification or claim in a suit upon a patent, although it might afford
ground for a re-issue covering the part shown by it.''
288 Description extraneous to the claim itself is netessary, because while,
as said above, the dai~ may be used to explain the description, the claim
can not be utilized for expanding the description. Nothing can, therefore be effectively claimed which is not described.
286
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the statute is primarily to benefit the public, not the individual.

It gives to the individual a monopoly for a limited time, as

an inducement for him to reveal his invention to the public.

If he chooses to give his invention to the public without the

recompense of a monopoly he is as free to do so as ever he

was, and he may make his revelation by describing it and mak-

ing it public in any way he wishes. For him to describe it in

a written instrument filed with the Commissioner of Patents

has no other effect, so far as he is concerned, than if he had

sent his writing to the editor of a magazine. He must ask for

a patent to receive one, and his request is the claim. .With-

out any claim, he asks for nothing; what he does ask for is

what he hasjncluded ifl hlft dfr** 1 " Only~that which he claims,

therefore, is granted to him by the patent. The descriptive

part of the application may set out with clarity and exactness

a device which constitutes an invention and would be patent-

able, but the patentee does not acquire by that particular part

a monopoly of the described device unless he has claimed it.
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The phrase "by that particular patent" is inserted in the pre-

ceding sentence because it seems clear that he might later pro-

tect himself by a new application containing a proper claim.

(This question, whether failure to claim a described device

amounts to an actual loss of the right or merely to a presump-

tive abandonment which can be rebutted by a proper showing,

is discussed above. ) But, at any rate, no protection is given by

the particular patent issued on the application. This is well

illustrated by the case of Merrill v. Yeomans. 290 The claim-

ant sued for infringement of an improved manufacture of

heavy hydro-carbon oils. The defendants were dealers in oils

and not manufacturers of them. The court found as an issue

that, "If the appellant's patent was for a new oil, the product

of a mode of treating the oils of that character which he de-

scribes in his application, the defendants may be liable; for

they bought and sold, without license or other authority from

him, an oil which is proved to be almost if not quite identical

with the one which he produced. If, however, appellant's

290

94 U. S. 568.

the statute is primarily to benefit the public, not the individuaL
It gives to the individual a monopoly for a limited time, as
an inducement for him to reveal his invention to the public.
If he chooses to give his invention to the public without the
recompense of a monopoly he is as free to do so as ever he
was, and he may make his revelation ·by describing it and making it public in any way he wishes. For him to describe it in
a written instrument filed with the Commissioner of Patents
has no other effect, so far as he is concerned, than if he had
sent his .writing to the editor of a magazine. He must ask for
a patent to receive one, ··a nd his request is the claim. ~ithout any clai
ing · what he does ask for is
what he has included in hi cl ·
Onl t at w 1c e c aim-s,
therefore, is granted to him b~ the atent. The descriptive
part of the app1ication may set out with clarity and exactness
a device which constitutes an invention and would be patentable, but the patentee does not acquire by that particular part
a monopo y o t e escri ed dev ·ce unkss he has claimea it.
e phrase "by that particular patent" is inserted in the preceding sentence because it seems clear that he might later protect himself by a new application containing a proper claim.
(This question, whether failure to claim a described device
amounts to an actual loss of the right or merely to a presumptive abandonment which can be rebutted by a proper showing,
is discussed above.) But, at any rate, no protection is given by
the particular patent issued on the application. This is well
illustrated by ·the case of Merrill v. Yeomans. 290 The claimant sued fo~ infringement of an improved manufacture of
heavy hydro.:.carbon oils. The defendants were dealers in oils
and not manufacturers of them. The court found as an issue
that, "If the appellant's patent was for a nevv oil, the product
of a mode of treating the oils of that character which he describes in his application, the defendants may be liable; for
they bought and sold, without license or other authority from
him, an oil which is proved to be almost . if not quite identical
with the one which he produced. If, however, appellant's
290

94 U. S. 568.
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described by him, in other words, for his new process of

making this new article of hydro-carbon oil, then it is clear

the defendants have not infringed the patent, because they

never used that process, or any other, for they manufactured

none of the oils which they bought and sold." The appellant

contended that his patent was in fact for the product. The

defendant urged that it was for the process of manufacture

only. It was admitted by all parties that the product as well

as the process was sufficiently described in the specification,

and the court found that on' the description as it stood the

inventor might have had a valid patent for both the product

and the process. But the court came to the conclusion that he

had not in fact claimed the product and that his patent, there-

fore, gave him no monopoly of anything but the use of the

process of manufacture. Mr. Justice Clifford dissented on the

ground that the claim, as properly construed, did cover the

product as well as the process. 291
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291 It might be noted that the laborious and unsatisfactory reasoning of

the decision as made was unnecessary; the same evidently desired result

might have been reached on the ground that the oil sold by the defendants

was not the same as the product which the complainants claimed to have

patented. The cases consistently accord with the principle that the meth-

od of manufacture is one of the distinguishing elements of a product.

In this case the court had distinctly found "that the oils sold by defendants

were produced by a process very different from that described by appel-

lant." This being so, the claimant could not have hoped to cover it, no

matter what his claim. Accord, that nothing is protected which is not

claimed ; "He cannot go beyond what he has claimed and insist that his

patent covers something not claimed, merely because it is to be found in

the descriptive part of the specification." Railroad Co. v. Mellon, 104 U. S.

112, 118; Stirrat v. Excelsior Mfg. Co., 61 Fed. 980; Wells v. Curtis, 66

Fed. 318; "The claims measure the invention," Paper Bag Patent Case,

210 U. S. 405, 419; Anderson, Foundry & Mach. Wks. v. Potts. 108 Fed. 379.

It is pertinent to note the remark of the court that, "no such question

(of construction) could have arisen if the appellant had used language

which clearly and distinctly points out what it is that he claims in his

invention."

The necessity of determining just what it is that a patentee has claimed

and been awarded thereon by the patent office, arises out of the question

whether the idea of means, for the unauthorized use of which suit has

I

patent is only for the mode of treating these oils invented and
described by him,-in other words, for his new process of
making this new article of hydro-carbon. oil,-then it is clear
t}1e defendants have riot infringed the patent, because they
never used that process, or any other, for they manufactured none of the oils which they bought and sold." The appellant
contended that his patent was in fact for the product. The
defendant urged that it was for the process of manufacture
only. It was admitted by all parties that the product as well
as the process was sufficiently described in the specification,
and the court found that on· the description as it stood the
inventor might have had Cl: valid patent for both the product
and the process. But the court came to the conclusion that he
had not in fact clq,imed the product and that his patent, therefore, gave him no monopoly of anything but the use of the
process of manufacture. Mr. Justice Clifford dissented on the
ground that the claim, as properly construed, did cover the
product as well as the process. 291
291 It might be noted that the laborious and unsatisfactory reasoning of
the decision as made was unnecessary; the same evidently desired result
might have been reached on the ground that the oil sold by the defendants
was not the same as the product which the complainants claimed to have
patented. The cases consistently accord with the principle that the method of manufacture is one of the distinguishing elements of a product.
In this case the court had distinctly found "that the oil" sold by defendants
were produced by a process very different from that described by appellant." This being so, the claimant could not have hoped to cover it, no
matter what his claim. Accord, that nothing is ·protected which is not
claimed; "He cannot go beyond what he has claimed and insist that his
patent covers something not claimed, merely because it is to be found in
the descriptive part of the specification." Railroad Co. v. Mellon, 104 U. S.
n2, u8; Stirrat v. Excelsior Mfg. Co., 6I Fed. g8o; Wells v. Curtis, 66
Fed. 318; '~The .claims measure the ir.vention," Paper Bag Patent Case,
210 U.S. 405, 419; Anderson, Foundry & Mach. Wks. v. Potts. 108 Fed. 379.
It is pertinent to note the remark of the court that, "no such question
(of construction) could have arisen if the appellant had used language
which clearly and distinctly points ou~ what it is that he claims in his
invention."
The necessity of determining just what it is that a f;atentee has claimed
and been awarded thereon by the patent office, arises out of the question
whether the idea of means, for the unauthorized use of which suit has
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MULTIPLICITY OF CLAIMS. Applications for patents, and the

patents issued thereon, frequently contain more than one claim

as to the part, improvement or combination which constitutes

the invention. In part this arises from the recognized custom

of joining two or more distinct inventions in one patent.

Several inventions. Whatever may be the theory, it is in-

disputably the fact that single patents are, in certain cases,

issued for more than a single invention. As an illustration, a

combination which is itself patentable as a means to an end

may contain elements which are themselves inventions. An

explosion turbine for instance might be patentable as a novel

combination of parts, and the particular form of valves used,

or the combination of parts of the rotor element, might in

themselves be new. In such cases, a single patent can legiti-

mately be issued to cover the entire combination, as an inven-

tion, and to cover also the new parts or sub-combinations as

inventions. In the same way, an idea of static means for ac-

complishing a result, a peculiar shaped collar button for in-
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stance, might be of inventive quality, and the idea of dynamic

means for making such a button might also be the novel result

of inventive genius. Each of these ideas of means is an in-

vention in itself, but the courts seem to permit the patenting

of them both through one application and under a single patent.

The right to join distinct inventions in a single application

been brought, is covered by the claim. It is simply a way of stating the

issue of infringement. If the alleged infringer has used a device pre-

cisely described in the claim, the infringement is evident, and there is no

necessity for construing the claim. But the scope of the protection given

"by a patent is not limited to the precise substantial device described and

claimed therein. As we have already said, it covers the idea of means set

forth, as well as the particular substantial means actually described. It

covers every thing which is essentially identical with the means described.

When the alleged infringer has used a device different from the means

particularly described in the patentee's claim, he is guilty of infringement

only if his device was essentially described in the claim. It becomes,

therefore, necessary to determine whether the claim does set out an idea

of means broad enough to include the defendant's device. In a sense,

Applications for patents, and the
patents issued thereon, frequently contain more than one claim
as to the part, improvement or combination which constitutes
the invention. In part this arises from the recognized custorri
of joining two or more distinct inventions in one patent.
Several i11fVentions. Whatever may be the theory, it is indisputably the fact that single patents are, in certain cases,
issued for more than a single invention. As an illustration, a
means to an end
combination which is itself patentable as
may contain elements which are themselves inventions. An
explosion turbine for instance might be patentable as a novel
combination of parts, and the particular form of valves used,
or the combination of parts of the rotor element, might in
themselves be new. In such cases, a single patent can legitimately be issued to cover the entire combination, as an invention, and to cover also the new parts or sub-combinations as
inventions. In the same way, an idea of static means .for accomplishing a result, a peculiar shaped collar button for instance, might be of inventive quality, and the idea of dynamic
means for making such a button might also be the novel result
of inventive genius. Each of these ideas of means is an in_vention in itself, but the courts seem to permit the patenting
of them both through one application and under a single patent.
The right to join distinct inventions in a single application
MULTIPLICITY OF CLAIMS.

a

the claim must be construed. A discussion of this construction and in-

terpretation of claims will be found under the subject of infringement.

been brought, is covered by the claim.
It is simply a way of stating the
issue of infringement. If the alleged infringer has used a device precisely described in .the claim, the infringement is evident, and there is no
necessity for construing the claim. But the scope of the protection given
• by a patent is not limited to the precise substantial device described and ·
claimed therein. As we have already said, it covers the idea of means set
forth, as well as the particular substantial means actually described. - It
covers every thing which is essentially identical with the means described.
When the alleged in £ringer has used a device different from the means
particularly described in the patentee'3 claim, he is guilty of infringement
only if his device was essentially described in the claim. It becomes,
therefore, necessary to determine whether the ciaim does set out an idea
of means broad enough to include the defendant's device. In a sense,
the claim must be construed. A discussion of this construction and interpretation of claims will be found under the subject of infringement.
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patent k myptWI by rules of the Patent Office. 292 "Two

or more independent inventions can not be claimed in Qfte ap-

pHcanflrrnto where several ^distinct inveaiions^re depejj^ent

each other and mutually contribute to produce a single

they may be claimed in one application. If several in-

venfionsT^laimed in a single application, be of such a nature

that a single patent may not be issued to cover them, the in-

ventor will be required to limit the description, drawing, and

claim of the pending application to whichever invention he may

elect. The other inventions may be made the subject of sep-

arate applications, which must conform to the rules applicable

to original applications. If the independence of the inventions

be clear, such limitation will be made before any action upon

the merits ; otherwise it may be made at any time before final

action thereon, in the discretion of the examiner. A require-

ment of division will not be repeated without the written ap-

proval of a law examiner. After a final requirement of divi-

sion, the applicant may elect to prosecute one group of claims,
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retaining the remaining claims in the case with the privilege of

appealing from the requirement of division after final action

by the examiner on the group of claims prosecuted."

.These rules are discussed by the court in the case of Stein-

metz v. Allen. 293 At that time the rule of the Patent Office

forbade the ^inclusion *ip a. singrte p^tfflt nf . a machine and its

product, or oj a machine and the process in the performance

of ^which Jt_wjjfi n-wlj ^>r of a process and its product. The

petitioner had been required by the Commissioner of Patents

to eliminate certain claims from his application on the ground

that they should be the subject matter of a separate applica-

tion. The court's discussion of the law is worth quoting, and

is as follows: ''There is nothing in the language of the sec-

tion (R. S. 4886) which necessarily precludes the joinder of

two or more inventions in the same application. But the sec-

tion does distinguish inventions into arts (processes), ma-

chines, manufactures and compositions of matter, and the

earliest construction of the law denied the right of joinder.

292 Rules of Practice No. 41 and 42.

2 3 192 U. S. 543-

~:!Joo-t~............_.._"--Ml.J..X ered
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to original applications. If the independence of the inventions
be clear, such limitation will be made before any action upon
the merits; otherwise it may be made at any time before final
action thereon, in the discretion of the examiner. A requirement of division will not be repeated without the written approval of a law examiner. After a final requirement of division, the applicant may elect to prosecute one group of cla.ims,
retaining the remaining claims in the case with the privilege of
appealing from the requirement of division after final action
by the examiner on the group of claims prosecuted."
These rules are discussed by the court in the case of Stein1
·
th.@ rule of the Patent Office
metz v. Allen. 293 At t
for bade the inclusion in a ·
nd its
p oduct, or of a machine and the process in the performance
of which it was
or of a process and its product. The
petit10ner had been required by the Commissioner of Patents
.to eliminate certain daims from his application on the ground
that · they shbuld be the subject matter of a separate application. The court's discussion of the law is worth quoting, and
i as follows : "There is nothing in the language of the section (R. S. 4886) which necessarily precludes the joinder of
two or more inventions in the same application. But the section does' distinguish inventions into arts (processes) machines, manufactures and compositions of matter, and the
earliest construction of the law denied the right of joihder.
29 2

Rules of Practice No. 41

2 93

192

u. s.

543.

an~ 42.
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An exception, however, came to be made in cases of depend-

ent and related inventions. In Hogg v. Emerson, 6 How. 437,

it was said : 'The next objection is, that this description in

the letters thus considered covers more than one patent and is

therefore void. There seems to have been no good reason at

first, unless it be a fiscal one on the part of the government

when issuing patents, why more than one in favor of the same

inventor should not be embraced in one instrument, like more

than one tract of land in one deed or patent for land. Phil.

Pat. 217. Each could be set out in separate articles or para-

graphs, as different counts for different matters in libels in

admiralty or declarations at common law, and the specifica-

tions could be made distinct for each and equally clear. But

to obtain more revenue, the public officers have generally de-

clined to issue letters for more than one patent described in

them. Renouard, 293; Phil. Pat. 218. The courts have been

disposed to acquiesce in the practice, as conducive to clearness

and certainty. And if letters issue otherwise inadvertently to
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hold them, as a general rule, null. But it is a well established

exception that patents may be united, if two or more, included

in one set of letters, relate to a like subject, or are in their

nature or operation connected together. Phil. Pat. 218, 219;

Barret v. Hall, i Mason, 447; Moody v. Fiske, 2 Mason, 112;

Wyeth et al. v. Stone et al., i Story, 283.'

'This language would seem to imply that not the statute

but the practice of the Patent Office required separate appli-

cations for inventions, but the cases cited were explicit of the

meaning of the statute. Mr. Justice Story, in, Wyeth v. Stone,

said : Tor, if different inventions might be joined in the same

patent for entirely different purposes and objects, the patentee

would be at liberty to join as many as he might choose, at his

own mere pleasure, in one patent, which seems to be inconsis-

tent with the language of the patent acts, which speak of the

thing patented, and not of the things patented, and of a patent

for invention, and not of a patent for inventions ; and they di-

rect a specific sum to be paid for each patent.' But he con-

fined the requirement to independent inventions, and his il-

An exception, however, came to be made in cases of dependent and related ipventions. In Hogg v. Emerson, 6 How. 437,
it was said: 'The next objection is, that this description in
the letters thus considered covers more than one patent and is
therefore void. There seems to have been n0 good r~ason at
first, unless it be a fiscal one on the part of the government
when issuing patents, why more than one in favor of the same
inventor sliould not be embraced in one instrument, like more
than one tract of land in one deed or patent for land. Phil.
Pat. 217. Each could be set out in separate articles or paragraphs, as different counts for different matters in libels in
admiralty or declarations at com~on law, and the specifications could be made distinct for each and equally clear: But
to obtain more revenue, the public officers have generally declined to issue letters for more than one patent described in
them. Renouard, 293 ; Phil. Pat. 218. The courts have been
disposed to acquiesce in the practice, as conducive to clearness
and certainty. And if letters issue otherwise inadvertently to
hold them, as a general rule, null. But it is a well established
exception that patents may be united, if two or more, included
in one set of letters, relate to a like subject, or are in their
nature or operation connected together. Phil. Pat. 218, 219;
-Barret v. Hall, I Mason, 447; Moody v. Fiske, 2 Mason, I 12;
Wyeth et al. v. Stone et al., r Story, 283.'
"This language would seem to imply that not the statute
but the practice of the Patent Office required "separate applications for inventions, but the cases cited were explicit of the
meaning of the statute. · Mr. Justice Story, in.Wyeth v. Stone.
said: 'For, if different inventions might be joined in the same
patent for entirely different purposes and objects, the patentee
would be a.t liberty to join ·a s many as he might choose, at his
own mere pleasure, in one patent, which seems to be inconsistent with the language of the patent acts, which speak of the
thing patented, and not of the things patented, and of a patent
for invention, and hot of a patent for inventions; .and they direct a specific sum to be paid for each patent.' But he confined the requirement to independent inventions, and his il-
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lustrations indicated that he meant by independent inventions
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not those which, though distinct, were 'for the same common

purpose and auxiliary to the same common end.' Hogg v.

Emerson came to this court again, and is reported in 1 1 How.

587. Of one of the objections to the patent the court said:

'It is that the improvement thus described is for more than

one invention, and that one set of letters patent for more than

one invention is not tolerated by law. But grant that such is

the result when two or more inventions are entirely separate

and independent, though this is doubtful on principle, yet it

is well settled in the cases formerly cited, that a patent for

more than one invention is not void if they are connected in

their design and operations. This last is clearly the case here.'

Many other cases are to the same effect."

The court went on to say that the line between independent

and related inventions is vague and implacable, and that "It is

difficult, perhaps impossible, to lay down any general rule by

which to determine when given inventions or improvements
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shall be embraced in one, two, or more patents. ... It is often

a nice and perplexing question. The discretion which must

necessarily therefore, reside in the Commissioner of Patents,

is not final, in him, but is reviewable." "The Patent Office has

not been consistent in its views in regard to the division of in-

ventions. At times convenience of administration has seemed

to be of greatest concern; at other times more anxiety has

been shown for the rights of inventors. The policy of the

office has been denominated that of battledore and shuttlecock,

and rule 41 as it now exists was enacted to give simplicity and

uniformity to the practice of the office. Its enactment was

attempted to be justified by the assumption that the patent

laws gave to the office a discretion to permit or deny a joinder

of inventions. But, as we have already said, to establish a rule

applicable to all cases is not to exercise discretion. Such a

rule ignores the differences which invoke discretion, and which

can alone justify its exercise, and we are of opinion therefore

that rule 41 is an invalid regulation." In this particular case

the court held that a process and an apparatus might be such

lustrations indicated that he meant by independent inventions
not those which, though distinct were 'for the ame common
purpose and auxiliary to the ame common end.' Hogg v.
Emerson came to this court again, and is reported in r r How.
587. Of one o·f the objection to the patent the court said:
'It is that the improvement thu described is for more than
one invention, and that one set of letters patent for more than
one invention is not tolerated by law. But grant that such i
the result when two or more inventions are entirely separate
and independent, though this is doubtful on principle, yet it
is well settled in the cases formerly cited, that a patent for
more than one invention is not void if they are connected in
their design and operations. This last is clearly the case her~.'
Many other cases are to the same effect."
The court went on to say that the line between independent
and related inventions is vague and unplacable, and that "It is
difficult, perhaps impossible, to lay down any general rule by
which to determine when given inventions or improvements
shall be embraced in one, two, or more patents . . . . If is often .
a nice and perplexing question. The discretion which must
n ~cessar]y therefore, reside in the Commis ioner of Patent .
is not final, in him, but is reviewable." "The Patent Office has
not been consistent in its views in regard to the division of inventions. At times convenience of administration has seemed
to be of greatest concern; at other times more anxiety has
been shown for the rights of inventors. The policy of theoffice has been denominated that of battledore and shuttlecock,
and rule 41 as it now exists was enacted to give simplicity and
uniformity to the practice of the office. It-- enactment was
attempted to be justified by the assumption that the patent
laws gave to the office a discretion to permit or deny a joinder
of inventions. But, as we have already said, to establish a rule
applicable to all cases is not to exercise discretion. Such a
rule ignores the differences which invoke discretion, and which
can alone justify its exerci e, and we are of opinion therefore
that rule 41 i an invalid regulation." In this particular case
the court held that a proces and an apparatu might be such
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related inventions as to be capable of inclusion in a single

patent, and that inasmuch as the rule purported rigidly to pre-

clude such a combination it was invalid. 29 '

It is often desirable to take advantage of this right to join

inventions, both because it is a monetary saving so to do, and

because the failure to claim one of the inventions might be

construed as showing an intent to abandon it.

Repetition of claims. Another cause for a multiplicity of

claims is found in the difficulty of making clear to all minds,

by mere words, precisely what it is that is claimed. As one

court expressed it, 295 "While, according to strict rules of law,

two distinct claims for the same substantial matter, differing

only in nonessentials, cannot both be sustained, yet, out of

regard to the frailty of human methods of expression, and

the variety of views among different legal judicial tribunals as

to the construction of instruments of the character of letters

patent, and conceding, also, the difficulty of always correctly

defining what one's invention really is, the practice has become
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settled to allow the same substantial invention to be stated in

different ways, very much as the same cause of action, or the

same offense intended to be covered by indictment, are per-

29 * Leeds & Catlin v. Victor Talking Machine Co., 213 U. S. 301, 318,

"A process and an apparatus by which it is performed are distinct things.

They may be found in one patent; they may be made the subject of dif-

ferent patents. So may other dependent and related inventions." Ben-

et v. Fowler, 8 Wall. 445; DuBois v. Kirk, 158 U. S. 58; Thomson-

Houston Elec. Co. v. Elmira & H. Ry. Co., 71 Fed. 396; Benj. Elec. Mfg.

Co. v. Dale Co., 158 Fed. 617. Merrill v. Yeomans, 94 U. S. 568. The

patent in this case was for the process of making certain hydro-carbon

oils. The defendants were charged with selling oils similar to those made*

by the patented process but in fact made by an entirely different process.

The court held that the patent had not been infringed because the oils

had not been made by the defendants, nor even by the same process and

related inventions as to be capable of inclusion in a single
patent, and that inasmuch as the rule purported rigidly to preclude such a combination it was invalid. 294
. It is often desirable to take advantage of this right to join
inventions, both because it is a monetary saving so to do, and
because the failure to claim one of the inventions might be
construed as showing an intent to abandon it.
Repetition of clairn.S. Another cause for a multiplicity of
claims is found in the difficulty of making clear to all minds,
by mere words, precisely what it is that is claimed. As one
court expressed it, 295 "While, according to strict rules of law,
two dislinct claims for the same substantial matter, differing
only ·in nonessentials, cannot both be sustained, yet, out of
regard to the frailty of human methods of expression, and
the variety of views among different legal judicial tribunals as
to the construction of instruments of the character of letters
patent, and conceding, also, the difficulty of always correctly
defining what one's invention really is, the practice has become
settled to allow the same substantial invention to be stated in
different ways, very much as the same cause of action, or the
same offense intended to be covered by indictment, a re per-

because the right to use and vend the oils as a product had not been cov-

ered by the patent. This case contains the strongest sort of intimation

that two distinct things, namely, the process and the product, could have

been and should have been claimed in the one patent. In another case,

Rubber Co. v. Goodyear, 9 Wall. 788, syll. 7 reads, "A process and the

product of a process may be both new and patentable, and are wholry

disconnected and independent of each other."

295 Dececo Co. v. Geo. E. Gilchrist Co., 125 Fed. 293, 300.

294 Leeds & Catlin v. Victor Talking Machine Co., 213 U. S. 301, 318,
"A process and an apparatus by which it is performed are distinct things.
They may be found in one patent; they may be made the subject of different patents. So may other dependent and related inventions." Benet v. Fowler, 8 Wall. 445; DuBois v. Kirk, 158 U. S. 58; ThomsonHouston Elec. Co. v. Elmira & H. Ry. Co., 71 Fed. 396; Benj. Elec. Mfg.
Co. v. Dale Co., 158 Fed. 617. Merrill v. Yeomans, 94 U. S. 568. The
patent in this case was for the process of making certain hydro-carbon
oils. The defendants were charged with selling oils similar tO those made ·
by the patented process but in fact made by an entirely different process.
The court held that the pateµt had not been infringed becatrse the oils
had not been made by the defendants, nor even by the same p~ocess and
because the right to use and vend the oils as a product had not been covered by the patent. This case contains the strongest sort of intimation
that two distinct things, namely, the process and the product, could have
been and should have been claimed ln the one patent. In another case,
Rubber Co. v. Goodyear, 9 Wall. 788, syll. 7 reads, "A proces and the
product of a process may be both new and patentable and are wholly
disconnected and independent of each other."
295 Dececo Co. v. Geo. E. Gilchri t Co., 125 Fed. 293, 300.
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mitted to be propounded in different counts, with a general
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verdict on all of them."

The fact that one or more of these claims covers matter to

which the pflfenfcg j<s not r in the court's opinion, entitled, and

is therefore void, does not necessarily invalidate the entire

patent. A notable example of this is the patent issued for the

Morse telegraph concept. 296 It contained eight claims, of

which seven were held valid and the eighth so broad as to be

invalid. While the court would not go so far as to concede

the contention that this void claim might be treated as a nullity

and of no effect at all upon the patent, it didhpld that it might,

before or after the conclusion of the suit, be disclaimed, and

the rest of the patent thereby be rendered valid and effective.

In tHeTTater case of Carleton v. Bokee 297 the fourth claim of

the patent was held void because of anticipation. "One void

claim, however," said the court, "does not vitiate the entire

patf>ntij na^ fry miytaif* ft*- ^advertence and without any

willful default ^.intent to defraud^ or mislead thejgublic." It
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is evident from the case that the court did not consider the

claiming of too much, under a real belief that he might be en-

titled to it all, to show an intent to defraud or mislead the

public. 298

It has grown, therefore, to be a legitimate practice to claim

not only all that the inventor may seem entitled to, but, lest

this be too much, or the claim be misunderstoodj to claim also

narrower and surer degrees of comprehensiveness. 299

296 O'Reilly v. Morse, 15 How. 62.

297 I7 \Vall. 463.

298 Leeds & Catlin v. Victor Talking Machine Co., 213 U. S. 301, syll.

"Separate claims in the same patent are independent inventions, and the

infringement of one is not the infringement of the others, and the redress

of the patentee is limited to the injury he suffers; nor is the validity and

duration of valid claims affected by the invalidity or expiration of any

other claim."

The English rule seems to be otherwise. The United Horsenail Co. v.

Stewart, 2 R. P. C. 132. Also 59 Law Times 561. 13 Att. Cases 401.

299 The course of "multiplying claims unnecessarily" was criticized by

the court in Westinghouse Air-brake Co. v. N. Y. Air-brake Co., 112

Fed. 424. Criticism is justly due the too frequent practice of multiplying

mitted to be propounded in different counts, with a general
verdict on all of them."
The fact t at one or more of these claims covers matter to
which the ate tee is not in the court's opinion, entitled, and
is therefore void, oes not nece sarily invalidate the entire
atent. A notable example of this is t e patent issued for the
Morse telegraph concept. 296 It contained eight claims, of
which seven were held valid and the eighth so broad as to be
invalid. While the court would not go so far as to concede
the contention that this void claim might be treated as a nullity
and of no effect at all upon the patent, it di hold h t it might,
before or after the conclusiqn of the suit, be disclaimed, and
the rest of the patent thereby be rendered valid and eff .tive.
In the ater case of Carleton v. Bokee 297 the fourth claim of
the patent was held void because of anticipation. ~'One void
claim, however," said the court, "does not vitiate the entire
patent, TI ad
· take or inadvertence and wit out any
wil ul default or intent to defraud or m·
the ublic." It
is evi ent from the case that the court did not consider the
claiming of too much, under a real belief that he might be entitled to it all, to show an intent to defraud or mislead the
public. 298
It has grown, therefore, to be a leo-itimate practice to claim
not only all that the inventor may seem entitled to, but-, lest .
this be too much, or the -claim be misunderstood~ to claim also
m~rrower and surer degrees of comprehensiveness. 299
O'Reilly v. Morse, 15 How. 62.
17 Wail. 463.
• 298 Leeds & Catlin v. Victor Talking Machine Co., 213 U . S. 301, syll.
"Separate claims in the same patent are independent inventions, and the
infringement of one is not the infringement of the others, and the redress ·
of the patentee is limited to the injury he uffers; nor is the validity and
duration of valid claims affected by the invalidity or expiration of any
other claim."
- The English rule seems to be otherwise. The United Horsenail Co. v.
Stewart, 2 R. P. C. 132. Also 59 Law Times' 561. 13 Att. Cases 401.
299 The course of "multiplying claims unnecessarily" was criticized by
the court in Westinghouse Air-brake Co. v. N. Y. Air-brake Co., II2
Fed. 424. Criticism -is just1y due the too frequent practice of multiplying
296

291
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A multiplicity of claims may be of -value for its effect upon

the courts under certain circumstances. A patent for a com-

bination is of such narrow credit that its use, with the omis-

sion of a single element, is often held not to be an infringe-

ment. Technically the claimant of a combination, who has

not expressly and explicitly limited himself to the one precise

form, should be given a scope of equivalents appropriate to the

deserts of his invention. This breadth of scope should be

given him, theoretically, and in harmony with other decisions,

whether he has mentioned the particular equivalents or not.

In other words, if he has not explicitly limited himself, his

invention entitles him to protection against all merely formal

evasions of it; and if a later device is not a mere formal

evasion, it could not properly have been included under the

patent for the first invention had the patentee thought of in-

cluding it. Therefore, the recital of various forms of the

combination is, theoretically, either mere surplusage such

forms being included in the one combination as stated in its
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broadest form or they are distinct and independent of the

invention and not properly included in the patent.

It is possible, however, that such variant claims do have a

practical value, owing to the effect upon the courts' opinions,

of matters extraneous to the mere merits of the invention. A

court which, because of the narrowness of an invention, might

refuse it any range of unexpressed equivalents, may perhaps

be induced to hold it broad enough to cover mere mechanic-

ally skillful variations which have been actually expressed in

the patent.

claims because of the solicitor's own tmcomprehension of the law. Many

patent attorneys, as well as some courts, are still obsessed by the notion

that nothing can be property that is not tangible, or represented by some-

thing tangible. They fail, therefore, to realize that it is_jthe jdea of

means which is patented and not merely the means literally described. In

order to secure the protection to which they feel the inventor is entitled,

they literally describe as many variations in the embodiment of the idea

as they can think of. The actual result is that they often, by the very

extent and prolixity of their descriptions limit the scope of protection un-

necessarily, and they always confuse the records of the patented art.

A multiplicity of claims i:nay be of value for its effect upon
the courts under certain circumstances. A patent for a combination is of such narrow credit that its use, with the omission of a single element, is often held not to be an infringement. Technically the claimant of a combination, who has
not expressly and explicitly limited himself to t,he one precise
form, should be given a scope of equivalents appropriate to the
deserts of his invention. This breadth of scope should be
given him, theoretically, and in harmony with other decisions,
whether he has mentioned the particular equivalents or not.
In other words, if he ·has not explicitly limited himself, his
invention entitles him to protedion against all merely formal
evasions of it; and if a later device is not a mere formal
evasion, it could not properly have been included under the
patent for the first invention had the patentee thought of inc~uding it.
Therefore, the recital of various forms of the
combination is, theoretically, either mere .surr>lusage-such
· forms being included in the one combination as stated in its
broadest form-or they are distinct and independent of the
invention and not properly included in the patent.
It is possible, however, that such variant claims do have a
practical value, owing to the effect upon the courts' opinions, ·
of matters extraneous to the mere merits of the invention. A
court which, because of the narrowness of an invention, might
refuse it any range of unexpressed equivalents, may perhaps
be induced to hold it broad enough to cover mere mechanically skillful variations which have been actually expressed m
the patent.
claims because of the solicitor's own uncomprehension of the law. Many
patent attorneys, as well as some courts, are still obsessed by the notion.
that nothing can be property that is not tangible, or represented by something tangible. They fail, therefore, to realize that it is th idea of
means which is patented and not merely the means literally described. In
orderto secure the protection to which they feel the inventor is entitled,
they literally describe as many variations in the embodiment of the idea
as they can think of. The actual result is that they often, by the very
eX:tent and prolixity of their descriptions limit the scope of protection unnecessarily, arrd they always confuse the records of the patented art. ·
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4. DISCLAIMER

With these possible exceptions, the necessity for including

§ 4.

several claims, and even the value of so doing is dubious. The

practice is not essential in preventing harm when it appears

that too much has been claimed in the effort to get all

that is allowable. The statute 300 provides, "Whenever, through

inadvertence, accident, or mistake, and without any fraudulent

or deceptive intention, a patentee has claimed more than that

of which he was the original or first inventor or discoverer,

his patent shall be valid for all that part which is truly and

j ustly his own, jprovidLecLlhe same is a material or substantial

part^of_the things patented and any such patentee, his heirs or

assigns, whether of the whole or any sectional interest therein,

may, on payment of the fee required by law. make disclaimer

of such parts of the thing patented as he shall not choose to

claim or to hold by virtue of the patent or assignment stating

therein the extent of his interest in such patent. Such dis-

claimer shall be in writing, attested by one or more witnesses,
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and recorded in the Patent Office; and it shall thereafter be

considered as part of the original specification to the extent

of the interest possessed by the claimant and by those claiming

under him after the record thereof. But no such disclaimer

shall affect any action pending at the time of its being filed,

except so far as may relate to the question of unreasonable

neglect or delay in filing it." This is a specific statement to

the effect that the "patent shall be valid for all that part which

is truly and justly his own," without limitation to such part

as has been stated in a separate claim, valid in itself. In the

words of the statute, a claim would appear to be equally valid

whether it is that part of a single claim which is left after

pruning off the surplus and invalid parts, or is a claim, origi-

nally complete in itself, left after other excessive claims have

been removed. 301

300 R. s. ? 4917.

301 "Matters properly disclaimed cease to be a part of the invention;

and it follows that the construction or"tKeTpatent must be the same as it

would be if such matters had never been included in the description of

DISCLAIMER

With these possible exceptions, the necessity for including
several claims, and even the value of so doing is dubious. The
practice is not essential in preventing harm when it appears
that too much has been claimed in the effort to get all
that is allowable. The statute 300 provides, "Whenever, through
inadvertence, accident or mistake and without any fraudulent
or dece tbre intention, a patentee has claimed more than that
of which he wa the original or first inventor or discoverer,
his atent shall be valid for all that part which is truly and
just his own rovided the same is a material or substantial
part of the thin s a tented; and any such patentee, his heirs or
assi ns whether of the whole or any sectional interest therein,
may, on payment of the fee required by law: make disclaimer
of such parts of the thing patented as he shall not choose to
claim or to hold by virtue of the patent or assignment stating
therein the extent of his interest in such patent. Such di claimer shall be in writing, attested by one or more witnes es,
and recorded in the Patent Office; and it shall thereafter be
considered as part of the original specification to the extent
of the interest possessed by the claimant and by those claiming
under him after the record thereof. But no such disclaimer
shall affect any action pending at the time of its being filed,
except so far as may relate to the question of unreasonable
neglect or delay in filing it." This 1s a specific statement to
the effect that the "patent shall be valid ,for all that part which
is truly and justly his own," without limitation to such part
as has been stated in a separate claim, valid in itself. In the
words of the statute, a claim would appear to be equally valid
whether it is that part of a single claim which is left after
pruning off the surplus and invalid parts, or is a claim, originally complete in itself, left after other excessive claims have
been removed. 301
300

s. :

R.
4917.
ao1 "Matters properly di claimed cea e to be a part of the invention;

and it follows t at the construction of the patent must be the same as it
would be if such matters had never been included in the description of
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Even when a disclaimer has not been filed before suit, the

statute provides 302 that "Whenever, through inadvertence, ac-

cident, or mistake, and without any willful default, or intent

to defraud or mislead the public, a patentee has, in his specifi-

cation, claimed to be the original and first inventor or discov-

erer of any material or substantial part of the thing patented,

of which he was not the original and first inventor or dis-

coverer, every such patentee, his executors, administrators.

and assigns, whether of the whole or any sectional interest in

the patent, may maintain a suit at law or in equity, for the

infringement of any part thereof, which was bona fide, his own r

if it is a material and substantial part of the thing patented,

and definitely distinguishable from the parts claimed without

right, notwithstanding the specifications may embrace more

than that of which the patentee was the first inventor or dis-

coverer. But in every such case in which a judgment or de-

cree shall be rendered for the plaintiff, no costs shall be re-

covered unless the proper disclaimer has been entered at the
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Patent Office before the commencement of the suit But no

patentee shall be entitled to the benefits of this section if he

has unreasonably neglected or delayed to enter a disclaimer." 303

Failure to claim all that the patentee might have been en-

titled to can not be corrected by means of disclaimer. That

is to say, a patentee can not under pretense of disclaiming

the invention or the claims of the specification." Dunbar v. Meyers, 94

U. S. 187 ; Schwartzwalder v. New York Filter Co., 66 Fed. 152.

An interesting instance in which the patentee, in fear of proof of antici-

pation, disclaimed the only feature on which his patent could be upheld,

and thereby worked his own defeat is found in Brunswick, Balke, Col-

lender Co. v. Klumpp, 131 Fed. 255. Disclaimer not allowed to be'cor-

rected account of mistake, Hillborn v. Hale & Kilborn Mfg. Co., 66

302 R. S. 4922.

303 Failure to file a disclaimer does not become unreasonable until it is

evident on the face of the patent that it is too broad or until the decision

of a court has shown it to be necessary. Seymour v. McCormick, 19 How.

96; O'Reilly v. Morse, 15 How. 62; Gage v. Herring, 107 U. S. 640.

Even when a disclaimer has not been filed before suit, the
statute provides 302 that "Whenever, through inadvertence, accident, or mistake, and without any willful default, or intent
to defraud or mislead the public, a patentee has, in his specification, claimed to be the original and first inventor or discoverer of any matedal or substantial part of the thing patented,
of which he was not the original and first inventor or discoverer, ever · such patentee, his executors, administrators,
and assigns, whether of the who e or an sectional interest in
the patent, may maintain a suit at law or i
·
infringement of any part_:t~~h~e:.;_re~o~f~,_:w:,:.h
~
i c;;:,;h:..w
~a~b~~......-..~~..1i.1..s..u.!.ii-_
if it is a material an substantial part of the thing patented_,
and definitely distinguishaple from the parts claimed without
right, notwithstanding the specifications may embrace more
than that of which the patentee was the first inventor or discoverer. But in ever such case in which a jud ment or dee shall be rendered for the plainti
no costs sha 1 be recovered .unless the ro er disclaimer has been entered at the
Patent Office before the commencement of the suit. But no
patentee s all be entitled to the benefits of this section if he
has unreasonably neglected or delayed to enter a disclaimer." 303
Failure to claim all that the patente.e might have been entitled to can not be corrected by means of disclaimer. That
is to say, a patentee can not under pretense of disclaiming
the invention or the claims of the specification." Dunbar v. Meyers, 94
U. S. 187; Schwartzwalder v. New York Filter Co., 66 Fed. 152.
· An interesting instance in which the patentee, in fear of proof of anticipation, disclaimed the only feature on which his patent could be upheld,
and thereby worked his own defeat is found in Brunswick, Balke, Collender Co. v. Klumpp, 131 Fed. 255. Disclai
ed to be corrected account of mistake, Hillborn v. Hale & Kilborn Mfg. Co., 66
Fed. 958.
302 R. s. ~ 4922.
303 Failure to file a disclaimer does not become unreasonable until it is
evident on the face of the patent that it is too broad or until the decision
of a court has shown it to be necessary. Seymour v. McCormick, 19 How.
g6; O'Reilly v. Morse, 15 How. 62; Gage v. Herring, 107 U. S. 640.
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part of his claim so alter the rest as to make it include more
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than it would have done in its original form. 304

5. REISSUE

Such failure to claim all that the invention included can be

corrected only by a reissue such as the statute provides for. 305

part of his claim so alter the rest a· to make it include more
than it would have done in its original form. 304

This provision is, "Whenever any patent is inoperative or in-

valid, by reason of a defective or insufficient specification, or

§ 5.

REISSUE

by reason of the patentee claiming as his own invention or dis-

covery more than he had a right to claim as new, if the error

has arisen by inadvertence, accident, or mistake, and without

any fraudulent or deceptive intention, the Commissioner shall,

on the surrender of such patent and the payment of the duty

required by law, cause a new patent for the same invention,

and in accordance with the corrected specification, to be issued

to the patentee, or, in case of his death or of an assignment

of the whole or any undivided part of the original patent, then

to his executors, administrators, or assigns, for the unexpired

part of the term of the original patent. Such surrender shall
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take effect upon the issue of the amended patent. The Com-

missioner may, in his discretion, cause several patents to be

issued for distinct and separate parts of the thing patented,

upon demand of the applicant, and upon payment of the re-

quired fee for a reissue for each of such reissued letters patent.

The specifications and claim in every such case shall be sub-

ject to revision and restriction in the same manner as original

applications are. Every patent so reissued, together with the

corrected specifications, shall have the same effect and opera-

tion in law, on the trial of all actions for causes thereafter

arising, as if the same had been originally filed in such cor-

rected form; but no new matter shall be introduced into the

specification, nor in case of a machine patent shall the model

or drawings be amended, except each by the other; but when

there is neither model nor drawing, amendments may be made

30 * Albany Steam Trap Co. v. Worthington, 76 Fed. 966; Hailes v. Al-

bany Stove Co., 123 U. S. 582; Collins Co. v. Coes, 130 U. S. 56; Carnegie

Steel Co. v. Cambria Iron Co., 185 U. S. 403.

sos R. S. 4916.

Such failure to claim all that the invention included can be
corrected only by a reissue such as the statute provides for. 305
This provision is, "Whenever any patent is inoperative or invalid, by reason of a defective or insufficient specification, or
by reason of the patentee claiming as his own invention or discovery more than he had a fight to claim as new, if the error
has arisen by inadvertence, accident, or mistake, and without
any fraudulent or deceptive intention, the Commissioner shall,
on the surrender of such patent an~ the payment of the duty
required by law, cause a new patent for the same invention,
and in accordance with the corrected specification, to be issued
to the patentee, or, in case of his death or of an assignment
of the whole or any undivided part of the original patent, then
to his executors, administrators, or assigns, for the unexpired
part of the term of the original patent. Such surrender shall
take effect upon the issue of the amended patent. The Commissioner may, in his discretion, cause several patents to be
issued for distinct and separate parts of the thing patented,
upon demand of the applicant, and upon payment of the required fee for a reissue for each of such reissued letters patent.
The specifications and claim in every such case shall be subject to revision and restriction in the same manner as original ·
applications are. Every patent so reissued, together with the
corrected specifications, shall have the same effect and operation in law, on the trial of all actions for causes thereafter
arising, as if the same had been originally filed in such corrected form; but no new matter shall be introduced into the
specification, nor in case of a machine patent shall the model
or drawings be amended, except each by the other; but when
there is neither model nor drawing, amendments may be made
304 Albany Steam Trap Co. v. Worthington, 76 Fe<l. 966; Hailes v. Albany Stove Co., 123 U. S. 582; Collins Co. v. Coes, 130 U. S. 56; Carnegie
Steel Co. v. Cambria Iron Co., 185 U. S. 403.
305 R. s. § 4916.
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upon proof satisfactory to the Commissioner that such new

matter or amendment was a part of the original invention, and

was omitted from the specification by inadvertence, accident,

or mistake, as aforesaid."

It will be observed that this section provides for a reissue

only when an existing patent is "inoperative or invalid," by

reason of the deficiency in specification, etc. It does not, in

terms, cover the case of a patent which is perfectly valid and

effective, but which, because of the mistake in specification,

etc., does not give the patentee all of the protection which he

might have had if he had properly claimed it. The right to

a reissue originated, however, prior to any specific statutory

provision, as a judicial interpretation of the spirit of the law

as a whole. This appears in the case of Grant v. Raymond. 306

Grant had secured a patent which, through inadvertency, was

so vague and inaccurate in its specification as to be ineffective.

On discovering this he petitioned the Secretary of State to

issue a new patent, containing a correct description of his in-
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vention and a valid claim which should protect him for the

unexpired part of his term, and to cancel the old patent. This

the Secretary did although no part of the Patent Statute spe-

cifically authorized it. Grant then sued Raymond for in-

fringement of his reissued patent, and the defense was that

there was no authority for the second, the corrected patent,

and that it was void. A number of very practical objections

to even authorized reissue were also raised. The court held,

however, that although there was no specific authority, the

reissued patent was good. Chief Justice Marshall, in deliver-

ing the opinion, said, "If the mistake should be committed in

the. department of state, no one would say that it ought not to

be corrected. All would admit that a new patent, correcting

the error, and which would secure to the patentee the benefits

which the law intended to secure, ought to be issued. And yet

the act does not in terms authorize a new patent, even in this

case. Its emanation is not founded on the words of the law,

but is indispensably necessary to the faithful execution of the

306 6 Peters 218 (1832).

upon proof satisfactory to the Commissioner that such new
matter or amendment was a part of the original invention, and
was omitted from the specification by inadvertence, accident,
or mistake, as aforesaid. '
It will be observed that this section provides for a reissue
only when an existing patent i:s "inoperative or invalid," by
reason of the deficiency in specification, etc. It does not, in terms, cover the case of a patent which is perfectly valid and
effective, but which, because of the mistake in specification,
etc., does not give the patentee all of the protection which he
might have had if he had properly claimed it. The right to
a reissue originated, however, prior to any specific statutory
provision, as a judicial interpretation of the spirit of the law
as a whole. This appears in the case of Grant v. Raymond. 306
Grant had secured a patent which, through inadvertency, was
so vague and inaccurate in its specification as to be ineffective.
On discovering this he petitioned the Secretary of State to
issue a new patent, containing a correct description of his invention and a valid claim which should protect him for the
unexpired part of his term, and to cancel the old patent. This
the Secretary did although no part of the Patent Statute spe~
cifically authorized it. Grant then sued Raymond for infringement of his reissued patent, and the defense was that
there was no authority for the second, the corrected patent,
and that it was void. A number of very practical objections
to even authorized reissue were also raised. The court held,
however, that although there was no specific authority, the
reissued patent was good. Chief Justice Marshall, in delivering the opinion, said, "If the mistake should be committed in
the .department of state, no one would say that it ought not to
be corrected. All would admit that a new patent, correcting
the error, and which would secure to the patentee the benefits
which the law intended to secure, ought to be issued. And yet
the act does not in terms authorize a new patent, even in this
case. Its emanation is not founded on the words of the law,
but is indispensably rn:cessary to the faith£ ul execution of the
306

6 Peters 218 ( 1832).
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solemn promise made by the United States. Why should not
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the same step be taken for the same purpose, if the mistake

has been innocently committed by the inventor himself? . ,,

The great object and intention of the act is to secure to the

public the advantages to be derived from the discoveries of

individuals, and the means it employs is the compensation

made to those individuals for the time and labor devoted to

these discoveries, by the exclusive right to make, use and sell,

the things discovered for a limited time. That which gives

complete effect to this object and intention, by employing the

same means for the correction of inadvertent error which are

directed in the first instance, cannot, we think, be a departure

from the spirit and character of the act. . . . The communi-

cation of the discovery has been made in pursuance of law,

with the intent to exercise a privilege which is the considera-

tion paid by the public for the future use of the machine. If,

by an innocent mistake, the instrument introduced to secure

this privilege fails in its object, the public ought not to avail
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itself of this mistake, and to appropriate the discovery with-

out paying the stipulated consideration. The attempt would

be disreputable in an individual, and a court of equity might

interpose to restrain him." 307

The original patent in that case appears to have been actu-

ally inoperative and ineffective to give any protection. But

the reasoning on which the court proceeded would equally well

sustain the correction of a patent which, while in fact opera-

tive, did not protect the inventor as fully as his invention en-

titled him to be protected. And the courts do extend it to

just such cases. Thus in Wilson v. Coon 308 it was contended

that the reissued patent was void because the original was in

307 The court also answers the practical objections that to allow a reissue

for mistake would vest judicial power in the Secretary of State, and that

the reissue would retroact upon persons who had lawfully taken ad-

vantage of the failure to protect the invention. That a reissue may be

granted to correct a mistake of the Patent Office itself, as suggested in

Grant v. Raymond, see, Railway Register Co. v. Railroad Co., 23 Fed.

593. In Hobbs v. Beach, 180 U. S. 383, a reissue was allowed to correct

a mistake, not in the specification but in the drawings.

3086 Fed. 611.

solemn promise made by the United States. Why should not
the same step be taken for the same purpose, if the mistake
has been innocently committed by the inventor himself? . . .
The great object and intention of the act is to secure to the
public the advantages to be derived from the discoveries of
individuals, and the means it employs is the compensation
made to those individuals for the time and labor devoted to
these discoveri~s, by the exclusive right to make, use and sell,
the things discovered for a limited time. That which gives
complete effect to this object and intention, by employing the
same means for the correction of inadvertent error which are
direc..ted in the first instance_, cannot, we think, be a departure
from the spirit and character of the act. . . . The communication of the discovery has been made in pursuance of law,
with the intent to exercise a privilege which is the consideration paid by the public for the future use of the machine. If,
by an innocent mistake, the instrument introduced to secure
this privilege fails in its object, the public ought not to avail
itself of this mistake, and to appropriate the discovery without paying the stipulated consideration. The attempt would
be disreputable in an individual, and a court of equity might
interpose to restrain him." 307
The original patent in that case appears to have been actually inoperative and ineffective to give any prote~tion. But
the reasoning on which the court proceeded would equally well
sustain the correction of a patent which, while in fact operative, did not protect the inventor as fully as his invention entitled him to be protected. And the courts do extend it to
just such cases. Thus in Wilson v. Coon 308 it was contended
that the reissued patent was void because the original was in
301 The court also answers the practical objections that to allow a reis ue
for mistake would vest judicial power in the Secretary of State, and that
the reissue would retroact upon persons who had lawfully taken advantage of the failure to protect the invention. That a reissue may be
granted to correct a mistake of the Patent Office itself, as suggested in
Grant v. Raymond, see, Railway Register Co. v. Railroad Co., 23 Fed.
593. In Hobbs v. Beach, 180 U. S. 383, a reissue W'.lS allowed to correct
a mistake, not in the specification but in the drawings.
308 6 Fed. 6n.
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fact valid and operative. But the court rejected the proposi-

tion, saying, "a patent may be inoperative from a defective or

insufficient description, because it fails to claim as much as

was really invented, and yet the claim may be a valid claim,

sustainable in law, and there may be a description valid and

sufficient to support such claim. In one sense such patent is

operative and is not inoperative. Yet it is inoperative to ex-

tend to or claim the real invention, and the description may

be defective or insufficient to support a claim to the real in-

vention, although the drawings and model show the things in

respect to which the defect or insufficiency of description ex-

ists, and show enough to warrant a new claim to the real in-

vention. It can never be held, as it never has been held, in a

case where the point arose for decision; that a patent can not

be reissued where a suit could be sustained on the specifica-

tion and claim as they are." 309

INADVERTENCE, ACCIDENT, OR MISTAKE are essential in the

justification for a reissue. The whole theory of a reissue is
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the correction of such an error only. If the inventor has_de-

liberately omitted matter \vhich he knew belonged in his speci-

fication and claim, he will be presumed to have intended not

to clairnjt and to have abandoned it to the public. 310 "A clear

mistake, inadvertently committed, in the wording of the claim

is necessary.'" 311 What amounts to inadvertence or mistake

depends upon the circumstances. It should be noted however

that the question will be much more strictly examined when

the attempt is to expand the claim (as discussed in the follow-

309 "TO justify a reissue it is not necessary that the patent should be

wholly inoperative or invalid. It is sufficient if it fail to secure to the

patentee all of that which he has invented and claimed," Hobbs v. Beach,

180 U. S. 383, 394; Miller v. Brass Co., 104 U. S. 350; American etc. Co.

v. Porter, 232 Fed. 456.

310 For further discussion of this point see the topic Abandonment.

311 Parker, etc. Co. v. Yale Clock Co., 123 U. S. 87, 103 ; "Where it is

apparent on the face of the patent, or by contemporary records, that no

such inadvertence, accident, or mistake, as claimed in a reissue of it,

could have occurred, an expansion of the claim cannot be allowed or sus-

tained," James v. Campbell, 104 U. S. 356, 371 ; Stafford Co. v. Coldwell

Co., 202 Fed. 744. See also the cases cited in the following paragraphs.

fact valid and operative. But the court ~ejected the proposition, saying, "a patent may be inoperative from a defective or
insufficient description, because it fails to claim as much as
was really invented, and yet the claim may be a valid claim,
sustainable in law, and there may be a description valid and
sufficient to . support such claim. In one sense such patent i's
operative and is not inoperative. Yet it is inoperative to extend to or daim the real invention, and the description may
be defective or insufficient to support a claim to the real invention, although the drawings and model show the things in
respect to which the defect or insufficiency of description exists, and show enough to warrant a new claim to the real invention. It can never be held, as it never has been held, in a
case where the point arose for decision; tliat a patent can not
be reissued where a suit could be sustained on the specifica·
tion and claim as they are." 309
INADVERTENCE, ACCIDENT, OR MISTAKE are essential in the
justification for a reissue. The whole theory of a reissue is
the correction of such an error only. If the inventor has deonged in his speciliberately omitted matter which he .knew
ficat10n an·d claim, he will be presumed . 0 ave mten ea not
to claim it and to have aban onea 1t to the public. 310 "A clear
mistake, inadvertently committed, in the wording o.f the claim
is necessary. " 311 What amounts to inadvertence or mistake
depends upon the circumstances. It should be noted however
that the question will be much more strictly examined when
the attempt is to expand the claim (as discussed in the follow309 "To justify a reissue it is not necessary that . the patent should be
wholly inoperative or invalid. It is sufficient if it fail to secure to the
patentee all of that which he has invented and claimed," Hobbs v. Beach,
l8o U. S. 383, 394; Miller v. Brass Co., 104 U. S. 350; American etc. Co.
v. Porter, 232 Fed. 456.
3lO For further discussion 0£ this point see the topic Abandonment.
311 Parker, etc. Co. v. Yale Clock Co., 123 U. S. 87, 103; "Where it is
apparent on the face of the patent, or by .contemporary records, that no
such inadvertence, accident, or mistake, as claimed in a reissue of it,
could have occurred, an expansion of the claim cannot be allowed or sustained," James ·V. Campbell, 104 U. S. 356, 371; Stafford Co. v. Coldwe11
Co., 202 Fed. 744. See also the cases cited in the following paragraphs.
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ing paragraphs) than when it is only to perfect, without broad-
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ening, an existing patent. 312

It seems to be a generally accepted rule that courts will not

review the decision of -the Commissioner of Patents that the

defect was in fact the result of mistake and inadvertence, if

the purpose of the reissue is only to perfect the protection

which the original purported to grant and not to enlarge the

scope of the protection. There is a great deal of conflict and

more confusion upon the question of review. Many cases say

specifically that the Commissioner's finding of mistake, etc.,

will not be reviewed; many more say that, on one ground or

another, it will be reviewed. So far as the confusion can be

cleared at all, the weight of opinion seems to be that where the

reissue does not give any wider scope of protection than the

original claimed, the decision will not be reviewed ; but if the

reissue enlarges the claimed protection the courts will review

the question of mistake, etc., if there seems to be any real

douBt of lhe~matter. 313
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PURPOSE OF REISSUE. The statute authorizes a reissue only

in cases where the specification is defective or insufficient, or

the claim is for more than the inventor is entitled to. But the

reasoning of the decision in Grant v. Raymond, supra, that a

reissue might be had independently of statute, justifies it for

purposes other than those stated in the statute. It has be-

come a settled rule that reissues may be had for the purpose

of expanding original patents which, through mistake and in-

advertence, claimed less than the inventor was entitled to. "If

a patentee who has no corrections to suggest in his specifica-

tion except to make his claim broader and more comprehen-

312 As to what constitutes mistake, etc., see Autopiano Co. v. American

Player Co., 222 Fed. 276; Morey v. Lockwood, 8 Wall. 230; James v.

Campbell, 104 U. S. 356; Yale Lock Co. v. James, 125 U. S. 477; American

etc. Co. v. Porter, 232 Fed. 456; Money weight Co. v. Toledo Scale Co.,

187 Fed. 826.

sis "This court will not review the decision of the Commissioner upon

the question of inadvertence, accident or mistake, unless the matter is

manifest from the record," Hobbs v. Beach, 180 U. S. 383, 395, quoting

from ToplifT v. Topliff, 145 U. S. 156, 171; Mahn v. Harwood, 112 U. S.

354-

ing paragraphs) thap when it is only to perfect, without broadening, an existing patent. 312
It seems to be a generally accepted rule that courts will not
review the dec1 · of· the Commissioner of Patents that the
d feet w s U?. fact the result of mistake and inadvertence, if
the pur ose of the reissue is only to pe
ction
which the original purported to grant and not to enlarge the
scope of the protection. There is a great deal of conflict and
more confusion upon the question of review. Many cases say
specifically that the Commissioner's finding of mistake, etc.,
will not be reviewed; many more say that, on one ground or
another, it will be reviewed. So far as the confusion can be
cleared at all, the weight of opinion seems to be that where the
reissue does not ive any wider scope of protection than the
ori inal claimed, the decision will not be reviewed; but jf the
reissue enlarges the claimed protection the courts will review
the question of mistake etc. if there seems to be any real
oubt of the matter. 313
PURPOSE OF REISSUE. The statute authorizes a reissue only
in cases where the specification is defective or ins~fficient, or
the c aim is for more than t e inventor is ent1t e o.
ut the
reasoning o
e ec1s10n in Grant v. Raymon , supra, that a
reissue might be had independently of statute, justifies it for
purposes other than those stated in the statute. It has become a settled rule that reissues may be had for the purpose
of expanding original patents which, through mistake and inadvertence, claimed less than the inventor was entitled to. "If
a patentee who has no corrections to suggest in his specification except to make his claim broader and more comprehen312 As to what constitutes mistake, etc., see Autopiano Co. v. American
Player Co., 222 Fed. 276; Morey v. Lockwood, 8 Wall. 230; James .
Campbell, 104 U. S. 356; Yale Lock Co. v. James, 125 U. S. 477; American
etc. Co. v. Porter, 232 Fed. 456; Moneyweight Co. v. Toledo Scale Co.,
187 Fed. 826.
313 "This court will not review the decision of the Commissioner upon
the question of inadvertence, accident or mistake, unless the matter is
manifest from the record," Hobbs v. 13·each, l8o U. S. 383, 395, quoting
from Topliff v. Topliff, 145 U. S. i56, 171 ; 'Mahn v. Harwood, l 12 U. S.

354.
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sive, uses due diligence in returning to the Patent Office, and

says, 'I omitted this/ or, 'my solicitor did not understand that,'

his application may be entertained, and, on a proper showing,

correction may be made." 314

It is this right to have a reissue for the purpose of enlarging

the scope of protection afforded, as well as for perfecting that

originally claimed, which has caused much of the confusion

of statement in regard to reissues. If the original patent actu-

ally claimed a certain breadth of protection, but the specifica-

tion upon which the claim was based was inaccurate, or de-

scribed so much as to be vague, or had some such defect, there

could not be the objection, and the necessity for close scrutiny

in allowing a reissue, that there would be if the patentee were

trying to secure something which he did not even attempt to

claim in the original. In the latter case the courts will scrutin-

ize the grounds for the reissue most carefully. To quote fur-

ther from Miller v. Brass Co. 315 -"We think it clear that it

was not the special purpose of the legislation on this subject
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to authorize the surrender of patents for the purpose of re-

issuing them with broader and more comprehensive claims,

although, under the general terms of the law, such a reissue

may be made where it clearly appears that an actual mistake

has inadvertently been made. But by a curious misapplication

of the law it has come to be principally resorted to for the

purpose of enlarging and expanding patent claims. And the

evils which have grown from the practice have assumed large

proportions. Patents have been so expanded and idealized,

years after their first issue, that hundreds and thousands of

mechanics and manufacturers, who had just reason to suppose

that the field of action was open, have been obliged to dis-

314 Miller v. Brass Co. 104 U. S. 350, 352; Topliff v. Topliff, 145 U. S.

156, 170; while it is clear that a reissue for the purpose of broadening

claims would be permissible on the authority of Grant v. Raymond, supra,

and this seems the real authority, the case of American etc. Co., v. Porter,

232 Fed. 456, brings such a re-issue under the statute by saying that

"specification" includes "claim" and therefore a too limited claim is an

"insufficient specification."

315 104 U. S. 350.

sive, uses due diligence in returning to the Patent Office, and
says, 'I omitted this,' or, 'm solicitor did not understand that,'
his application may be entertained, and, on a pr.aper showing,
correction may be made. " 314
. It is this right to have a reissue for the purpose of enlarging
the scope of protection afforded, as well as for perfecting that
originally claimed, which has caused much of the confusion
of statement in regard to reissues. If the original patent actually claimed a certain breadth of protection, but the specification upon which the claim was based was inaccurate, or described so much as to be vague, or had some such defect, there
could not be the objection, and the necessity for close scrutiny
in allowing a reissue, that the~e would be if the patentee were
trying to secure something which he did not even attempt to
claim in the original. In the latter case the courts will scrutinize the grounds for the reissue most carefully. To quote further from Miller v. Br-ass Co. 315 . "We think it clear that it
was not the special purpose of the legislation on this subject
to authorize the surrender of patents for the purpose of reissuing them with broader and more comprehensive claims,
although, under the general terms of the law, such a reissue
may be made where it clearly appears that an actual mistake
has inadvertently been made. But by a curious misapplication
of the law i~ has come to be principally resorted to for the
pu~pose of enlarging and expanding patent claims. And the
evils which have grown from the practice have assumed large
proportions. Patents have been so expanded and idealized,
years after their first issue, that hundreds and thousands of
mechanics and manufacturers, who had just reason to· suppose
that the field of action was open, have been obliged to dis3 14

Miller v. Brass Co. 104 U. S. 350, 352; Topliff v. Topliff, 145 U. S.
156, 170; while it is clear that a reissue for the purpose of broadening
claims would be permissible on the authority of Grant v. Raymond, supra,
and this seems the real authority, the case of American etc. Co., v. Porter,
232 Fed. 456, brings such a re-issue under the statute by saying that
"specification" includes "claim" and therefore a too limited claim is an
"insufli<;ient specification."
315 104 u. s. 350.
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continuing them. Now whilst, as before stated, we do not

deny that a claim may be enlarged in a reissued patent, we

are of opinion that this can only be done when an actual mis-

take has occurred; not from a mere error of judgment (for

that may be rectified by appeal), but a real bona fide mistake,

inadvertently committed; such as a Court of Chancery, in

cases within its ordinary jurisdiction, would correct. Reissues

for the enlargement of claims should be the exception and not

the rule."

THE REISSUE M^JST BE FOR THE SAME INVENTION as the

original. " It is not a new patent, but a correction of one al-

ready issued w^h'.ch did not protect the invention for which it

was issued. "Two leading and imperative requirements stand

in the path of a reissue ; First, that the error must have arisen,

'by inadvertence, accident, or mistake' ; and, second, that the

new patent is to be for the 'same invention/ Consequently,

it must appear, in some manner provided by law, that the in-
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vention for which the reissue is granted was in the contempla-

tion of the patentee at the outset. . . ," 316

That the new matter claimed in the reissue was really a part

of the original invention must be shown, said the same court,

by "clear and positive proof, in harmony with the universal

rules of equity net to disturb the existing status except by

proof of that character. No mere inferences can take the

place of such proof. Ordinarily, what is called for by the

words 'same invention' should appear in some way on the face

of the original patent, and it cannot be gathered from mere

inferences or suggestions with reference to what the patentee

might or might not have conceived." To determine just what

was the scope of the original invention, beyond what was origi-

nally claimed^ is an extremely difficult proposition. The nat-

ural tendency of the human mind is to look at any invention

in the light of later progress, and to ascribe to an inventor

that which to later and more completely educated minds seems

316 Stafford Co. v. Coldwell Co., 202 Fed. 744 ; McDowell v. Ideal Con-

crete Co., 187 Fed. 814; Parker v. Yale Clock Co., 123 U. S. 87, citing

much authority.

continue their employments, or to pay an enormous tax for
continuing them. Now whilst, a · before stated, we do not
deny that a claim may be enlarged in a reissued patent, we
are of opinion that thi can only be done when an actual mistake ha occurred; not from a mere error of judgment (for
that may be rectified by appeal), but a real bona fide mistake,
inadvertently committed· such as a Court of Chancery, in
cases within its ordinary jurisdidion, would correct. Reissues
for the enlargement of claims should be the exception and not
the rule.''
..BE FOR THE SAME INVENTION as the
THE REI s
patent but a correction of one aloriginal. · It is no
ready is ued wh~ch did not protect the invention for vJhich it
was issued. "Two leadin and imperative requirements stand
in the path of a reissue; First, that the error must have arisen,
'b inadvertence accident, or mistake'; and, second, that the
the ' ame 'nvenf n.' Consequently,
new paten · to
it must appear, in some manner provided by law, that the invention for which the reissue is granted was in the contempla..:
tion of the patentee at the outset. . . . " 316
That the new matter claimed in the reissue was really a part
of the original invention mvst be hown, said the same court,
by "clear and positive proof, in harmony with the universal
- rules of equity not to disturb the existing statu except by
proof of that character. No mere inference can take the
place of such proof. Ordinarily, ~hat is called for by the
words 'same invention' should appear in some way on the face
of the original patent, and it cannot be gathered from mere
inferences or suggestions with reference to what the patentee
might or might not have conceived. ' To determine just what
was the scope of the oriainal invention beyond what was originally claimed~ i an extremely difficult propo ition. The nattJral tendency of the human mind i to look at any invention
in the light of later progress, and to ascribe to an inventor
that which to later and more completely educated minds seems
ai Stafford Co. v. Coldwell Co., 202 F d. 744 · McDowell v. Ideal Concrete Co., 187 Fed. 814; Parker v. Yale Clock Co., 123 U. S. 87, citing
much authority.
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so obvious that he could not but have known it. The inventor

himself is still more inclined to believe that he knew and fore-

saw at the time of his invention all that subsequent experience

has taught him. Therefore, "if enlargement is to come, not

from evidence contained in the original patent (or in the pro-

ceedings to obtain it), but from what the inventor subsequently

says (truthfully or untruthfully) was in his mind prior to

filing the original application, a region of danger, of tempta-

tion to fraud and deception, would be opened wide. . . ." ?17

The statement of the court first quoted is, that "ordinarily" all

that is covered by the reissue "should appear in some way on

the face of the original patent." While there are a number of

decisions which do not absolutely require this, the later Su-

preme Court decisions refuse to allow any claim in a reissue,

the substance of which is not at least shadowed in the original

application. 318 A real workable understanding of what the

317 M'Dowell v. Ideal etc. Co., 187 Fed. 814, 821.

318 A full discussion of this matter is found in Parker v. Yale Clock
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Co. 123 U. S. 87; Yale Lock Co. v. James, 125 U. S. 447; "If the claims of

the reissue are limited, as they must be, to the specific mechanism de-

scribed in the specification . . ." Electric Gas Co. v. Boston Elec. Co.,

139 U. S. 481, 503; Freeman v. Asmus, 145 U. S. 226; "It is settled by

the authorities that to warrant new and broader claims in a reissue, such

claims must not be merely suggested or indicated in the original specifi-

cation, drawings or models, but it must further appear from the original

patent that they constitute parts or portions of the invention which were

intended or sought to be covered or secured by such original patent. It

is also settled by the authorities that in applications for reissue the patentee

is not allowed to incorporate or secure claims covering or embracing

what had been previously rejected upon his original application," Corbin

Lock Co. v. Eagle Co., 150 U. S. 38, 42; American etc. Co. v. Porter,

232 Fed. 456, "The further and last statutory condition is that the reissue

must be for "the same invention." It is true that, for purposes of de-

termining infringement, the identity of the patented invention is fixed by

the claims ; but to apply the same test to identity of invention as between

original and reissue loses sight of the difference between the real inven-

tion and the originally patented invention, and unless there is such a dif-

ference, there is no occasion for reissue. To recognize that difference

and permit it to be corrected is the whole purpose of the reissue statute;

and so it seems quite destructive of the statute to assume that the identity

of the actual invention is permanently declared and fixed by the form

so obvious that he could not but have known it. The inventor
himself is still more inclined to believe that he knew and foresaw at the time of his invention all that subsequent experience
has taught him. Therefore, "if enlargement is to come, not
from evidence contained in the original patent (or in the proceedings to obtain it)' but from what the inventor subsequently
says (truthfully or untruthfully) was in his mind prior to
filing the original application, a region of danger, of temptation to fraud and deception, would be opened wide . . . . "~
The statement of the·cou!t first quoted is, that "ordinarily'~ all
that is covered by the reissue "should appear in some · way on
the face of the original patent." While there are a number of
decisions which do not absolutely require this, the later Supreme Court decisions ref use to allow any claim in a reissue,
the substance of which is not at least shadowed in the original
application. 318 A real -workable understanding of what the
17

.
.
M'Dowell v. Ideal etc. Co., 187 Fed. 814, 821.
318 A full · discussion of this matter is found in Parker v. Yale Clock
Co. 123 U. _S. 87; Yale Lock Co. v. James, 125 U. S. 447; "If the claims of
the reissue are limited, as they must be, to the specific mechanism described in the specification ... " Electric Gas _Co. v. Boston Elec. Co.,
139 U. S. 481, 503; Freeman v. Asmus, 145 U. S. 226; "It is settled by
the authorities that to warrant new and broader claims in a . reissue, such
claims must not be merely suggested or indicated in the original specification~ drawings or models, but it must further appear from the original
patent that they constitute parts or portions of the invention which were
. intended or sought to be covered or secured by such original patent. It
is also settled by the authorities that in applications for reissue the patentee
is not allowed to incorporate or secure claims covering or embracing
what had been previously rejected upon his original application," Corbin
Lock Co. v. Eagle Co., 150 U. S. 38, 42; American etc. Co. v. Porter1
232 Fed. 456, ''The further and last statutory condition is that the reissue
must be for "the same invention." It is true that, for purposes of determining infringement, the identity of the patented invention is. fixed by
the claims; but to apply the same test to identity of invention as between
original and reissue loses sight of the difference between the real invention and the originally patented invention, and · unless there is such a difference, there is · no occasion for reissue. To recognize that difference
and permit it to be corrected is the whole purpose of the reissue statute;
and so it seems quite destru€tive of the statute to assume that the identity
of the actual invention is permanently declared and fixed -by the , form
317
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can be had only in study and comparison of the cases them-

selves, much more fully than can be set out in a text book. The

presumption is in favor of the validity of the reissue, as it is

in favor of the validity of any patent, and the original must

be introduced in evidence as the basis of an attack. 319

THE TIME WITHIN WHICH A REISSUE MUST BE ASKED is not

limited by the statute in any way, although of course there

would be^iT>-porririn a reissue after the term of the original

had expired. Where the reissue is sought- for the purposes

specified in the statute, namely, to correct a defective or in-

sufficient specification, or to narrow the claim, there could be

no real objection to its being granted at any time. 320 But as we

have seen, the right to a reissue for the purpose of broadening

a claim appears to be founded on judicial interpretation of the

general law, not on specific statute. There might well be ob-

jection to broadening a patent after the lapse of time; and the

same judicial authority which inaugurates the right can of
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course limit it. The Supreme Court, accordingly, has limited

the time, within which a reissue for the purpose of broaden-

ing claims may be had, to what is reasonable under all the cir-

cumstances. In Miller v. Brass Co., 321 the court says, "Re-

issues lor the ejjlagement of claims should be the exception

and not-4h~rie. And when, if a claim is too narrow,' that

is, if it does not contain all that the patentee is entitled to,

the defect is apparent on the face of the patent, and can be dis-

which the original claims are inadvertently allowed to take. In the same

way as with reference to mistake, the question of identity is submitted to

the Patent Office, and for the same reason its conclusion is to be taken

as prima facie right. The last sentence of section 53 even permits the

Patent Office, in certain cases, to go entirely outside the record to de-

termine what the original invention was. It follows that only when it is

clear that the reissue is not for the same invention are the courts justified

in reaching that conclusion ; and we take this to be the rule of the decis-

ions hereinafter cited."

319 Seymour v. Osborne, n Wall. 516; Second reissue may be compared

directly with the original, Hoskin v. Fisher, 125 U. S. 217; But cf. post.

320 Accord, Sewing-Machine Co. v. Frame, 24 Fed. 596.

* 104 U. S. 350.

courts will recognize as indicated in the original application,
can be had only in study and comparison of the cases themselves, much more fully than can be set out in a text book. The
presumption is in favor of the validity of the reissue, as it is
in favor of the validity of any .patent, and the original must
be introduced in evidence as the basis of an attack. 319
THE TIME WITHIN WHICH A REISSUE MUST BE ASKED is not
limited by the statute in any way, although of course there
would be
· m a reissue after the term of the original
~
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sooght- for th
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had expired. W ere t
·n the statute, namely, to correct a defective or inspecifi
sufficient specification, or to narrow the claim, there could be
no real obj ec ion to its being granted at any time. 320 But as we
have seen, the rig&t to a reissue for the purpose of broa ening
a claim a ears to oe founded on judicial mterpretation of the
gener~law, not on specific statu.te. There might well be objection to broadening a patent after the lapse of time; and the
same judicial authority which inaugurates the rigpt can of
course limit it. The Supreme Court, accordingly, ha·s limited
the time, within which a reissue for the purpose of broadening claims may be had, to what is reasonable under all the circumstances. In Miller v. Brass Co., 321 the court says, "Re~f.4.F-th
ement of claims hould be the exception
rule. And when, if a claim is too narrow,.--that
an
is, if it does not contain all that the patentee is entitled to,the defect is apparent on the face of the: patent, and can .be diswhich the original claims are inadvertently allowed to take. In the same
way as with reference to mistake, the question of identity is submitted to
the Patent Office, and for the same reason its conclusion is to be taken
as prima facie right. The last sentence of section 53 even permits the
Patent Office, in certain cases, to go entirely outside the record to determine what the original invention was. It follows that only when it is
clear that the reissue is not for the same invention are the courts justified
in reaching that conclusion; and we take this to be the rule of the decisions hereinafter cited."
319 Seymour v. Osborne, II Wall. 516; Second reissue may be compared
directly with the original, Hoskin v. Fisher, 125 U. S. 217; But cf. post.
a20 Accord, Sewing-Machine Co. v. Frame, 24 Fed. 596.
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covered as soon as that document is taken out of its envelope

and opened, there can be no valid excuse for delay in asking

to have it corrected. Every independent 'inventor, every me-

chanic, every citizen, is affected by such delay, and by the issue

of a new patent with a broader and more comprehensive claim.

The granting of a reissue for such a purpose, after an un-

reasonable delay, is clearly an abuse of the power to grant re-

issues, and may justly be declared illegal and void. It will not

do for the patentee to wait until other inventors have pro-

duced new forms of improvement, and then, with the -new

light thus acquired, under pretence of inadvertence and mis-

take, apply for such an enlargement of his claim as to make

it embrace these new forms. Such a process of expansion

carried on indefinitely, without regard to lapse of time, would

operate most unjustly against the public, and is totally un-

authorized by the law. In such a case, even he who has rights,

and sleeps upon them, justly loses them. The correction of a

patent by means of a reissue, where it is invalid or inoperative
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for want of a full and clear description of the invention, can-

not be attended with such injurious results as follow from

the enlargement of the claim. And hence a reissue may be

proper in such cases, though a longer period has elapsed since

the issue of the original patent. But in reference to reissues

made for the purpose of enlarging the scope of the patent,

the rule of laches should be strictly applied ; and no one should

be relieved who has slept upon his rights, and has thus led the

public to rely on the implied disclaimer involved in the terms

of the original patent. And when this is a matter apparent

on the face of the instrument, upon a mere comparison of the

original patent with the reissue, it is competent for the courts

to decide whether the delay was unreasonable, and whether the

reissue was therefor contrary to law and void." 322

Since the matter depends upon circumstance, it is obvious

that there can be no arbitrary length of time after which the

right to a reissue will be automatically lost. A rule of pre-

322 Reiterated, Mahn v. Harwood, 112 U. S. 354.

covered as soon as that document is taken out of its envelope
and opened, there can be no valid excuse for delay in asking
to have it corrected. Every independent "inventor, every mechanic, every citizen is affected by such delay, .and by the issue
of a new patent with a broader and more comprehensive claim.
The granting of a reissue for such a purpose, after an unreasonable delay, is clearly an abuse of the power to grant reissues, and may justly be declared illegal and void. It will not
do for the patentee to wait until other inventors have produced new forms of improvement, and then, with the· new
light thus acquired, under pretence of inadvertence and mistake, apply for such an enlargement of his claim as to make
it embrace these new forms. Such a process of expansion
carried on indefinitely, without regard to lapse of time, would
operate most unjustly against the public, and is totally ·unauthorized by the law. In such a case, even he who has rights,
and sleeps upon them, justly loses them. The correction of a
patent by means of a reissue, where it is invalid or inoperative
for want of a full and clear descripti.on of the invention, cannot be attended with such injurious results as · follow from
the enlargement of the claim. And hence a reissue may be
proper in such cases, though a longer period has elapsed since'
the issue of the original patent. But in reference to reissues
made for the purpo e of enlarging the scope of the patent,
the rule of !aches should be strictly applied; and no one should
be relieved who has slept upon his rights, and has thus led the
public to rely on the implied disclaimer involved in the terms
of the original patent. And when this is a matter apparent
on the face of the instrument, upon a mere comparison of the
original patent with the reissue, it is competent for the courts
to decide whether the delay was unreasonable, and whether the
reissue was therefor contrary to law and void. " 322
Since the matter depends upon circumstance, it is obvious
that there can be no arbitrary length of time after which the
right to a reissue will be automatically lost. A rule of prea22 Reiterated, Mahn v. Harwood,
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sumption was stated, however, in Topliff v. Topliff, 323 as fol-
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lows : ''due diligence must be exercised in discovering the mis-

take in the original'patent, and, if it be sought for the pur-

pose of enlarging the claim, the lapse of two years will ordi-

narily, though not always, be treated as evidence of an aban-

donment of the new matter to the public to the same extent

that a failure by the inventor to apply for a patent within two

years from the public use or sale of his invention is regarded

by the statute as conclusive evidence of an abandonment of the

invention to the public." 324 But while it thus appears that the

presumption of invalidity does not begin to run until two years

have passed, a much shorter time than this may demonstrate

such unjustified delay as will bar the right to a reissue. 321

THE INVENTIVE QUALITY of the matter covered by the re-

issue will, as in the case of all inventions, be considered as of

S23 145 U. S. 156, 171.

324 "Where a reissue expands the claims of the original patent, and it

appears that there was a delay of two years, or more, in applying for it,
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the delay invalidates the reissue, unless accounted for and shown to be

reasonable." Hoskin v. Fisher, 125 U. S. 217, quoting Wollensak v Reiher,

115 U. S. g6; American, etc. Co. v. Porter, 232 Fed. 456. "By the issue of

a patent, the inventor dedicates to the public everything which he does not

"claim as his monopoly. Upon this dedication, the public has a right to rely,

and if members of the public devote time and money to the manufacture

sumption wa stated, however in Topliff v. Topliff, 323 a follows: due diligence must be exerci ed in di covering the mi taJke in the original· patent and if it be ought for the purpose of enla.rging the claim, the lap e of two year will ordinarily, though not always, be treated as evidence of an abandonment of the new matter to the public to the same extent
that a failure by the inventor to apply for a patent within two
years from the public u e or sale of his invention i regarded
by the statute as conclusive evidence of an abandonment of the
invention to the public. 324 But while it thu appears that the
presumption of invalidity does not begin to run until two years
have passed, a much shorter time than thi may demon trate
such unjustified delay as will bar the r.ight to a rei ue. 32 5
THE INVENTIVE QUALITY of the matter covered by the reissue will as in the case of all invention be con idered a of

of a device which the inventor has so dedicated, or to the devising, in-

venting and patenting of structures which embody such a feature, it may

be presumed that this is done upon the faith of the dedication ; and so

the inventor may not be permitted thereafter to enlarge his monopoly to

the prejudice of these new rights, even though, except for them, the

reissue would be permissible. The settled doctrine has come to be that

from a delay of more than two years, and in the absence of any sufficient

contrary evidence, these fatal intervening rights (public or private) will

be presumed; in the presence of less delay, they must be proved. But

see White v. Dunbar, 119 U. S. 47, 52, 7 Sup. Ct. 72, 30 L. Ed. 303, and

Milloy Co. v. Thompson Co. (C. C. A.) 148 Fed. 843, 847, "8 C. C. A. 533."

325 The authorities on the matter of time allowed are not as numerous

as they appear to be. In many cases in which it is said that too long a

time has been allowed to pass, it is specifically held that the reissue is

not for the same invention, and it would, therefore, have been invalid even

if applied for within two hours. Cf. Haines v. Peck, 26 Fed. 625.

As instance of what will excuse a long delay, see Whitcomb v. Coal

Co., 47 Fed. 658; Cf. Wollensak v. Sargent, 151 U. S. 221.

145 U. S. 156, 171.
"Where a reissue expands the claims of the original patent, and it
appear that there was a delay of two years, or more, in applying for it,
the delay invalidates the reissue, unless accounted for and shown to be
reasonable." Hoskin v. Fis.her, 125 U. S. 217, quoting Wollensak v Reiher,
II5 U. S. ~6; American etc. Co. v. Porter, 232 Fed. 456. "By the is ue of
a patent, the inventor dedicates to the public everythins which he does not
claim as his monopoly. Upon this dedication, the public has a right to rely,
and if members of the public devote time and money to the manufacture
of a device which the inventor ha so dedicated, or to the devising, inventing and patenting of structures which embody such a feature, it may
be presumed that this is done upon the faith of the dedication; and o
the inventor may not be permitted thereafter to enlarge hi monopoly to
the prejudice of the e . new rights,-even though, except for them, the
reissue would be permissible. The ettled doctrine has come to' be that
from a delay of more than two years, and in the absence of any sufficient
contrary evidence, these fatal intervening rights (public or private) will
be pre urned; in the presence of less delay, they must be proved. But
see White v. Dunbar, n9 U. S. 47, 52, 7 Sup. Ct. 72, 30 L. Ed. 303, and
Milloy Co. v. Thompson Co. ( C. C. A.) 148 Fed. 843, 847, 78 C. C. A. 533."
3 2 5 The authorities on the matter of time allowed are not a
numerou.
as they appear to be. In many cases in which it is said that too long a
time has been allowed to pass, it is spedfically held that the reissue i
not for the same invention, and it would, therefore, have been invalid even.
if applied for within two hour . Cf. Haines v. Peck, z6 Fed. 625.
A instance of what will excu e a long delay, see Whitcomb v. Coal
Co., 47 Fed. 658; Cf. Wollen ak v. Sargent, 151 U. S. 22r.
a.23
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the date of the invention. Since the reissue is only a correc-

tion of the original patent and covers only the original in-

vention, the date must be that of the original invention. Also

since the reissue is considered not as a new patent, standing

by itself, but as a correction of the old patent, the fact that

the device involved has been in public use or on sale more than

two years prior to the application for reissue does not neces-

sarily bar the reissue, as it would bar an original patent. That

fact will, however, have an important bearing on the question

of whether or not a reissue is lost through undue delay in ap-

plying for it. 326

6. AMENDMENT

When the defect is discovered before the patent has actu-

ally been issued, it may be corrected by amendment of the ap-

plication. There is no express provision of the statute upon

this subject, but it seems to follow as a matter of course. The

rules of practice of the Patent Office provide that 327 "the ap-

the date of the invention. Since the reissue is only a correction of the original patent and covers only the original invention, the date must be that of the original invention. Also
since the reissue is considered not as a new patent, standing
by itself, but as a correction of the old patent, the fact that
the device involved has been in public use or on sale more than
two years prior to the applica:tion for reissue does not necessarily bar the reissue, as it would bar an original patent. That
fact will, however, have an important bearing on the question
of whether or not a reissue is lost through undue delay in applying for ~t. 326

plicant has a right to amend before or after the first rejection
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or action; and he may amend as often as the examiner pre-

§ 6.

sents new references or reasons for rejecting." The rules also

AMENDMENT

provide when and how the amendment shall be made.

The patentee can not by amendment make the application

cover a different device than the one claimed in his original

application. He may so correct the description, or even add to

it as to make it cover the entire invention, but he can not de-

scribe what would amount to another invention. He is re-

stricted to the remedying of defects in the description thereof

and in the claims. 328

326 Grant v. Raymond, 6 Peters 218, 244 ; Stimpson v. Railroad Co., 4

How. 380; Coffield Co. v. Howe Co., 172 Fed. 668.

327 Rule No. 68. . '. .

328 Hobbs v. Beach, 180 U. 5. 383, 395 holding the defense that the

claims had been unlawfully expanded before issue of the patent not sus-

tained. Eagleton Mfg. Co. v. West, etc. Mfg. Co., in U. S. 490; Kirch-

berger v. Am. Acetylene Burner Co., 128 Fed. 599; Cleveland Foundry

Co. v. Detroit Vapor Stove Co., 131 Fed. 853; American Lava Co. v.

Steward, 155 Fed. 731.

When the defect
has ctuamendm
the a al been issued, it ay e co
plication. There is no express provision of the statute upon
this subject, but it seems to follow as a matter of course. The
rules of practice of the Patent Office provide that 327 "the applicant has a right to amend before or after the first rejection
or action; and he may amend as of ten as the examiner presents new references or reasons for rejecting." The rules also.
provide when and how the amendment shall be made.
The patentee can not by amendment make the application
cover a different device than the one claimed in his original
application. He may so correct the description, or even add to
it as to make it -cover the entire invention, but he can not describe what would amount t.o another invention. He is restricted to the remedying of defects in the deseription thereof
and in the claims. 32.8
326

Grant v. Raymond, 6 Peters 218, 244; Stimpson v. Railroad Co., 4
How. 38o; Coffield Co. v. Howe Co., 172 Fed. 668.
a21 Rule No. 68.
328
Hobbs v. Beach, 180 U. S. 383, 395-holding the defense that the
claims had been unlawfully expanded before issue of the patent not sustained. Eagleton Mfg. Co. v. West, etc. Mfg. Co., III U. S. 490; Kirchberger v. Am. Acetylene Burner Co., 128 Fed. 599; Cleveland Foundry
Co. v. Detroit Vapor Stove Co., 131 Fed. 853; American -Lava Co: v.
Steward, 155 Fed. 73!.
.
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If the change desired is such as would amount to the descrip-

Patents and Inventions ·

tion of another idea of means, a different invention, than the

If the change desired is such as would amount to the description of another idea of means, a different invention, than the
one actually though incompletely described and claimed, a new
application under oath must be made, as for a new and distinct
invention.

one actually though incompletely described and claimed, a new

application under oath must be made, as for a new and distinct

invention.

7. NEW APPLICATIONS

ABANDONED APPLICATIONS. All applications for a patent

must be completed so as to be ready for examination by the

Commissioner within one year from the time the application is

filed. 329 An application consists 330 of the petition, specifica-

tion, oath, fee of $15.00, and when required, drawings, model

7.

and specimen. It is not complete until all these parts are re-

NEW APPLICATIONS

ceived by the Patent ofHce. 331 If it is not so completed within

to the satisfaction of the Commissioner of Patents that such

delaywas unavoidable. 332

WHenthe application is completed, if it has been acted upon

unfavorably and the applicant has been notified thereof, it is
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his duty to take some further action to secure his patent. If

he fails to prosecute his application within one year from the

date of the adverse action 333 he is presumed to have abandoned

it ji^MiS J n ragp Pf ffJJh-irp to ynrnpjptp it.

The right to a patent may be abandoned to the public by the

inventor regardless of his actions in respect to securing a

patent. Such abandonment ' is a matter of his real intent as

evinced by his conduct. The abandonment of an application,

and consequent possible loss of his patent, is quite another

matter, in that it has nothing whatever to do with his real

329 R. S. 4894. Until amendment of 1897 the time limit was 2 years.

33 Rule No. 30.

331 "It is desirable that all parts of the complete application be de-

posited in the office at the same time, that all the papers embraced in the

application be attached together ; otherwise a letter must accompany each

part, accurately and clearly connecting it with the other parts of the-

application."

332 R. S. ? 4894-

333 Xwo years prior to amendment of 1897.

applications for a patent
must be completed so as to be ready for ~xamination by the
Commissioner within one year from the time the application is
filed. 329 An application consists 330 • of the petition, s ecification, oath, fee o $15.00, and when required, d awings, model
~d specimen. It is not complete until all these parts are received by the Patent office. 331 If it is not so com leted within
the year it will be regar<led as abandoned, unless it be shown
to t
satts action of the Commissioner of Patents that such
delay was unavoidable. 332
en the application is completed, if it has been acted upon
unfavorably and the applicant has been notified thereof, it is
his duty to take some further action to secure his patent. If
he fails to prosecute his application within one year from the
date of the adver e action 333 he i pre umed o av ·abandoned
it just a in case of f · u to com lete it.
The right to a patent may be abandoned to the public by the
inventor regardless of his actions in respect to securing a
patent.- Such abandonment ' is a matter of his real i~tent as
evinced by his conduct. The abandonment of an app,lication>
and consequent possible loss of his patent, is quite another
matter, in that it has nothing whatever t9 do with his real
ABANDONED APPLICATIONS.

the year it will be regarded as abandoned, unless it be shown

r/

All

R. S. § 4894. Until amendment of 1897 the time limit was 2 years.
Rule No. 30.
331 "It is desirable that all parts of the complete application be deposited in the office at the same time, that all the papers embraced in the
application be attached together; otherwise a letter rmist accompany each
part, accurately and clearly connecting it with the other parts of the·
application."
832 R. s. ~ 4894.
883 Two years prior to amendment of 1897.
32 9

33o
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intent. The abandonment of an application, is an arbitrary

condition fixed by statute, and resulting from the mere lapse

of time. There is the ameliorating provision, however, that

this condition of abandonment shall not be deemed to exist if

the delay is excused to the satisfaction of the Commissioner.

This possibility of excuse should not be confounded with the

fact that when certain circumstances give rise to an appear-

ance of real intent to abandon, it is possible to refute that ap-

pearance by a showing of other facts which nullify the infer-

ence from the first ones. The arbitrary conclusion decreed by

the statute, and the conclusion of intent deduced- from the

facts, are, however, often enough confused in the opinion to

make some seeming conflict. 334 Real abandonment arising

from apparent intent thereto has already been discussed. 335

New applications. An important difference between aban-

donment of the invention, and abandonment of the applica-

tion is, that when the former is satisfactorily shown by the cir-

cumstances it is irretrievable. The abandonment of the ap-
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plication, however, cvgai if the delay bertlot excused^ does not

ipso facto preclude the inventor from later securing a patent. 336

Hernay file~another application and does not lose his right to

a patent unless, and until, such time has elapsed before the

filing of that application that the device has been in public use

or on sale more than two years prior thereto. 337

The two years dates from the filing of the new application

and not from the filing of the original one. This question has

come squarely before the court. 338 In 1894 an inventor filed

an application which was rejected, and notice given to him, the

same year. He failed to take further action for more than a

year. This delay he attempted to excuse, but the reasons

given were not satisfactory to the Commissioner. Accordingly

334 Beverly v. Henderson, Fed. Cas. No. 1379, 9 Blatch. 50.

335 Commissioner's decision against sufficiency of excuse held to be final.

Hayes-Young Tire Plate Co. v. St. Louis Transit Co., 137 Fed. 80.

336 Western Electric Co. v. Sperry Elec. Co., 58 Fed. 186.

337 Western Elec. Co. v. Sperry Elec. Co., 58 Fed. 186; Hayes-Young

Tire Plate Co. v. St. Louis Transit Co., 137 Fed. 80.

338 Hayes etc. Co. v. St. Louis Transit Co., 137 Fed. 80.

intent. The abandonment of an application, is an arbitrary
condition fixed by statute, and resulting from the mere lapse
of time. There is the ameliorating provision, however, that
this condition of abandonment shall not be deemed to exist if
the delay is excused to the satisfaction of the Commissioner.
This possibility of excuse should not be confounded with the
fact that when certain circumstances give rise to an appearance of real intent to abandon, it is possible to refute that appearance by a showing of 9ther facts which nullify the inference from the first ones. The arbitrary conclusion decreed by
the statute, and the conclusion of intent deduced~ from the
facts, are, however, often enough confused in the opinion to
make some seeming conflict. 334 Real abandonment arising
from apparent intent thereto has already been discussed. 335
New applicalions. An important difference between abandonment of the invention, and abandonment 0£ the application is, that when the former is satisfactorily shown by the circumstances it is irretrievable. The abandonment of the application, however, even if the delay b not excused, does not
i so f a;cto prec u e the inventor from later securin a patent. 336
He may e another application and does not lose his right to
a patent unless, and until, such time has elapsed before the
filing of that applicatiqn that the device has_been in public use
or on sale more than two years prior thereto. 337
The two years dates from the filing of the new application
and not from the filing of the original one. This question has
come squarely before the court. 338 In r 894 an inventor filed
an application which was rejected, and notice given to him, the
same year. He failed to take further action for more than a
year. This delay he attempted to excuse, but the reasons
given were ·not satisfactory to the Commissioner. Accordingly
334

Beverly v. Henderson, Fed. Cas. No. 1379, 9 Blatch. 50.
Commissioner's decision against sufficiency of excuse held to be final.
Hayes-Young Tire Plate Co. v. St. Louis Transit Co., 137 Fed. 8o.
336 Western Electric Co. v. Sperry Elec. Co., 58 Fed. 186.
337 Western Elec. Co. v. Sperry Elec. Co., 58 Fed. 186; Hayes-Young
Tire Plate Co. v. St. Louis Transit Co., 137 Fed. 80.
338 Hayes etc. Co. v. St. Louis Tran ~ it Co., 137 Fed. &>.
335
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he filed a new application in 1901. A question of pleading

2I2
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raised the issue whether the patent would be valid if the in-

vention had been in public use more than two years before this

later application, though not before the date of the first appli-

cation. The court said that the two years would date from

the application of 1894 if that of 1901 could be considered a

mere amendment and continuation of the former. But they

held that, "the abandonment of an application destroys the

continuity of the solicitation of a patent. After abandonment

a subsequent application institutes a new and independent pro-

ceeding, and the two years public use or sale which may in-

validate -the -patent issued upon it must be counted from the

filing of the later application." 339

As the public use or sale is effective to defeat patentability

regardless of the inventor's consent therein, it is wise, where

the time on which abandonment is predicated has passed, un-

less the inventor is certain there has been no such use with or

without his consent, to present excuse, if possible, for the de-
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lay, rather than to let the original application go and file a

new one.

FAILURE TO PAY FINAL FEE. If after an application has

been allowed and a patent ordered to issue, the patentee fails

to pay the final fee within six months after the sending of

notice to him, a new application becomes necessary. 34 ' It has

been held that such new application may contain more in

breadth of claim than the original one did, so long as the in-

vention itself is not exceeded. 341 A new application, in the

sense of a new petition, oath, description, etc., while it is ap-

parently allowable, is not necessary. The statute provides that

in such case of non-payment, "Any person who has an inter-

est in" the invention, "whether as inventor, discoverer or as-

signee" may make an application for a patent. It logically

follows that the statute does not here use "application" with

339 Citing, Beverly v. Henderson, Fed. Cas. No. 1379, 9 Blatch. 50;

Mowry v. Barber, Fed. Cas. No. 9892 ; Lindsay v. Stein, 10 Fed. 907 ; Lay

v. Indianapolis Brush & Broom Mfg. Co., 120 Fed. 831.

"o R. S. ? 4897.

341 Bowers v. San Francisco Bridge Co., 69 Fed. 640.

he filed a new application in r9or. A que tion of pleadinoraised the i ue whether the patent would be valid if the invention had been in public u e more than two year before thi
later application, though .n ot before the date of the first application. The court aid that the two years would date from
the application of 1894 if that of 1901 could be .considered a
mere amendment and continuation of the former. But they
held that, the abandonment of an application de troys the
t abandonment
continuity of the solicitation of a patent.
a subsequent application in titute a new and independent proear public u e or sale which may in· g, and the tw
c
em t
upon it must be counted from the
valid
filing of the later application." 339
As the public use or ale is effective to def eat patentability
regardless of the inventor's con ent therein, it is wise, where
the time on which abandonment is predicated has passed, unless the inventor is certain there has been no such use with or
without his consent, to pre ent exctt e, if pos ible, for the delay rather than to let the original application go and file a
new one.
FAILURE TO PAY FINAL FEE.
If after an application ha
been allowed and a patent ordered to issue, the patentee fail
i month after th endino- of
to pay the final fee wi ·
notice to him a new applica~ion becomes nece ary. 340 It ha
been held that such new application may contain more in
breadth of claim than the original one did, o long as the invention it elf i not exceeded. 341 A new application, in the
sense of a new petition, oath de cription etc. while it is apparently allowable i not nece sary. The statute proviaes that
in such ca e of non-payment, "Any per on who ha an interest in" the invention 'whether as inventor di coverer or a signee may make an application for a patent. It loo-ically
follows that the statute doe not here use ' application with
339 Citing, Beverly v. Henderson, Fed. Cas. No. 1379, 9 Blatch. 50;
Mowry v. Barber, Fed. Ca . No. 9892 · Lind ay v. · Stein, IO Fed. 907; Lay
v. Indianapolis Bru h & Broom Mfg. Co., 120 Fed. 8.31.
340 R. s. : 4&)7.
s41 Bowers v. San Francisco Bridge Co., 69 Fed. 640.
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the same meaning it has elsewhere, and requires only an ap-

plication for the issue of the patent already adjudged. 342

8. APPEAL IN CASE OF REJECTION

the same meaning it has elsewhere, and requires only an application for the issue of the patent already adjudged,342

The statute 343 provides "Whenever, on examination, any

claim for a patent is rejected, the Commissioner shall notify

§ 8.

the applicant thereof, giving him briefly the reasons for such

rejection, together with such information and references as

may be useful in judging of the propriety of renewing his ap-

plication or of altering his specification." The applicant may

then, if he chooses, alter his claims so as to eliminate there-

from matter which has in the opinion of the Commissioner

been anticipated and offer the altered claims for approval. If

they are again rejected as too broad, he may again correct

them, and this rejection, correction and resubmission may con-

tinue until limited by the subject matter itself. When, at any

stage in this procedure, the applicant does not believe that the

earlier patents, referred to fry the Commissioner as anticipa-

tions, necessitate a change in his claims, the statute provides,
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"And if, after receiving such notice, the applicant persists in

his claim for a patent, with or without altering his specifica-

tions, the Commissioner shall order a re-examination of the

case.''

If upon this re-examination, the application is again re-

jeted, the applicant may then, and then only, appeal. Al-

though the^sfatute reads as though these ^examinations and

rejections were made by the Commissioner, they are in fact

the wojk of_ "preliminary examiners." and the appeaHs^made

from their^decisions to a group of examiners, also subordi-

nate JXLlh_Cmnmissi^

chief. 344 If the applicant is 'ciiSsatistieri with foe derision of

trns^board he may, on .payment p f jthe jee ^prescribed,, 345 appeal

to the Commissioner in person. 346 If he is still dissatisfied,

342 Ex parte Livingston, 20 O. G. 1747.

3 R. S. ? 4903.

344 R. S. ^ 4909. The course of procedure is described by the court in

Butterworth v. Hoe, 112 U. S. 50.

345 $20.00, Rule 140.

346 R. S. 4910.

AP-PEAL IN CASE OF REJECTION

343

The statute
provides "Whenever, on examination, any
claim for a patent is rejected, the Commissioner shall notify
the applicant thereof, giving him briefly the reasons for such
rejection, together with such information and references as
may be useful in judging of the propriety of renewing his application or of altering his specification.'' The applicant may
then, if he chooses, alter his claims so as to eliminate therefrom matter which has in the opinion .o f the Commissioner
been anticipated and offer the altered clairps for approval. If
they are again rejected as too broad, he may again correct
them, and this rejection, correction and resubmission may continue until limited by the subject matter itself. When, at any
stage in this procedure, the applicant does not believe that the
earlier patents, ref erred to by the Commissioner as anticipations., necessitate a change in his claims, the statute provides,
"And if, after receiving such notice, the applicant persists in
his claim for a patent, with or without altermgfos spedfi~a
tions,the Lomm1"Ssi0ner siiiliorder a re-examination of the
case."
If upon this re-examination. the ap,1ilication is again rejected, the applicant may then, and then only, appeal. Altli0t.1gh the statute reads as though these exammations and
rej~s were made by the Commissioner, they are in fact
the w~rk of "preliminary examiners/' and the appeal ·is made
from th i decisions to a group of examiners: also subordinate to the Commissioner, calle t e oar of eX<immers-inchief. 344 If the applicant is Clissatisfied with the deci_filon of
t~e may, O!!...mment of the fee prescribed, 345 appeal
to the... Commissioner in person. 346 If he is still dissatisfied,

--

Ex parte Livingston, 20 0. G. 1747.
R. s. ~ 4903.
844 R. S. ~ 4909.
The course of procedure is described by the court in
Butterworth v. Hoe, II2 U. S. 50.
345 $20.00, Rule 140.
346 R. 5. § 49IO.
842

343
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after the decision of the Commissioner he may carry his ap-

214
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peal to theCourtjpf Appeals of_the District of ColumBTaT* 7

A f avorable^decisTon by this court affects only the right to have

a patent issued and does not in an? way determmethe validity

of the patent after ifhas been issued^ 848

Th^~rn!e^6Tprocedure of appeals, the time for riling papers,

notices to be given, forms, etc. can be found in the Rules of

the Patent Office and in books upon the detail work of solicit-

ing patents, and are too technical to be discussed here. 349

If the decision of the Court of Appeals is adverse to the

claimant, or if 'he ctoes not choose to appeal to~that court at

all, he has still a further proceeding to compel issue of a patent

to him. 350 "Whenever a .patent on application-is refnggt^ either

by the Commissioner of Patents or by the Supreme Court of

the District of Columbia upon appeal from the Cotiunissioner,

the applicatjTmayJiaye remedyjpy^bill in equity ; and the court

having cognizance thereof, on notice to adverse parties and

other jju"e""~proceedmgs haiL may adjudge that_such applicant
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is_^ntitled, according to law, to receive a patent for his inven-

tion, as^specified in his claim, or for any part thereof 7as~"ttre

347 Prior to the act of February 9, 1893 creating this court, the appeal

was to the Supreme Court of the District of Columbia, R. S. 4911. It

was changed by 9 of the act. By the act of March 3, 1911 (Judicial

Code S 250) the decision of the Court of Appeals is declared to be final

except in certain cases which do not include patent matters, subject to

certiorari by the Supreme Court of the United States or certificate to it.

If the examiner or the Commissioner should refuse to act at all, a writ

of mandamus would undoubtedly be proper. Steinmetz v. Allen, 192

U. S. 543-

348 R. S. 4914, Rousseau v. Brown, 21 App. D. C. 73.

349 It has been held that there is no appeal from the Commissioner to

the Secretary of the Interior on his finding as to patentability. Butter-

after the decision of the Commissioner he may carry his appeal to the Court of A peals of the District of Columbia. sn
A fa vora e ecision b this court affects onl the right to have
a patent issued and does not in any way determine the vah 1ty
of the patent after it as been issued~
T e
s o procedure of appeals, the time for filing papers,
notices to be given, forms, etc. can be found in the Rules of
the Patent Office and in ·books .upon the detail work of soliciting patents, and are too technical to be discussed here. 349
If the decision of the Court of Appeals is adverse to the
al to that court at
claimant, or,__if e oes not c oose to a
all, he has still a further proceeding to compel issue of a patent
to him.s:m- ''Whenever a
·
either
by the Commissioner of Patents or by the Supreme Court of
the-Dis net o Columbia u on a eal from the Commissioner,
the app 1cant ma hav r med b bill in equity; and the court
having cognizance thereof, on n.otice to a verse parties (:lnd
other
e roceedin s h
may a JU ge t at such a plicant
is~ed, according to law, to receive a natent for his invention, a s ecifie lrihis claim or for any part thereof, as e
348

worth v. Hoe, 112 U. S. 50. The multiplicity of appeals and difficulty

of acquiring a patent is severely criticized by U. R. Lane, in Dilatory

Patent Procedure, 20 Green Bag 503.

350 R. S. 4915. By 24 of the Judicial Code, the action is within the

primary jurisdiction of the United States District Courts. In Butter-

worth v. Hill, 114 U. S. 128, it was held, without deciding where the action

should be brought, that it could not be brought in any other district than

the one of which the Commissioner was an inhabitant.

347 Prior to the act of February 9, 1893 creating this court, the appeal
was to the Supreme Court of the District of Columbia, R. S. § 491 I. It
was changed by ~ 9 of the act. By the ct of March 3, l9II (Judicial
Code ~ 250) the decision of the Court of Appeals is declared to be final
except in certain cases which do not include patent matters, subject to
certiorari by the Supreme Court of the United States or certificate to it.
If the examiner or the Commissioner should refuse to act at all, a writ
of mandamus would undoubtedly be proper. Steinmetz v. Allen, 192

u. s.

543.
R. S. ~ 4914, Rousseau v. Brown, 21 App. D. C. 73.
349 It has been held that there is no appeal from the Commissioner to
the Secretary of the Interior on his finding as to patentability. Butterworth v. Hoe, l 12 U. S. 50. The multipiicity of appeals and difficulty
of acquiring a patent is severely criticized by U. R. Lane, in Dilatory
Patent Procedure, 20 Green Bag 503.
s5 o R. S. § 4915. By § 24 of the Judicial Code, the action is within the
primary jurisdiction of the United States District Courts. In Butterworth v. Hill, l 14 U. S. 128, it was held, without deciding where the action
should be brought, that it could not be brought in any other district than
the one of which the Commissioner was an inhabitant.
348
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facts in the case may appear. And such adjudication, if it

be in favor of the right of the applicant,"sfiaIT authorize the

CommissipBexJta_issue_such patent on the^EEtJUiiiLJlliii^ in

the '"Patent Office a copy 7>T the^adjudication, and otherwise

complying with the requirements of law. In all cases7 where

there is no opposing party, a copy otlTie bill shall be served on

the Commissioner ; and all the expensesjj'T'the proceedmg^shall

be pafd by the applicant, whether the final decision is in his

favor~or~not7' THTs right has been held to be available only

when the application has been rejected on the ground that the

alleged invention is not, on its merits, entitled to a patent. 350 *

This proceeding must bej>rought within the one year limited

for the |>TOse^utionn^f^a^^icajionj_after adverse^actipn. 351 un-

less the delay is satisfactorily excused, 352 and to secure a de-

cision in its favor the alleged invention must not only be prior

in time to the one specifically set up in anticipation by the Com-

missioner, but must also be patentable on its own merits. 358

9. INTERFERENCES
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Whenever an application is filed, setting out an alleged in-

vention which the Commissioner feels is anticipated by an un-

expired patent or earlier application for a patent, and there is

a contention that the device for which application was last

made was in fact invented before the one already patented or

for which patent was first asked, the Commissioner is required

by the Statute to give notice to the parties and to try the

question of priority of invention. 35 * The statute reads, "When-

facts in the case may appear. And such adjudication, if it
be in favor of the right of the applican , s
authorize the
Commissioner
such patent on th a
m
the atent Office a copy o t e ad· udication, and otherwise
comp y"n with the requirements of law. In all cases, w ere
there is no opposing party, a copy o - t e bill shall be served on
e procee mg3 all
the Commissioner; and all the e~enses o
be 1 by the applicant, w hefll.er the final dec1s10n 1s in his
favor or not.
1s right has been held to be available only
when the application has been rejected on the ground that the
alleged invention is not, on its merits, entitled to a patent. 350 a
This proceeding must be brou ht within the one ear limited
for the rosecution o a plications after
rse action, 351 un352
less the del
oril excused, and to secure a decisiotlin-its favor the alleged invention must not only be prior
in time to the one specifically set up in anticipation by the Comm1ss10ner, but must also be patentable on its own merits. 353

ever an application is made for a patent which, in the opinion

of the Commissioner, would interfere with any pending appli-

cation, or with any unexpired patent, he shall give notice there-

of to the applicants, or applicant and patentee, as the case may

be, and shall direct the primary examiner to proceed to de-

termine the question of priority of invention. And the Com-

3508 Butterworth v. Hoe, 112 U. S. 50.

35 1 R. S. 4894.

352 Gandy v. Marble, 122 U. S. 432.

353 Hill v. Wooster, 132 U. S. 693.

35* R. S. 4904-

§ 9. INTERFERENCES
Whenever an application is filed, setting out an alleged in- .
vention which the Commissioner feels is anticipated by an unexpired patent or earlier application for a patent, and there is
a contention that the device for which application was last
made was in fact invented before the one already patented or
for which patent was first asked, the Commissioner is required
by the Statute to give notice to the parties and to try the
question of priority of invention. 354 The statute reads, "Whenever an application is made for a patent which, in the opinion
of the Commissioner, would interfere with any pending application, or with any unexpired patent, he shall give notice thereof to the applicants, or applicant and patentee, as the case may
be, and shall direct the primary examiner to proceed to determine the question of priority of invention. And the ComButterworth v. Hoe, II2 u. s. 50.
R. s. § 4&J4.
352 Gandy v. Marble, 122 U. S. 432.
353 Hill v. Wooster, 132 U. S. 693.
354 R. s. § 4904.
35oa

351

216 Patents and Inventions

missioner may issue. a patent to the party who is adjudged the

216

Patents and Inventions

prior inventor, unless the adverse party appeals from the de-

cision of the primary examiner, or of the board of examiners-

in-chief, as the case may be, within such time, not less than

twenty days, as the Commissioner shall prescribe." Literally

taken, this covers all cases where the later application is, in

the opinion of the Commissions, anticipated by an earlier one,

for in all such cases one would interfere with the other. But

it is obvious that a question of priority does not arise, so as

to be triable, in all such cases. Even if the opinion of antici-

pation is not acquiesced in, the controversy may be solely over

the essential identity of the two devices, and priority of one or

the other be admitted. In such circumstance the statute would

not require notice and trial. When a trial as to priority is had

under the statute, the procedure, taking of testimony, etc., is

governed by the statutes and the rules of the office. Appeal

from the decision of the Commissioner is the same as in other

cases of unfavorable decision upon an application. 355
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10. PROTEST AGAINST ISSUE

One who is not a party in any way .to a patent, may, on learn-

ing that a patent is^ pending_in_the patent_ office^ file with- ^the

Commissioner^ajDrotest against its allowance, on the ground

of public useorsale morethan two years~prior....to tHefiling

of the appliclitTon/^ 9
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