CHAPTER V

Loss OF RIGHT TO A PATENT.

An inventor who, so far as the character of his production is

concerned, is entitled to a patent, may lose that right under

certain conditions. His invention may have been, at the time

of its creation, new and useful, not known or used by others

and not described in any printed publication, nor previously
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patented ; nevertheless he may have so acted as to have de-

prived himself of the patent privilege. For_on-.thing r - the

statute specifically provides that an invention, even though

Lo

/>a^fe^^jaeiiJ2ade, shall not

OF RIGHT TO A PATENT

public__use^or on sale in llfis^ : ^ nr ' tr y fnr *nnrp than

prior to the filing of an appl : CRtinn for a_.pa.tfnt, or if it has

been patented or-described in any printed puMieatiommore than

two yeaj^jireyious thereto. Again, an invention can not be

patgnted if it fe proved to have been abandoned to the public

by-the inventor In the event that the invention were dedicated

to the public the

a patent would be lost to an inventor,

as in the case of abandonment, although such a contingency is
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not express!)Tcovered by the statute.

i. PUBLIC USE OR SALE

The phrase of the statute, "in public use or on sale in this

country for more than two years," has been very definitely in-

terpreted by the Supreme Court in a way that speaks for it-

self. 219 "The statutory clause upon which the second objec-

tion (to the validity of the patent) is founded is in the dis-

junctive. The language is, 'purchase, sale, or prior use' . ."'.

'for more than two years prior 1 to the application for the

patent. The phrase, 'for more,' as thus used, is loose and in-

accurate, and is to be understood as if the language were

219 Consolidated Fruit Jar Co. v. Wright, 94 U. S. 92.

An inventor who so far as the character of his n r due.ti.on i
concerne , 1 entitled to a patent, m?-y lose that riaht under
certain conditions. His invention may have been, at the time
of it creation, new and u eful not known or used by other
and not described in any printed publication, nor previously
patented; nevertheles he may have o acted as to have deprived himself of the patent privilege. For
_ thino· th
tatute specifically provides that an invention, even though
pateni'ttbte u iben ~de, shal~l~n~o.!::..t..!;:b~e~~~............._.....__..__...._""-L.L.....L.L!:.
public use or on sale in
.
prior to the filing of an appEca ·
or. a patent or
been patente r described in any printed .publ-i ·
ore than
two years evious thereto. Again, an invention can -not be
1.: atented if it i roved to have been aban oned to the ublic
by
· vent~. In the event that the invention were dedicated
to the public the ri a
a patent wou
e ost to an inventor,
as in the case of abandonment, although such a contingency is
rtot express y covered by the statute .
0

.

• I. PuBLIC

UsE

OR SALE

The phrase of the statu.te, "in public use or on sale in this
country for more than two years, has been very definitely interpreted by the Supreme Court in a way that speaks for itself. 219 ·"The tatutory clau e upon which the second objecti~n (to the validity of the patent) i founded i in the di junctive. The lanauage is, 'purchase, ale, or prior use . . .
for more than two years prior' to the application for the
patent. The phra e, 'for more, as thus used, i loo e and inaccurate and is to be under tood a if the language were
2 19

Con olidated Fruit Jar Co. v. Wright 94 U. S. 92.

Loss of Right to Patent

137

Loss of Right to Patent 137

earlier than 'two years prior/ etc., or as if 'for' were omitted

from the sentence. This omission would produce the same

effect." 220 It is therefore settled that the use need not have

continued during two years, as the statute might seem to indi-

cate, nor need sales have occurred throughout a period of two

years. It is sufficient if the use, or the sale, took place earlier

than two years before the application, whether it continued

during the two years or not. 221

SINGLE SALE OR USE. The only real question involved in

this topic is as to what constitutes public use or sale within

the meaning of the statute. In the Consolidated Fruit Jar

case just quoted the court said, "The defects specified are also

in the singular. It follows that a single instance of sale or of

use by the patentee may, under the circumstances, be fatal to

the patent ; and such is the construction of the clause as given

by authoritative adjudication." In this particular case there

was in fact more than one instance of sale or use. The pat-

entee had made at least two dozen of the jars covered by the

later patent. Two of these he gave away and some others he
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sold, and the court found it to be a fair inference that the

recipients of them put them to the use for which they were

intended. 222 But in a later case, this authority was followed in

holding the right to a patent to be lost because of a single sale

220 The court quoted Pitts v. Hall, 2 Blatch. 235, as follows : "The pat-

entee may forfeit his right to the invention if he constructs it and vends

it to others to use, or if he uses it publicly himself in the ordinary way

of a public use of a machine at any time prior to two years before he

makes His application for a patent. That is, he is not allowed to derive

any benefit from the sale or use of his machine, without forfeiting his

right, except within two years prior to the time he makes his applica-

tion." See other authorities therein cited. Pennock v. Dialogue, 2 Peters

i ; Swain v. Holyoke Machine Co., 109 Fed. 154.

221 The earlier statutes did not restrict the use or sale, which would

destroy the right to a patent, to a time more than two years before the

application. Public use or sale within that time, if with the consent of

-earlier than 'two years prior,' etc., or as if 'for' were omitted
from the sentence. This omission would produce the same
effect. 220 It is therefore settled that the use need not have
continued during two years, as the statute might seem to indicate, nor need sales have occurred throughout a perjod of two
years. It is sufficient if the use, or the sale, took place earlier .
than two years before the application, whether it continued
during the two years or not. 221
SINGLE SALE OR USE.
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the meaning of the statute. In the Consolidated Fruit Jar
case just quoted the court said, "The defects specified are also
in the singular. It follows that a single instance of sale or of
use by the patentee may, under the circumstances, be fatal to
the patent; and such is the construction of the clause as given
by authoritative adjudication." In this particular case there
was in fact more than one instance of sale or use. The patentee had made at least two dozen of the jars covered by the
later patent. Two of these he gave ·away and some others he
sold, and the court found it to be a fair inference that the
· recipients of them put them to the use for which they were
intended. 222 But in a later case this authority was followed in
holding the right to a patent to be lost because of a single sale

the inventor would preclude him from obtaining a patent. Pennock v.

Dialogue; 2 Peters i, 19; Bates v. Coe, 08 U. S. 31, 46; Andrews v.

Hovey, 124 U. S. 694, 719.

222 Other authorities are cited in the case. Jenner v. Bowen, 139 Fed. 556.

220 The court quoted Pitts v. Hall, 2 Blatch. 235, as follows:
"The patentee may fGrfeit his right to the invention if he constructs it and vends
it to others to use, or if he uses it publicly himself in the ordinary way
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makes his application for a patent. That is, he is not allowed to derive
any benefit from the sale or use of his machine, without forfeiting his
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Hovey, 124 U. S. (Jg4, 719.
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Other authorities are cited in the case. Jenner v. Bowen, 139 Fed. 556.
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and use. 223 The patent involved was for a turbine water wheel.

The Undisputed evidence showed that a wheel substantially

identical to that covered by the patent had been sold, installed

and put in operation, by the inventor, a few days more than

two years previous to his application for a patent. On this

'showing of a single sale and use, barely outside the limit of

the time allowed, the 'court held the patent to be invalid, say-

ing "as a general rule, a single unrestricted sale by the pat-

entee of his patented device, embodying his completed inven-

tion, is a public use or sale within section 4886, of the Re-

vised Statutes."

INVENTOR'S ACQUIESCENCE NOT MATERIAL. The prior use

or sale need not, nnrW th* pr^ynt Qtatflt^ be with the knowl-

(-rW nr rnnaent ft* *ho inwflfrflv althnitg-h tmrW tViP ^arfW

statutes this was not the case. 224 It is sufficient if public use

or sale did occur, more than two years prior to the application.

This was settled in an elaborate opinion in the case of Andrews

v. Hovey. 225 The same case had been before the court previ-

ously and had come up for a rehearing. After an exceedingly
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copious citation of authorities and a full discussion of them, the

court declared its affirmance of the previous decision, saying,

"Under 6, 7, and 15 of the act of 1836, a patent was made

invalid if, at the time of the application therefore, the inven-

tion had been in public use or on sale, with the consent or al-

lowance of the patentee, however short the time. The second

clause of the 7th section (act of 1839) seems to us to clearly

intend, that, where the purchase, sale, or prior use referred to

in it has been for more than two years prior to the application,

the patent shall be held to be invalid, without regard -to the

consent or allowance of the inventor." 2

Before the invalidity of a patent can be predicated upon the

ground that the device was in public use or on sale more than

two years prior to the application on which the patent \vas

223 Swain v. Holyoke Machine Co., 109 Fed. 154.

224 Shaw v. Cooper, 7 Peters 292.

225 123 U. S. 267. 124 U. 5/694.

226 Bates v. Coe, 98 U. $.31. Eastman v. Mayor of N. Y., 134 Fed. 844.
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L^ and decisive proof that such

139
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use -or sale did actually take place." 7

SECRET USE. The statutejaatvides that the right to a patent

shall be lost through "public use" or some other form of public

knowledge. It does not preclude .an inventor from using his

device secretly as long as he desires before applying for a

patenfT Neither is any restriction upon indefinite secret use

reacTinto the statute by the courts. On the contrary the Su-

preme Court has explicitly said, 228 "Inventors may, if they can,

keep their invention secret; and if they do for any length of

time, they do not forfeit their right to apply for a patent,

unless another in the meantime has made jthejnvention, and se-

cured by patent the exclusive right to make, use and vend the

patented improvement. Within the rule, and subject to that

condition, inventors may delay to apply for a patent." The

exception as stated in this excerpt is obviously incorrect and

is characteristic of the looseness of statement with which

patent cases are filled. A subsequent inventor could not take

out a valid patent, as the court suggests, for the device. His
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patent would be invalid for lack of novelty, if the secretly used

device could be proved. Neither would the first inventor have

lost his right merely because a subsequent inventor had pro-

duced a like device and put it into use or on sale. By the very

words of the statute, the use or sale must have taken place

more than two years before the first inventor's application.

It may be said therefore, that an inventor does not lose Jiis

right to a" patent W any length of secret use, unless he fails, to

apply for a patent until ttiore than twp y^ars fl.ffer a similar

device has been used or sold. The cases referred to at the end

of this discussion may, however, establish a qualification of

this broad doctrine as laid down by the Supreme Court. */

Just what constitutes a "secret" use it is utterly impossible

to state. Certainly the courts are not prone to recognize a use

as secret. What might in ordinary parlance have been called

a secret use was held not to be such within the meaning of the

227Cantrell v. Wallick, 117 U. S. 689; Penn. Electrical & Mfg. Co. v.

Conroy, 159 Fed. 943.

228 Bates v. Coe, 98 U. S. 31.
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patent statute, in the case of Perkins v. Nassau Card, etc. Co. 229

This is illuminating as to the attitude of the courts. The facts

may be given in its own words. "The patentee made a ma-

chine containing his invention in the year 1857, and in 1863

he substituted for it another varying in form and proportions,

but not in principle. These machines he used successively in

the ordinary way of his business, as a maker of card and paste-

board, until he applied for his patent, in 1876. The specifi-

cation and model represent precisely the machine of 1863.

During the time that the machines were used they stood in the

room with several other machines necessary for the other proc-

esses of making, drying and coloring pasteboard, and were

operated chiefly by one man, Moulton, who was sometimes as-

sisted by one other. About 23 workmen were employed upon

the other parts of the manufacture. The doors of the factory

were usually kept locked, and each of the 25 workmen had a

key. How many 'visitors came to the factory is one of the

disputed points. There were occasional visitors, but not many

persons came to the factory from mere curiosity. During
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some months Mr. Denison, a friend of the patentee, was given

the use of an upper room for making tags, and his workmen

passed in sight of the pasting machine. It is not proved that

any workmen, visitors, or other persons acquired or divulged

a knowledge of the mode of operation of the machine, until

the workman Moulton gave that information to the defendants,

in 1876." On these facts it was held that the device had been

in public use.

This doctrine, that when the public might have acquired

knowledge of the invention, through its use, it will be deemed

to have such knowledge, was carried into extreme form in the

case of Egbert v. Lippmann. 230 The patent sued on covered

a peculiar form of corset steels. It appeared from the evi-

dence that a woman, who afterward became the wife of the in-

ventor, had complained of corset steels breaking frequently.

To remedy this the inventor devised the steel, which he after-

229 2 Fed. 451.

230 104 U. S. 333-
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ward patented, and gave her a set to wear. Later he gave her

another set. This set he showed to one other person. In the

words of the court, "This is the evidence presented by the

record, on which the defendants rely to establish the public

use of the invention by the patentee's consent and allowance.

The question for our decision is, whether this testimony' shows

a public use within the meaning of the statute.

"We observe, in the first place, that to constitute the pub-

lic use of an invention it is not necessary that more than one of

the patented articles should be publicly used. The use of a

great number may tend to strengthen the proof, but one well-

defined case of such use is just as effectual to annul the patent

as many. McClurg v. Kingsland, i How. 202 ; Consolidated

Fruit-Jar Co. v. Wright, 94 U. S. 92 ; Pitts v. Hall, 2 Blatchf .

229. For instance, if the inventor of a mower, a printing-

press, or a railway-car makes and sells-only cnc of the articles

invented by him, and allows the vendee to use it for two years,

without restriction or limitation, the use is just as public as if

he had sold and allowed the use of a great number.
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"We remark, secondly, that, whether the use of an invention

is public or private does not necessarily depend upon the num-

ber of persons to whom its use is known. If an inventor, hav-

ing made his device, gives or sells it to another, to be used by

the donee or vendee, without limitation or restriction, or in-

junction of secrecy, and it is so used, such use is public, even

though, the use and knowledge of the use may be confined to

one person.

"We say, thirdly, that some inventions are by their very

character only capable of being used where they cannot be seen

or observed by the public eye. An invention may consist of a

lever or spring, hidden in the running gear of a watch, or of

? rachet, shaft, or cog-wheel covered from view in the recesses

of a machine for spinning or weaving. Nevertheless, if its

inventor sells a machine of which his invention forms a part,

c'.nd allows it to be used without restriction of any kind the

use is a public one."

"Tested by these principles, we think the evidence of the
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complainant herself shows that for more than two years be-

fore the application for the original letters there was, by the

consent and allowance of Barnes, a public use of the inven-

tion, covered by them. He made and gave to her two pairs of

corset-steels, constructed according to his device, one in 1855

and one in 1858. They__w_re presented to her for use. He

imposed no obligation of secrecy, nor any condition or restric-

tion whatever. They were not presented for the purpose of

experiment, nor to test their qualities. No such claim is set

up in her testimony. The invention was at the time complete,

and there is no evidence that it was afterwards changed or

improved. The donee of the steels used them for years for

the purpose and in the manner designed by the inventor.

They were not capable of any other use. She might have ex-

hibited them to any person, or made other steels of the same

kind, and used or sold them without violating any condition

or restriction imposed on her by the inventor."

This opinion of the court was undoubtedly greatly influ-

enced by the fact that during the eleven years which inter-
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vened between the date of the invention and that of the ap-

plication the same device had come into very general use

through the revelation of subsequent inventors. As the court

said, "It is fair to presume that having learned from this

general use that there was some value in his invention, he at-

tempted to resume, by his application, what by his acts he had

clearly dedicated to the public." It is extremely doubtful if,

had this not been the case, the court would have held the

slight use shown to be such as would invalidate the patent.

But under the circumstances, the statements of the court in

respect to public use, while they seem wholly correct, were

quite unnecessary. There was indubitable general public use,

more than two years before the application, by others than the

patentee or his representatives. Under the rule, discussed

above, that the use need not be with the consent of the patentee

to have the effect of invalidating a patent, this use by others,

arising out of their own discoveries, clearly rendered the

patent void. The court got into its discussion of whether the

complainant herself shows that for more than two years before the application for the original letters there was, by the
consent and allowance of Barnes, a public use of the invention, covered by them. He made and gave to h~r two pairs of
corset-steels, constructed according to his device, one in 18 55
and one in 1858. They
re resented to her for use. He
imposed no obligation of secrecy, nor any condition or restriction whatever.. They were not presented for the purpose of
-experiment, nor to test their qualities. No such claim is set .
up in her testimony. The invention was at the time complete,
and there is no evidence that it was afterwards changed or
improved. The donee of the steels used them for years for
the purpose and in the manner designed by the inventor.
They were not capable of any other use. She might have exhibited them to any person, or made other steels of the same
kind, and used or sold them. without violating any condition
or restriction imposed on her by the inventor."
This opinion of the court was undoubtedly greatly influenced by the fact that during the eleven years which intervened between the date of the invention and that of the application the same device had come into very general use
through the revelation of subsequent inventors. As the court
said, "It is fair to presume that having learned from this
general use that there was some value in his invention, he attempted to resume, by his application, what by his acts he had
clearly dedicated to the public." It is extremely doubtful if,
had this not been the case, the court would have held the
slight use shown to be such as would invalidate the patent.
But under the circumstances, the statements of the court in
respect to public use, while they seem wholly correct, were
quite unnecessary. There was indubitable general public use
more than two years before the application, by other than the
patentee or his representatives. Under the rule, discussed
above, that the use need not be with the consent of the patentee ·
to have the effect of invalidating a patent, this use by other ,
ansmg out of their own discoveries, clearly rendered the
patent void. The court got into its discussion of whether the
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patentee's own use was sufficient to avoid the patent, in order

to eliminate the question, which it appears to have considered

unsettled at that time, whether unauthorized use by others

would have the same effect. 23]

As is suggested in the foregoing cases, the mere fact that

an invention is concealed from view when in use does not

prevent such use from being public within the meaning of the

statute. In Hale v. Macneale, 232 the invention was a tapering

bolt for hoi-ding together the series of plates which formed the

walls of a certain type of safe. When in place it was abso-

lutely hidden from view and could be examined only by de-

struction of the safe. More than two years before his appli-

cation, the inventor had constructed three safes containing this

device, all of which were sold and put into use. "The con-

struction and arrangement and purpose and mode of opera-

tion and use of the bolts in the safes were necessarily known

231 The dissenting opinion is clearly out of harmony with other ad-

judications. "It must, in the language of the act, be in public use or on

sale. If on sale, of course the public who buy can use it, and if used in
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public with his consent, it may be copied by others. In either event there

is an end of his exclusive right of use or sale. The word public is, there-

fore, an important member of the sentence. A private use with consent,

which could lead to no copy or reproduction of the machine, which taught

the nature of the invention to no one but the party to whom such con-

patentee's own use was sufficient to avoid the paterit, in order
to eliminate the question, which it appears to have considered
unsettled at that time, whether unauthorized use by others
would have the same effect. 231
As is suggested in the foregoing cases, the mere fact that
an invention is concealed from view when in use does not
prevent such use from 'being public within the meaning of the
statute~ In Hale v. Macneale, 232 the invention was a tapering
bolt for holding together the series of plates which formed the
walls of a certain type of safe. When in place it was absolutely hidden from view and could be examined only by destruction of the safe. More than tw
.befure_his
lication, the inventor had constructed thre sales containing this
device, all o which were sold and ut into use. "The construction and arrangement and purpose and mode of operation and use of the bolts in the safes ~ere necessarily known

sent was given, which left the public at large as ignorant of this as it

was before the author's discovery, was no abandonment to the public, and

did not defeat his claim for a patent. If the little steel spring inserted in

a single pair of corsets, and used by only one woman, covered by her

outer clothing, and in a position always withheld from public observa-

tion, is a public use of that piece of steel, I am at a loss to know the line

between a private and a public use. The opinion argues that the use was

public, because, with the consent of the inventer to its use, no limitation

was imposed in regard to its use in public. It may be well imagined that

a prohibition to the party so permitted against exposing her use of the

steel spring to public observation would have been supposed to be a piece

of irony. An objection quite the opposite of this suggested by the opinion

is, that the invention was incapable of a public use. That is to say, that

while the statute says the right to the patent can only be defeated by a

use which is public, it is equally fatal to the claim, when it is permitted

to be used at all, that the article can never be used in public."

232 107 U. S. 90.

The dissenting opinion is clearly out of harmony with other adjudications. "It must, in the language of the act, be in public use or on
sale. If on sale, of course the public who buy can use it, and if used in
public with his consent, it may be copied by others. Jn either event there
is an end of his exclusive right of use or sale. The word public is, therefore; au important member of the sen~ence. A private use with consent,
which could lead to no copy or reproduction of the machine, which taught
the nature of the invention to no one but the party to whom such .con-:
sent was given, which left the public at large as ignorant of this as it
was before the author's discovery, was no abandonment to the public, and
·did not defeat his claim for a patent. If the little steel spring inserted in
a single pair of corsets, and used by only one woma!l, covered by her
outer clothing, and in a position always withheld from public observation, is a public use of that piece of steel, I am at a Joss to know the line
between a private and a public use. The opinion argues that the use was
public, because, with the consent of the inventer to its use, no limitation
was imposed in regard to its use in public. It may be well imagined that
a prohibition to the party so permitted against exposing her use of the
steel spring to public observation W<?uld have been supposed to be a piece
of irony. An objectiQn quite the opposite of this suggested by the opinion
is, that t'1e invention was incapable of a public use. That is to say, that
while the statute says the right to the patent can only be defeated by a
use which is public, it is equally fatal fo the claim, when it is permitted
to be used at all, that the article can never be used in public."
232 107 U. S. go.
2 31

144

Patents and Inventions

144 Patents and Inventions

to the workmen who put them in. They were, it is true, hid-

den from view, after the safes were completed, and it re-

quired a destruction of the safes to bring them into view.

But this was no concealment of them or use of them in secret.

They had no more concealment than was inseparable from

any legitimate use of them." Accordingly the court held the

patent for the device to be invalid. 23 '

All this discussion as to what constitutes "secret use" seems

to have been rendered unnecessary, however, by the decision

in Macbeth-Evans Glass Co. v. General Electric Co. 233a The

facts were that Macbeth had invented a certain process in

1903, since which time the plaintiff Company, of which Mac-

beth was president, had been using it. The court admitted,

however, that this use had been "secret." In 1910 an em-

ployee of the plaintiff company had revealed the process, in

breach of his confidential relation, to the Jefferson Glass Co.,

which at once began to use it. On suit by the Macbeth Com-

pany, however, the state court enjoined the Jefferson Com-

pany from further using it or revealing it to others. 233b Dur-
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ing these court proceedings the secret of the process was not

revealed. It does not appear just how or when the defendant,

the General Electric Company, came by its knowledge of the

process. On these facts, the court might have held that there

was in fact a public use. This might have been predicated on

the use by the Macbeth Co., which would have been in accord

with Perkins v. Nassau Card Co., supra. Still more convinc-

ingly, the court might have said that the use by the Jefferson

Co. and the General Electric Co., although without plaintiff's

consent, was clearly a public use more than two years before

the statute.

But the court chose not to base its decision on either of

these grounds. On the contrary, it explicitly undertook to de-

cide, "whether one who has discovered and perfected an in-

233 Ace. Brush v. Condit, 132 U. S. 39, 49-

233 246 Fed. 695 ; writ of certiorari refused by Sup. Ct., 246 U. S. 659

(March, 1918) ; cited with approval in E. W. Bliss Co. v. Southern Can

Co., 251 Fed. 903, 907.

233b Macbeth-Evans Glass Co. v. Schnelbach, 239 Pa. 76.

to the workmen who pu~ them in. They were, it is true, hidden from view, after the safe were completed, and it required a destruction of the afes fo bring them into view.
But this wa no con·cealment of them or u e of them in secret.
They had no more concealment than was in eparable from
any legitimate use of them.' Accordingly the court held the
patent for the device to be invalid. 233
All this discussion as to what constitutes "secret use'' seems
to have been rendered unnecessary, however, by the decision
in Macbeth-Evans Glass Co. v. General Electric Co. 233 a The
facts were that Macbeth had invented a certain process in
1903, since which time the plaintiff Company, of which Macbeth was president, had been using it. The court admitted,
however, that this use had been "secret." In l9ro an employee of the plaintiff company had revealed the process, in
breach of- his confidential relation, to the J e~erson Glass Co.,
which at once began to use it. On suit by the Macbeth Company, however, the state court enjoined the Jefferson Company from further using it or revealing it to others. 233 b During these court proceedings the secret of the proce s was not
revealed. It does not appear just how or when the defendant
the General Electric Company, came by its knowledge of the
process. On these facts, the court might have held that there
was in fact a public use. This might have been predicated on
the use by the Macbeth Co., which would have been in accord
with Perkins v. Nassau Card Co"., supra. Still more convincingly, the court might have said that the use by the Jefferson
Co. and the General Electric Co., although without plaintiff's
consent, was clearly a public use more than two years before
the statute.
But the court chose not to base it decision on either of
these grounds. On the contrary, it explicitly undertook to decide, "whether one who has discovered and perfected an inAcc. Brush v. Condit, 132 U. S. 39, 49.
246 Fed. 6g5; writ of certiorari refused by Sup. Ct., 246 U. S. 659
(March, 1918) ; cited with approval in E. W. Bliss Co. v. Southern Can
Co., 251 Fed. 903, 907.
233b Macbeth-Evan Glass Co. v. Schnelbacq, 239 P . 76.
233
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vention can employ it secretly more than nine years for pur-

poses only of profit, and then, upon encountering difficulty in

preserving his secret, rightfully secure a patent." It was not

pretended that Macbeth had really abandoned his invention to

the public. His constant effort to keep the secret of the in-

vention hidden from the public indisputably negatived this.

Nevertheless, the court held, on an interpretation of the policy

of the statute, that Macbeth had forfeited his right to a patent.

He had not abandoned the invention to the public as a mat-

ter of fact; it had not been in public use; but the right was

lost solely because of his secret use.

In this case, the rule, as clearly expressed, is that without

exception the right to a patent is forfeited by secret use which

is not for experimental purpose. This would cover the case

of an inventor who, having used his device in secret for a

time, should still apply for a patent before anyone else had

discovered the secret. The dicta on which the court in the

Macbeth case relies do not go this far. They declare the right

to a patent to be forfeited only when others have begun to use
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the invention before the inventor's application. Whether the

court in the Macbeth case really intended to go further than

this is not quite certain. 2330

EXPERIMENTAL USE. There is a type of use which, al-

though it may be quite visible to the public and even exercised

by the public generally, and gives to the public a full knowledge

of the invention, is, nevertheless, not held to be a "public use"

such as to preclude the subsequent issue of a patent. This is

what the courts denominate "experimental" use. No matter

how full and complete the use may have been, and no matter

how public it may have been, in the common usage of the

word, if the court feels, intuitively or otherwise, that such

use was "experimental" in its purpose, it is not public use with-

in the technical meaning of the statute.

Probably the most frequently cited case on this topic is that

of Elizabeth v. Paving Co. 234 The patent there attacked cov-

2330 For a further discussion, see 17 Mich. Law Rev. 499.

234 97 U. S. 126.

vention can employ it secretly more than nine year for purpo es only of profit and then, upon encountering difficulty in
preserving his secret, rightfully secure a patent." It was not
pretended that Macbeth had really abandoned hi invention to
the public. His constant effort to keep the secret of the invention hidden from the public indisputably negatived this.
Nevertheless, the court held, on an- interpretation of the policy
of the statute, that Macbeth had forfeited his right to a patent.
He had not abandoned the invention to the public as a matter of fact; it had not been in public use; but the right was
lost solely because of his secret use.
In this case, the rule, as clearly expressed, is that without
exception the right to a patent is forfeited b; ecret use which
is not for experimental purpose. This would cover the case
of an inventor who, having used his device in secret for a
time, should still apply for a patent before anyone else had
discovered the secret. The dicta on which the court in the
Macbeth case relies do not go this far. They declare the right
to a patent to be forfeited only when others have begun to use
th~ invention before the inventor's application. Whether the
court in the Macbeth case really intended to go further than
this is not quite certain. 233 c
Ex:PERIMENTAL UsE. There is a type of use which, although it may be quite visible to the public and even exercised
by the public generally, and gives to the public a full knowledge
of the invention, is nevertheless, not held to be a "public use"
such as to preclude the subsequent issue of a patent. This is
what the courts denominate "experimental" use. No matter
how full and complete the use may have been, and no matter
how public it may have been, in the common usage of the
word, if the court feels, intuitively or otherwise, that such
use was "experimental" in its purpose, it is not public use within the technical meaning of the statute.
Probably the most frequently cited case on this topic is that
of Elizabeth v. Paving Co. 234 The patent there attacked covFor a further discussion, see 17 Mich. Law Rev. 499.
7
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ered a form of street pavement made of wooden blocks. On

the part of the attackers it was shown that the inventor had

caused a stretch of his pavement to be laid upon a certain road

in Boston where it was used for a period of 6 years before his

application. The road on which it was so used was a public

toll-road, owned by a corporation in which the inventor was a

shareholder. The pavement was in front of the toll-house and

was about. 75' in length. The court held that this was not such

a public use of the invention as invalidated the subsequent

patent. It was constructed by the inventor at his own expense,

in order to ascertain the effect upon it of heavily loaded

wagons and of constant use. The inventor came frequently

to examine it and made many inquiries, of other people, as to

its satisfaction.

The court reasoned to its holding that this was not a public

use, in the technical sense, but a^rnere experimental one as

follows : "That the use of the pavement in question was pub-

lic in one sense cannot be disputed. But can it be said that

the invention was in public use? The use of an invention by

Generated for facpubupdates (University of Michigan) on 2014-06-13 19:34 GMT / http://hdl.handle.net/2027/uc2.ark:/13960/t3cz3366n
Public Domain in the United States / http://www.hathitrust.org/access_use#pd-us

the inventor himself, or of any other person under his direc-

tion, by way of experiment, and in order to bring the inven-

tion to perfection, has never been regarded as such a use.

Curtis, Patents, sect. 381 ; Shaw v. Cooper, 7 Pet. 292. Now,

the nature of a street pavement is such that it cannot be ex-

perimented upon satisfactorily except on a highway, which

is always public. When the subject of invention is a ma-

chine, it may be tested and tried in a building, either with or

without closed doors. In either case, such use is not a public

use, within the meaning of the statute, so long as the inventor

is engaged, in good faith, in testing its operation. He may

see cause to alter it and improve it, or not. His experiments

will reveal the fact whether any and what alterations may be

necessary. If durability is one of the qualities to be attained,

a long period, perhaps years, may be necessary to enable the

inventor to discover whether his purpose is accomplished.

And though, during all that period, he may not find that any

changes are necessary, yet he may be justly said to be using

ered a form of street pavement made of wooden blocks. On
the part of the attackers it was ·shown that the inventor had
cau ed a stretch of his pavement to be laid upon a certain road
in Boston where it was used for a period of 6 years before his
application. The road on which it was so used was a public
toll-road, owned by a corporation in which the inventor was a
shareholder. The pavement was in front of the toll-house and
was about. 75' in length. The court held that this was not such
a public use of the invention as invalidated the subsequent
patent. It):Y_as constructed by the inventor at his own expense,
in order to ascertain the effect u on it Q heavily loaded
wagons an of constant use. The inventor. came . frequently
to examine 1t and made many. inquiries, of other people, as to
its satisfaction.
The court reasoned to its holding that this wa not a public
use, i~ the· technical sense, but
mere experimental one a
follows: "That the use of the pavement in question was public in one sense cannot be disputed. But can it be said that
the invention was in public use? The use of an invention py
the inventor himself, or of any other person tinder his"direction; by way of experiment, and in order to bring the invention to perf ect_ion, has never been regarded as such a use.
Curtis, Patents, sect. 381; Shaw v. Cooper, 7 Pet. 292. Now,
the nature of a stre~t pavement is such that it cannot be experimented upon satisfactorily except on a highway, which
is always public. When the subject of invention is a machine, it may be tested and tried in a building, ·e ither with or
without closed doors. In either case, such use is not a public
use, within the meaning of the statute, so long as the inventor
is engaged, in good faith, in testing its operation. He maysee cause to alter it and improve it, or not. His experiments
will reveal the fact whether any and what alterations may be·
necessary. If durability is one of the qualities to be attained,
a long period, perhaps years, may be necessary to enable the
inventor to discover whether his purpose is accomplished.
And though, during all that period, he may not find that anychanges are necessary, yet he may be justly said to be using-
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his machine only by way of experiment; and no one would say

that such a use, pursued with a bona fide intent of testing the

qualities of the machine, would be a public use, within the

meaning of the statute. So long as he does not voluntarily

allow others to make it and use it, and so long as it is not on

sale for general use, he keeps the invention under his own

control, and does not lose his title to a patent. It would not

be necessary, in such a case, that the machine should be put up

and used only in the inventor's own shop or premises. He

may have it put up and used in the premises of another, and

the use may inure to the benefit of the owner of the establish-

ment. Still, if used under the surveillance of the inventor,

and for the purpose of enabling him to test the machine, and

ascertain whether it will answer the purpose intended, and

make such alterations and improvements as experience demon-

strates to be necessary, it will still be a mere experimental use,

and not a public use, within the meaning of the statute.

"Whilst the supposed machine is in such experimental use,

the public may be incidentally deriving a benefit from it. If it

Generated for facpubupdates (University of Michigan) on 2014-06-13 19:34 GMT / http://hdl.handle.net/2027/uc2.ark:/13960/t3cz3366n
Public Domain in the United States / http://www.hathitrust.org/access_use#pd-us

be a grist-mill, or a carding-machine, customers from the sur-

rounding country may enjoy the use of it by having their grain

made into flour, or their wool into rolls, and still it will not be

in public use, within the meaning of the law. But if the in-

ventor allows his machine to be used by other persons gen-

erally, either with or without compensation, or if it is, with

his consent, put on sale for such use, then it will be in public

use and on public sale, within the meaning of the law.

"If, now, we apply the same principles to this case, the an-

alogy will be seen at once. Nicholson wished to experiment

on his pavement. He believed it to be a good thing, but he

was not sure ; and the only mode in which he could test it was

to place a specimen of it in a public roadway. He did this at

his own expense, and with the consent of the owners of the

road. Durability was one of the qualities to be attained. He

wanted to know whether his pavement would stand, and

whether it would resist decay. Its character for durability

could not be ascertained without its being subjected to use for

his· machine only by way of experiment; and no one would say
that such a use, pursued with a bona fide intent of testing the
qualities of the machine, would be a public use, within the
meaning of the statute. So long as he does ·not voluntarily
allow others to make it and use it, and so long as it is not on
sale for general use, he keeps the invention under his owri
control, and does not lose his title to a patent. It would not
be necessary, in such a case, that the machine should be put up
and used only in the inventor's own shop or premises. He
rriay have it put up and used in the premises of another, and
the ase may inure to the benefit of the owner of the establishment. Still, if used under the surveillance of the inventor,
and for the purpose of enabling him to test the machine, and
ascertain whether it will . answer the purpose intended, and
make such alterati~ns and improvements as experience demonstrates to be necessary, it will still be a mere experimental use,
and not a public use, within the meaning of the statute.
"Whilst the supposed machine is in such experimental use,
the public may be incidentally deriving a benefit from it. If it
be a grist-mill, or a carding-machine, customers from the surrom;iding country may enjoy the use of it by having their grain
made into flou~, or their wool into rolls, and still it will not be
in public use, within the meaning of the law. But if the inventor allows his machine to be used by other persons generally, either with or without compensation, or if it is, with
his consent, put on sale for such use, then it will be in public
use and on public sale, within the meaning of the law.
"If, now, we apply the same principles to this case, the analogy will be seen at once. Nich9lson wished to experiment
on his pavement. He believed it to be a good thing, but he
was not sure; and the only mode in which he could test it was
to place a specimen of it in a public roadway. He did this at
his own expense, and with the consent of the owners of the
road. Durability was one of the qualities to be attained. He
wanted to know whether his pavement would stand, and
whether it would resist decay. Its character for .d urability
could not be ascertained without its being subjected to use for
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a considerable time. He subjected it to such use, in good

faith, for the simple purpose of ascertaining whether it was

what he claimed it to be. Did he do anything more than the

inventor of the supposed machine might do, in testing his

invention? The public had the incidental use of the pavement,

it is true ; but was the invention in public use, within the mean-

ing of the statute? We think not. The proprietors of the

road alone used the invention, and used it at Nicholson's re-

quest, by way of experiment. The only way in which they

could use it was by allowing the public to pass over the pave-

ment."

The difference between technical public use and experimental

use such as does not invalidate a subsequent patent is impossi-

ble to formulate. Like most of the other issues of patent law-

cases, the character to be given to a proved use depends upon

the circumstances of each case and is a psychological fact. It

depends wholly upon the operation of mind of the particular

judge upon the particular circumstances. But, as in respect

to the other issues, precedents do show certain circumstances
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which have more or less apparently influenced the court in its

decision.

The fact that the inventor himself has appeared to be satis-

fied that his invention was at least usably perfect, has militated

against the proposition that it was merely experimental. In

the case just referred to the court said, "Had the city of Bos-

ton, or other parties, used the invention, by laying down the

pavement in other streets and places, with Nicholson's consent

and allowance, then, indeed, the invention itself would have

been in public use, within the meaning of the law ; but this was

not the case. Nicholson did not sell it, nor allow others to

use it or sell it. He did not let it go beyond his control. He

did nothing that indicated any intent to do so. He kept it

under his own eyes, and never for a moment abandoned the

intent to obtain a patent for it."

This idea was made the foundation of the holding in a later

case. 235 The invention here involved was an improvement in

235 Root v. Third Ave. R. R. 146 U. S. 210.

a considerable time. He subjected it to such u e, in good
faith for the simple purpo e of ascertaining whether it was
what he claimed it to be. Did he do anything more than the
inventor of the uppo ed machine might do, in te ting hi
invention? The public had the incidental u e of the pavement,
ft is true; but was the invention in public use, within the meaning of the statute? We think not. The proprietor of the
road alone used the invention, and u ed it at Nicholson s request, by way of experiment. The only way in which they
could use it wa by allowing the public to pass over the pavement.'
The difference between technical public use and experimental
use such as does not invalidate a subsequent patent is impossible to formulate. Like most of the other issue of patent law
cases, the character to be given to a proved u e depends upon
the circumstances of each case and is a psychological fact. It
depends wholly upon the operation of mind of the particular
judge upon the particular circumstances. But as in respect
to the other i sues, precedents do show certain circumstances
which have more or less apparently influenced the court in its
decision.
The fact that the inventor himself has appeared to be satisfied that his invention was at least usably perfect, has militated
against the proposition that it was merely experimental. In
the case just referred to the court said "Had the city of Boston, or other parties, used the invention, by laying down· the
pavement in other streets and places, with Nicholson's consent
and allowance, then indeed, the invention itself would have
been in public use, within the meaning of the law; but this was
not the case. Nichol on did not ell it, nor allow others to
use it or sell it. He did not let it go beytond his control. He
did nothing that indicated any intent to do so. He kept it
under hi own eye , and never for a moment abandoned the
intent to obtain a patent for it.'
This idea was made the foundation of the holding in a later
case. 235 The invention here involved was an improvement in
2as
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the construction of cable railways. More than two years prior

to his application the inventor had put it into actual use on a

cable-railroad, of which he had been employed to superintend

the construction. He had apparently devised his invention in

the expectation that he would be. called upon to construct this

particular road. He explained his invention to the directors

of the road, and it was adopted by them. In defense of the

patent it was urged that this use was experimental merely and

the case of Elizabeth v. Pavement Co. was relied upon as

authority. The inventor testified that he had been possessed

by serious doubt as to the practicability of his device, and that

he delayed applying for a patent until the utility of the device

should have been tested by use. He did not, however, com-

municate this doubt to the directors of the road. The court

said of this, quoting the words of the lower court, "Mani-

festly the complainant received a consideration for devising

and consenting to the use of an invention which was designed

to be a complete, permanent structure, which was to cost a

large sum of money, and which he knew would not meet the
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expectation of those who had employed him, unless it should

prove to be in all respects a practically operative and reason-

ably durable one. If he had entertained any serious doubts

of its adequacy for the purpose for which it was intended, it

would seem that he would not have recommended it in view

of the considerable sum it was to cost. At all events, he did

not treat it as an experimental thing, but allowed it to be ap-

propriated as a complete and perfect invention, fit to be used

practically, and just as it was, until it should wear out, or

until it should demonstrate its own unsuitableness. He turned

it over to the owners without reserving any future control over

it, and knowing that, except as a subordinate, he would not be

permitted to make any changes in it by way of experiment;

and at the time he had no present expectation of making any

material changes in it. He never made or suggested a change

in it after it went into use, and never made an examination

with a view of seeing whether it was defective, or could be

improved in any particular." The court held, therefore, that

the coi:istruction of cable railways. More than two years prior
to his application the inventor had put it into actual use on a
cable-railroad, of which he had been employed to superint~nd
the construction. He had apparently devised his invention in
the expectation that he would be. calle9 upon to construct this
particular road. He explained his .invention to the directors
of the road, and it was adopted by them. In defense of the
patent it was urged that this use was experimental merely and
the case of Elizabeth v. Pavement Co. was relied upon as
authority. The inventor testified that he had been possessed
by serious doubt as to the practicability of his device, and that
he delayed applying for a patent until the utility of the device
should have been tested by use. He did not, however, communicate this doubt to the directors of the road. The court
said of this, quoting the words of the lower court, "Manifestly the complainant received a consideration for devising
and consenting to the use of an invention which was designed
to be a complete, permanent struc~ure, .which was to cost a
large sum of money, and which he knew would not meet the
expectation of those who had employed him, unless it should ·
prove to be in all respects a practically operative and reasonably durable one. If he had entertained any serious doubts
of . its adequacy for the purpose for which it was intended, it
would seem that he would not have recommended it in view
of the con~iderable sum it was to cost. At all events, he did
not treat it as an experimental thing, but allowed it to be appropriated as a complete and perfect invention, fit to be used
practically, and just as it was, until it should wear out, or
until it should demonstrate its own unsuitableness. He turned
it over to the owners without reserving any future control over
it, and knowing that, except as a subordinate, he would not be
permitted · to make any changes in it by way of experiment;
and at the time he had no present expectation of making any
material changes in it. He never made or suggested a change
in it after it went into use, and never made an examination
with a view of seeing whether it was defective, or could be
improved in any particular." The court held, therefore, that
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the case did not come within the principles of the Pavement

Co. case, and that the patent was invalid. 236

The fact that the inventor has received a profit from the

use of his device does not necessarily demonstrate that the use

was more than experimental. The matter of profit was dis-

cussed by the court in Smith & Griggs Mfg. Co. v. Sprague. 237

The machine involved, which was one for making buckles,

"was practically successful, in that during' the period of its

use the complainant produced and sold about 50,000 gross of

levers used on these shoe buckles, which he sold to his custo-

mers in the market. It was a public use in the sense of the

statute and within the decisions of this court, inasmuch as it

was used by the complainant in the regular conduct of his

business by workmen employed by him in its operation, and in

the view of such part of the public as chose to resort to his

establishment, either for the purpose of selling material for the

manufacture or of purchasing its product. It is claimed, how-

ever, and it was so decided by the Circuit Court, that this prior

use of the machine in that form was not a public use within
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the prohibition of the statute so as to defeat the patent, be-

cause that use was experimental only, of an imperfect ma-

chine, embodying an incomplete invention, in order to enable

the inventor to perfect it by improvements actually added, and

to overcome defects developed by this use, which improvements

are contained in the three additional claims, and which were

added as parts of the invention within two years before the

date of the application.''

236 Hall v. Macneale, 107 U. S. 90, 96. "It is contended that the safes

were experimental, and that the use was a use for experiment. But we

are of the opinion that this was not so. ... The invention was complete

in those safes. It was capable of producing the results sought to be

accomplished, though not as thoroughly as with the use of welded steel

and iron plates. ... As to their use being experimental it is not shown

that any attempt was made to see if the plates of the safes could be

stripped off, and thus to prove whether or not the conical bolts were effi-

cient. The safes were sold, and apparently, no experiment and no experi-

mental use was ever thought to be necessary. The idea of a use for ex-

periment was an afterthought."

237 123 U. S. 249.

the case did not come within the principles of the Pavement
Co. case, and that the patent was invalid. 236
The fact that the inventor has received a profit from the
use of his device does not necessarily demonstrate that the u e
was more than experimental. The matter of profit was discussed by the court in Smith & Griggs M.f g. Co. v. Sprague. 2 3 7
The machine involved, which wa·s one for making buckle ,
"was practically successful, in that during the period of its
-use the complainant produced and sold about 50 ooo gross of
levers used on these shoe buckles, which he sold to his customers in the market. It was a public use in the ·sense of the
statute and within the decisions of this court, inasmuch as it
was used by the complainant in the regular conduct of his
business by workmen employed by him in its operation, and in
the view of such part of the public as cho e to resort to his
establishment,' either for the purpose of selling material for the
manufacture or of purchasing its product. It is claimed, however, and it was so decided by the Circuit Court, that this prior
use of the machine in that form was not a public use within
the prohibition of the statute so as to defeat the patent, because that use was experimental only, of an imperfect machine, embodying at). incomplete invention, in order to enable
the inventor to perfect it by improvements actually added, and
to overcome defects developed by this use, which improvements
are contained in the three additional claims, and which were
aqded as parts of the invention within two years before the
date of the application.
236 Hall v. Macneale, 107 U. S. 90, 96.
'It is contended that the afe
were experimental, and that the use was a use for experiment. But we
.are of the opinion that this wa not o. . . . The invention was complete
in. those safes. It was capable of producing the re ults sought to be
accomplished, though not as thoroughly a with the u e of welded teel
and iron plates . . . . As to their u e being experime11tal it i not hown
that any attempt was made to see if the plate of the safe could be
stripped off, and thus to prove whether or not the conical bolts were efficient. The afe were old, and apparently, no experiment and no experimental u e was ever thought to be nece ary. The idea of a u e for experiment was an afterthought."
2 37 123 u. s. 249.
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The court said, generally, that "The use by the inventor,

for the purpose of testing the machine, in order by experiment

to devise additional means for perfecting the success of its

operation, is admissible ; and where, as incident to such use,

the product of its operation is disposed of by sale, such profit

from its use does not change its character ; but^hexe_the use

isjiiainly for the purposes of trade and profit, and the experi-

ment is merely incidental to that, the principal and not the in-

cident must give character to the use." But of the particular

case it said, "The use of the machine was apparently for the

purpose of conducting an established business; the machine it-

self was the only one used for the manufacture, of which the

patentee, by a prior patent, already had a monopoly. He alone

supplied the market with the article, and the whole demand

was satisfactorily met by this single machine. To this extent,

it operated successfully. That it was capable of improve-

ment need not be denied, nor that, while it was in daily use,

its owner and inventor watched it with the view of devising

means to meet and overcome imperfections in its operation;

Generated for facpubupdates (University of Michigan) on 2014-06-13 19:34 GMT / http://hdl.handle.net/2027/uc2.ark:/13960/t3cz3366n
Public Domain in the United States / http://www.hathitrust.org/access_use#pd-us

but this much can be said in every such case. There are few

machines, probably, which are not susceptible of further de-

velopment and improvement, and the ingenuity of mechanics

and inventors is commonly on the alert to discover defects and

invent remedies. The alterations made in the machine in

question, however useful, were not vital to its organization.

Without them, it could and did work so as to be commercially

successful.

"The impression made upon us by the evidence, the conclu-

sion from which we cannot resist, is, that the patentee unduly

neglected and delayed to make his application for the patents,

and deprived himself of his right thereto by the public use of

the machine in question, so far as it is embodied in the claims

under discussion.

"The proof falls far short of establishing that the main pur-

pose in view, in the use of the machine by the patentee, prior

to his application, was to perfect its mechanism and improve

its operation. On the contrary, it seems to us that it shows

The court said, generally, that "The use by the inventor,
for the purpose of testing the machine, in order by experiment
to devise additional means for perfecting the success of its
operation, is admissible; and where, as incident to such use,
the product of its opera.t ion is di posed of by sale, such profit
from its use does not change its character; but
ere the use
is mainl for the ur oses of trade and profit and the experiment is merely incidental to that, the principal and not the incident must give character to the use." But of the particular
case it said, "The use of the machine was apparently for the
purpose of conducting an established business; the machine itself was the only one used for the manufacture, of which the
patentee, by a prior patent, already had a monopoly. He alone
supplied the market with -the article, and the whole demand
was satisfactorily met by this single machine. To this extent,
it operated successfully. That it was capable of improvement need not be denied, nor that, while it was in daily use,
its owner and inventor watched it with the view of devising
means to meet and overcome imperfections. in its operation;
but this much can be said in every such case. There are few
machines, probably, which are not susceptible of further development and improvement, and the ifigenuity of mechanics
and inventors is commonly on the alert to discover defects and
invent remedies. The alterations made in the machine in
question, however useful, :were not vital to its organization.
Without them, it could and did work so as to be c·o mmercially
success£ ul.
'The impression made upon us by the evidence, -the conclusion from which we cannot resist, is, that the patentee unduly
neglected and delayed to make his application for the patents,
and deprived himself of his right thereto by the public use of
the machine in question, so far as it is embodied in the claims
under discussion.
"The proof falls far short of establishing that the main purpose in view, in the use- of the machine by the patentee, prior
to his application, was to perfect its mechanism and improve
its operation. On the contrary it seems to us that it show
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that the real purpose in the use was to conduct the business of

the manufacture, the improvement and perfection of the ma-

chine being merely incidental and subsidiary.

"The case upon the proofs seems to us to fall within the

principle of the decision of this court in Hall v. Macneale, 107

U. S. 90, 96, 97. It was there said : 'It is contended that the

safes were experimental and that the use was a use for experi-

ment. But we are of opinion that this was not so, and that

the case falls within the principle laid down by this court in

Coffin v. Ogden, 18 Wall. 120. The invention was complete

in those safes. It was capable of producing the results sought

to be accomplished, though not as thoroughly as with the use

of welded steel and iron plates. The construction and ar-

rangement and purpose and mode of operation and use of the

bolts in the safes were necessarily known to the workmen who

put them in. They were, it is true, hidden from view after

the safes were completed, and it required a destruction of the

safes to bring them into view. But this was no concealment

of them or use of them in secret. They had no more conceal-
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ment than was inseparable from any legitimate use of them.

As to the use being experimental, it is not shown that any

attempt was made to see if the plates of the safe could be

stripped off, and thus to prove whether or not the conical bolts

were efficient.' " 238

EXPERIMENTAL_SAI,E. The same principles apply to sale

as to use, and there may be an actual sale, more than two

years prior to the application, which does not, in law, amount

to a sale within the meaning of the statute. In Swain v.

Holyoke Machine Co. 239 the court said, "As_a general rule,

a single unrestricted sale by the patentee of his patented^ de-

vice, embodying his completed invention, is a public use or

saje^ within section 4886 of the Revised Statutes. There are

undoubtedly cases where the strict application of this rule

works great hardship. Some inventions are for large and

238 Jenner v. Bowen, 139 Fed. 556; ClT Am. Caramel Co. v. Thos. Mills

& Bro. 149 Fed. 743, "Nor is such use a public use, which will defeat the

patent, because the product of the machine during the time was sold."

239 109 Fed. 154.

that the real purpo e in the use was to conduct the business of ·
the manufacture the improvement and perfection of the mac.hine being merely incidental and subsidiary.
'The case upon the proofs seems to us to fall within the
principle of the decision of this court in Hall v. Macneale, 107
U. S. 90, 96, 97. It was there said: ·'It is contended that the
safes were experimental and that the use was a use for experiment. But we are of opinion that this was not so, and that
the case falls within the principle laid down by this court in
Coffin v. Ogden, 18 Wall. 120. The invention was complete
in those safes. It was capable of producing the results sought
to be accomplished, though n9t as thoroughly as with the use
of welded steel and iron plates. The construction a!1d arrangement and purpose and mode of operation and use of the
bolts in the safes were necessarily known to the workmen who
put them in. They were, it is true, hidden from view after
the safes were completed, and it required a destruction of tl?-e
safes to bring them into view. But this was no concealment
of them or use of them in secret They hacl no more ·conceal- ·
ment than was inseparable from any legitimate use of them.
As to the use being experimental, it is not s~own that any
attempt was made to see if the plates of the safe could be
_stripped off, and thus to proye whether or not the conical bolts
were efficient.' " 238
EXPERIMENT AL SA E.
The same principles apply to sale
as to use, and there may be an actual sale, more than two
years prior to the application, which does not, in law, amount
to a sale within the meaning of the statute. In Swain v.
Holyoke Machine Co. 239 the court said, "As a eneral rule,
ale unrestricted s.a b;y the patentee of hi p~........~~
v ·ce emb
his comf>leted invention, is a public use or
le within section 4886 of the Revised Statutes. There are
undoubtedly cases where the strict application of this rule
works great hardship. Some inventions are for large and
238 Jenner v. Bowen, 139 Fed. 556;
. .A:m. Caramel Co. v. Thos. Mills
& Bro. 149 Fed. 743, "Nor is such use a public use, which will defeat the

patent, because the product of the machine during the time was sold.''
239
109 Fed. 154·
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costly structures, others require a long period of time to test

their practical utility, and still others are for small devices

which are attached to large machines. It follows that an in-

ventor, from lack of means or other circumstances, may be

forced to sell his patented device in order to test its utility or

efficiency. For this reason the cpurts in some instances have

declined to enforce the strict rule where the sale was attended

by some exceptional circumstances. The following cases il-

lustrate the exceptions to the general rule : Where the sale of

the machine was for the purpose of trial, and the machine was

warranted. Graham v. McCormick (C. C.) n Fed. 859, 862,

and Same v. Manufacturing Co., Id. 138, 142. Wfce*e-the

patentee derived no profit from the sale, and the device was a

mere appendage to a large machine sold by his employer. Har-

mon v. Struthers (C. C.) 57 Fed. 637. Where_the__sak was

made at an under price, and without profit to the inventor, and

for the purpose of securing a fair test of the invention. Innis

v. Boiler Works (C. C.) 22 Fed. 780. Where an imperfect

machine was sold, which did not embody the invention. Eas-
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tern Paper-Bag Co. v. Standard Paper-Bag Co. (C. C.) 30

Fed. 63, 66. Where the device sold did not embody the most

complete and perfect form of the invention. Draper v. Wat-

tles, 3 Ban. & A. 618, 620, Fed. Cas. No. 4,073.

"We should hesitate to lay down the broad proposition that

a single sale of a patented device for experimental purposes

works a forfeiture of the patent under the statute. We do

not understand that it has ever been so expressly decided by

the supreme court. It is certainly doubtful whether, under

such circumstances, the device can be said to be 'on sale,' with-

in the fair meaning of the statute. It does not follow that,

because a machine has been sold, it has passed the experimental

stage.

"Instead of laying down a fixed rule, it seems to us that in

each case the court should direct its attention to the funda-

mental inquiry : Undejijdiatxircurnstances^ancLfQr what pur-

po^e-did-4Jie-piiblic use or sa1e_tak_place? And, where it ap-

pears that there has been a public use or sale more than two

years before the application, the burden is thrown upon the
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eo · cy ti:uctures, others require a long peri9d of time to test
their practical utility, and still others are for small devices.
wh!ch are attached to large machines. It follows that an inventor, from lack of means or other circumstances, may be
farced to sell his patented device in order to test its utility or
efficiency. For this reason the c.ourts in some instances have
declined to enforce the strict rule where the sale was attended
by some exceptional circumstances. The following cases illustrate the exceptions to the general rule : Where the sale of
the machine was for the purpose of trial, and the machi~e was
warranted. Graham v. McCormick ( C. C.) I l Fed. 859, 862,
and Same v. Manufacturing Co., Id. 138, 142. ~
he
patentee derived no rofit from ..the sale, an the device_ was a
mere·appendage to a large machine sold by his employer. Harmon v. Struthers (C. C.) 57 Fed. 637. Where t e
was
made at an under price, and without profit to the inventor, and.
for the purpose of securing a fair test of th invention. Innis v. Boiler Works (C. C.) 22 Fed. 780. Where an imperfect
machine was sold, which did not embody the invention. Eastern Paper-Bag Co. v. Standard Paper-Bag Co. ( C. C.) 30
Fed. 63, 66. Where the device sold did not embody the most
complete and perfect form of the invention. Draper v. Wattles, 3 Ban. & A. 618, 620, Fed. Cas. No. 4,073.
"We should hesitate to lay down the broad proposition that
a single sale of a patented. device · for experimental purposes
works a forfeiture of the patent under the statute. We do
not understand that it has ever been so expressly decided by
the supreme court. It is certainly doubtful whether, under
such circumstances, the device can be said to be 'on sale,' within . the fair meaning of the statute. It does not follow that,
because a machine has been sold, it has passed the experimental
stage.
"Instead of laying down a fixed rule, it seems to us th~t in
each case the court should direct its attention to the fundamental inquiry: Uncle
urpo
ake place? And, where it appears that there has been a public use or sale more than two
years before the application, the burden is thrown upon the
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patentee to establish, by full, clear, and convincing proofs, that

such use or sale was principally and primarily for experimental

purposes, and that such purposes were not merely incidental

or subsidiary. Whatever expressions may be found in the

opinions of the supreme court to the effect that a single sale

comes within the statutory prohibition, we think a careful ex-

amination of the cases shows that the primary and governing

consideration is the purpose and object of the inventor in mak-

ing such sale." While this statement is mere dictum and the

actual holding of the case was that there had been a sale and

use within the meaning of the statute, it is a clear and force-

ful expression of what appears to be the settled rule.

A mere contract to sell, not accompanied by the passing of

title to anything, has been held not a "sale" within the meaning

of the statute. 240

It is evident from the foregoing discussion that the purpose

of use or sale, which makes it experimental or otherwise, is

not decided in accord with the inventor's assertions in regard

to it. It depends instead upon the appearance which all the
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collateral facts give to it. An inventor who bears this in

mind, can so arrange his experiments as to make their true

character much more clearly demonstrable from the circum-

stances than if he should ignore it.

2. ABANDONMENT

The statute makes abandonment of an invention a bar to

the .securing of a patent ; a bar that is distinct from the effect

of mere puBHc use or sale. In practice, abandonment is so in-

timately connected with use or sale as to be to a great extent in-

distinguishable from it. Whether or not an invention has

been abandoned to the public is obviously a question of fact

to be determined in each case, 241 but its determination is a

matter of conclusion, and not a mere matter of evidence. The

bar to a patent arising from abandonment is thus very different

from the bar arising from use or sale two years prior to the

application. The use and sale is a mere matter of demonstra-

patentee to establish, by full, clear, and convincing proofs, that
such use or sale was principally and primarily for experimental
purposes, and that such purposes were not merely incidental
or subsidiary. Whatever expressions may be found in the
opinions of the supreme court to the effect that a single sale
comes within the statutory prohibition, we think a careful examination of the cases shows that the primary and governing
consideration is the purpose and object of the inventor in making such sale." While this statement is mere dictum and the
actual holding of the case was that there had been a sale and
use within the meaning of the statute, it is a clear and forceful expression of what appears to be the settled rule.
A mere contract to sell, not accompanied by the passing of
title to anything, has been held not a "sale" within the meaning
of the statute. 240
It is evident from the foregoing discussion that the purpose
of use or sale, which makes it experimental or otherwise, is
not decided in accord with the inventor's assertions in regard
to it. It depends instead upon the appearance whic_h all the
collateral facts give to it. An inventor who bears this in
mind, can so arrange his experiments as to inake their true
character muc~ more clearly demonstrable from the circnmstances than if he should .i gnore it.

240 Burke Elec. Co. v. Independent Pneumatic Tool Co., 232 Fed. 145.

241 Kendall v. Winsor, 21 How. 322, 331.

§ 2. ABANDONMENT
The statute makes abandonment of an imr_ention a bar to
the ecuring of a patent ;-a bar that is distinct from the effect
of mere pu 1c use or sale. In practice, abandonment is so intimately connected with use or sale as to be to 3 great extent indistinguishable from it. Whether qr not an invention has
been abandoned to the public is obviously a question of fact
to be determined in each case, 241 but its determination is a
matter of conclusion and not a mere matter of evidence. The
bar to a patent arising from abandonment is thus very different
from the bar arising from use or ale two years prior to the
application. The use and sale is a mere matter of demonstra240

241

Burke Elec. Co. v. Independent Pneumat:c Tool Co., 232 Fed. 145.
Kendall v. Winsor, 21 How. 322, 331.
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tion. If a public use or a sale has been proved, it automatic-

ally follows that the patent is invalid unless the use or sale

is excused as experimental. Abandonment, on the other hand

depends wholly upon the intent of the inventor. A conclusion

as to intent must be drawn, therefore, from the proved facts,

before the law can be applied. This conclusion can not be

subject to rules of law, for the very simple reason that there

is too little possibility of similar facts in enough particular

cases for the harmony of conclusions therein to demonstrate

a rule. Abandonment is therefore a matter of judicial con-

clusion as to intent, although we are accustomed to speak of

these conclusions, psychological facts perhaps, as facts to be

proved. In this sense, the intent to abandon, or, simply, aban-

donment, "may be proved either by express declaration of an

intention to abandon, or by conduct inconsistent with any

other conclusion." 242

PUBLIC USE. The fact tjiat an inventor let his device go

into public use, or has himself used it or put-it on sale with-

out making any effort to patent it, is reasonably clear evidence
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that he did not intend to patent it and had abandoned the right.

Because of this, it is possible for public use to bar the right to

a patent in two distinct ways. It may act as a bar as a matter

of law, absolutely regardless of the inventor's intent to take

out a patent, because it took place more than two years be-

fore his application. Or, it may bar his right, regardless of

the time at which it occurred, because it occurred under such

circumstances as to indicate clearly an intent to abandon the

invention to the public. The cause of the bar is quite different

in each case, but because of the presence of public use in each

case, the statutory bar of public use has become very much

confused with loss of the right to a patent throughout aban-

donment. In the case of Elizabeth v. Pavement Co., 243 for in-

stance, the court says, "An abandonment of an invention to

the public may be evinced by the conduct of the inventor at

any time, even within the two years named in the law. The

242 U. S. Rifle & Cartridge Co. v. Whitney Arms Co., 118 U. S. 22;

Planing Mach. Co. v. Keith, 101 U. S. 479, 484.

243 97 U. S. 126, 134.

tion. If a ublic use or a sale has been proved, it automatically follows that the patent is invalid unless t e use or sale
is excused as experimental. Abandonment, on the other h<l:nd
de
he intent of the inventor.
con
·
as t.o intent must be drawn, therefore, rom fhe prove<} facts,
before the law can be applied. This conclusion can not be
subject to rules of law, for the very simple reason that there
is too little possibility of similar facts in enough particular
cases for the harmony of conclusions therein to demonstrate
a rule. Abandonment is therefore a matter of judicial conclusion as to intent, although we are accustomed to speak of
these conclusions, psychological facts p_erhaps, as facts to be
proved. In this sense, the intent to abandon, or, simply, abandonment, "may be proved either by express declaration of an
intention to abandon, or by conduct inconsistent with any
other conclusion. " 242
PUBLIC usE. The fact that an inventor let his device go
into public use or has
wifllout makino- an effo t o patent it is reasonably dear eY·dence
that he did not intend to atent it and had abandoned the right.
Because of this, it is possible .for public use to bar the right to
a patent in two distinct ways. It may act as a bar as a matteJ;
of l_aw, absolutely regardless of the inventor's intent to take
out a patent, because it took place more than two years be£ore his application. Or, it may bar his right, regardless of
the time at which it occurred, because it occurred under such
circumstances as to indicate clearly an intent to abandon the
invention to the public. The cause of the bar is quite different
in each case, but because of the presence of public use in each
case, the statutory bar of public use has become very much
confused with loss of the right to a patent throughout abandonment. In the case of Elizabeth v. Pavement Co., 243 for instance, the court says, "An abandonment of an invention to
the public may be evinced by the conduct of the inventor at
any time, even within the two years named in the law. The
242

U. S. Rifle & Cartridge Co. v. Whitney Arms Co.,
Pianing Mach. Co. v. Keith, IOI U. S. 479, 484.
243
97 u.· s. I26, I34·
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effect of the law is, that no such consequence will necessarily

follow from the invention being in public use or on sale, with

the inventor's consent and allowance, at any time within two

years before his application; but that if the invention is in

public use or on sale prior to that time, it will be conclusive

evidence of abandonment, and the patent will be void." The

latter part of this statement is absolutely unwarranted by the

statute or the cases. It is correct to the extent that under such

circumstances the patent will be void. But it will not be void

because the invention is conclusively deemed to have been

abandoned. The statute does not authorize this conclusion

and neither do the cases. The invention may possibly have

been abandoned, to be sure, but the patent is void, as a matter

of law, simply because the statute says it shall be void on ac-

count of the public use. 244 This failure to distinguish be-

tween avoidance because of public use more than two .years

prior to the application, and avoidance because of abandon-

ment as evidenced by public use, is found in very many of the

decisions upon the point and has led to a deal of confused
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thought and expression. It probably accounts, also, for the

part which the intent of the inventor plays in solving the ques-

tion whether an open use is "public use" within the meaning

of the statute, or merely "experimental" use. The intent of

the inventor subsequently to apply for a patent does, as dis-

cussed above, have an influence upon the court's conclusion as

to whether his use of the device is public or not. There is no

logical reason why this should be so to be found in the defi-

nition of "public." It is as open to knowledge and as no-

torious, as fully shared in by the public, whatever be the intent

of the inventor. But if the bar of public use be confused with

that of intent to abandon, there is an obvious reason why

244 The tendency to treat abandonment as a matter of law to be drawn

from certain circumstances is well illustrated in Kendall v. Winsor, 21

How. 322. The court says emphatically, as a matter of decision, that the

question of abandonment is one for the jury, yet, as a matter of dictum,

it says, an inventor may confer his invention upon the public, such inten-

tion being manifested expressly or by conduct, or he may forfeit his

rights "by a willful or negligent postponement of his claims, or by an at-

tempt to withold the benefit of his improvement from the public. . . ."

effect of the law is, that no such consequence will necessarily
follow from the invention being in public use or on sale, with
the inventor's con ent and allowance, at any time within two
years before his application; but that if the invention is in
public use or on sale prior to that time, it will be conclusive
evidence of abandonment, · and the patent will be void." The
latter part of this statement is absolutely unwarranted by the
statute or the cases. It is correct to the extent that under such
circumstances the patent will be void. But it will not be void
because the invention is conclusively deemed to have been
abandoned. The statute does not authorize this conclusion
and neither do the cases. The invention may possibly have
been abandoned to be sure; but the patent is void, as a matter
of law, simply because the statute says it shall be void on account of the public use. 244 This failure to distinguish between avoidance because of public use more than two .years
prior to the application, and avoidance because of abandonment as evidenced by public use, is found in very .many of the
decisions upon the point and has led to a deal of confused
thought and expression. It probably accounts, also, for the
part which the intent of the inventor plays in solving the que·stion whether an open use is "public use ' within the meaning
of the statute, or merely "experimental" use. The intent of
the inventor subsequently to apply for a patent does, as discussed above, have an influence upon the court's conclusion as
to whether his use of the device is puolic or not. There is no
logical reason why this should be so to be found in the de~
nition of "public." It is as open to knowledge and as notorious, as fully shared in by the public, whatever be the intent
of the inventor. But if the bar of public use be confused with
that of intent to abandon, there is an obvious reason why
The tendency to treat abandonment as a matter of law to be drawn
from certain circumstances is well illustrated in Kendall v. Win or, 21
How. 322. The court says emphatically, as a matter of decision, that the
question of abandonment is one for the jury, yet, as a matter of dictum,
it says, an inventor may confer his invention upon the public, such intention being manifested expressly or by conduct, or he may forfeit his
rights "by a willful or negligent postponement of his claims, or by an attempt to withold the benefit of his improvement from the public. . . ."
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public use without an intent to abandon should not be treated

as a bar. 245

FAILURE TO APPLY. The intent to abandon may be predi-

cated upon circumstances other than public use, as well as on

that. In one case 246 it was found that the inventor had evinced

an abandonment of his right to a patent because he had let

eight years pass by, after his original application was with-

drawn, without making any attempt to secure a patent. Dur-

ing this period other persons had taken out patents for simi-

lar devices. The court said, "An inventor, whose application

for a patent has been rejecteTLpanci jvho, wittiout substantial

reason jDr__X44se, omits for many years to take any step to

reinstate or renew it, must be held to have abandoned any

intention of further prosecuting his claim."

Delay in prosecuting an application not only may amount to

abandonment as a reasonable conclusion of fact, but is specific-

ally declared to be presumptive abandonment by the patent

statute. This provides, 247 "All Applications for_ patents shall

be completed and prepared for examination within one year
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after the filing of the application, and in default thereof, or

upon failure of the applicant to prosecute the same within one

year after any action therein, of whicE notice shall liave_ been

given to the applicant, they shall be regarded as abandoned by

the parties thereto, unless it be shown to the satisfaction of

the Commissioner of Patents that such delay was unavoid-

able/' This phraseology leaves open the possibility of show-

ing that the delay was not in fact due to intent to abandon,

but it takes the burden of proof off from the party attacking

the patent, where it ordinarily rests, and puts it upon the pat-

entee himself. Commenting upon this, the court has said, 248

"All this shows the intention of Congress to require diligence

245 Under the earlier statutes, by which public use within two years of

the application would bar the right to a patent as well as public use more

than two years before it, there was a greater justification for injecting the

element of intent into the definition of public use than there is now. Shaw

v. Cooper, 7 Pet. 319; Pennock v. Dialogue, 2 Pet. I.

246 U. S. Rifle & Cartridge Co. v. Whitney, 118 U. S. 22.

24 7 4894 R- S.

248 Planing Mach. Co. v. Keith, 101 U. S. 479, 485.

public use without an intent to abandon should not be treated
as a bar. 245
FAILURE TO APPLY.
The intent to abandon_may be predicated upon circumstances other than public use, as well as on
that. In one case 246 it was found that the inventor had evinced
an abandonment o his r. · ilit to a patent
had let
eight years ass b , after is original ap
was withdrawn, without making any.: tiemp
ea
tent. • During this period other persons had taken out p_atents for similar devices. The court said, "An inventor, whose application
for a
tent has been rej c , an w o, w1 ou su stantial
reason or
omits for man
ears to take an ste to
reinstate or renew it, must be held to have abandoned any
. intention of further rosecutin his ·claim."
Delay in prosecuting an application not only may amount to
abandonment as a reasonable conclusion of fact, but is specifically declared to. be presumptive abandonment by the patent
statute. This provides, 247 "All
Ii cations for a tents shall
be completed and pre2ared for examination within one ear
after the filing of the a lication, and in default thereof, or
upon failure of the a Ii a to rosecute the same within one
year after an_y action therein, of whic notice shall ave een
give to the a licant they shall be regar ed as abandoned by
the parties t ex.et.a, unless it be shown to the satisfaction of
the Comm~ssioner of Patents that such delay was unavoidable." This phraseology leaves open the possibility of showing that the delay was not in fact due to intent to abandon,
but it takes the burden of proof off from the party attacking
the patent, where it ordinarily rests, and puts it upon the patentee himself. Commenting upon this, the court has said, 248
"All this shows the intention of Congress to require diligence
Under the earlier statutes, by which public use within two years ~f
the application_would bar the right to a patent as well as public use more ,
than two years before it, there was a · greater justification for injecting the .
element of intent into the definition of public use than there is now. Shaw
v. Cooper, 7 Pet. 319; Pennock v. Dialogue, 2 Pet. I.
246 U .. S. Rifle & Cartridge Co. v. Whitney, n8 U. S. 22.
247
§ 4894 R. s.
248 Planing Mach. Co. v. Keith, IOI U. S. 479, 485.
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in prosecuting the claims to an exclusive right. An inventor

cannot without cqnse hold his application pending during a

long period of years, leaving the public uncertain whether he

intends ever to prosecute it, and keeping the field of his in-

vention closed against other inventors. It is not unfair to

him, after his application for a patent has been rejected, and

after he has for many years taken no steps to reinstate it, to

renew it, or to appeal, that it should be concluded he has

acquiesced in the rejection and abandoned any intention of

prosecuting his claim further. Such a conclusion is in ac-

cordance with common observation. Especially is this so when,

during those years of his inaction, he saw his invention go

into common use, and neither uttered a word of complaint or

remonstrance, nor was stimulated by it to a fresh attempt to

obtain a patent. When in reliance upon his supine inaction

during those years of his inaction the public has made use of

the result of his ingenuity and has accommodated its business

and its machinery to the improvement, it is not unjust to him

to hold that he shall be regarded as having assented to the ap-
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propriation, or, in other words, as having abandoned the in-

vention." 249

But the court followed up this statement by the recognition

that "There may be, it is true, circumstances which will excuse

delay in prosecuting an application for a patent, after it has

been rejected, such as extreme poverty of the applicant or pro-

tracted sickness." 250

The application for a new patent to replace one already is-

sued, and even a subsequent abandonment of effort to secure

this reissue does not amount to an abandonment of the origi-

249 Ace. Gandy v. Marble, 122 U. S. 432.

250 Smith v. Goodyear Dental Vulcanite Co., 93 U. S. 486, 501, "And the

proof respecting his health and pecuniary condition, together with his

constant efforts to obtain the necessary means to prosecute his right,

rebuts all presumption that he ever abandoned, actually or constructively,

either his invention or his application for a patent. That he never in-

tended an abandonment of his invention is perfectly clear ; and it was not

his fault that granting the patent was so long delayed." A dissenting

opinion argues that the long delay in this case did amount to abandonment.

in prosecuting the claims to an exclusive right. An inventor
cannot 7 itlzout cause hold his application pending during a
long period of years, leaving the public uncertain whether he
intends ever to prosecute it, and keeping the field of his invention closed against other inventors. It is not unfair to
him, after his application for a patent has been rejected, and
after he has for mariy years taken no steps to reinstate it, to
renew it, or to appeal, that it should be concluded he has
acquiesced in the rejection and abandoned any intention of
prosecuting his claim further. Such a conclusion is in accordance with common observation. · Especially is this so when,
during those years of his _inaction, he saw his invention go
into common use, and neither uttered a word of complaint or
remonstrance, nor was stimulated by it to a fresh attempt to
obtain a patent. When in reliance upon his supine inaction
during those years of his inaction the public has made use of
the result of his ingenuity _and has a·ccommodated its business
and its machinery to the improvement, it is no.t unjust to him
to hold that he shall be regarded as having assented to the appropriation, or, in other words, as hav :ng abandoned the invention. " 249
But the court followed up this statement by the recognition .
that "There may be, it is true, circumstances which will excuse
delay in prosecuting an application for .a patent, after it has
been rejected, such as extreme poverty of the applicant or protracted sickness. " 250
The application for a new patent to replace one already issued, and even a subsequent ab~ndonment ·of effort to secure
this reissue does not amount to an abandonment of the origi1

Acc. Gandy v. Marble, 122 U. S. 432.
Smith v. Goodyear Dental Vulcanite Co., 93 U. S. 486, 501, "And the
proof respecting his health and pecuniary conditio!l, together with his
constant ·efforts to obtain the nece sary means to prosecute his right,
rebuts all presumption that he ever abandoned, actually or constructively,
either his invention or his application for a patent. That he never intended an abandonment of his invention is pedectly clear; and it was not
his fault that granting the patent was so long delayed." A . dissenting
opinion argues that the long delay in this case did amount to abandonment.
249
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nal patent. That is still quite as valid and effective as when

it was duly issued. 251

A different type of acquiescence, on which abandonment was

predicated, arose in Hartshorn v. Saginaw Barrel Co. 252 Two

men, Campbell and Hartshorn, had invented the same device

at about the same time. Canipbell_suppgsed that he was the

later inventor and let Hartshorn take out a patent, himself

patenting only a part of his device. Many yea*-& later it de-

velopedjthat Campbell was in reality the first inventor, and

within a reasonable time thereafter he applied for a patent.

The lower court held this patent to be valid, under the circum-

stance^ me supreme Court said on tfr* mntrarv "Campbell

contented himself with the narrow claim originally contained

in his patent of 1867, an( l thereby acknowledged that he was

not entitled to the broader claim which he now asserts under

his reissue. He had the means and the opportunity at the time

the application for his original patent was pending to have

asserted his claim to priority of invention ; he choose not to

do so. He acquiesced in the^aiffl of hfo adyers^ry; he can
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not now claim what he then abandoned."

OMISSION FROM APPLICATION. This is really only a varia-

tion of the well settled doctrine that when an inventor has ap-

plied for a patent and specifically described therein the in-

vention for which he claims right of a monopoly, he is pre-

sumed to have claimed everything that he wants to protect. If

he has omitted from the application some part of the inven-

tion which he would be expected to have claimed at that time,

if at all, it is fair to assume that he did not intend to cover

that particular part by patent, but has abandoned it to the

public. In the words of the Court, 253 "The statute requires the

inventor to particularly point out and to claim distinctly the

improvement or combination which he claims as his discovery.

When, under this statute, the inventor has made his claims,

he has thereby disclaimed and dedicated to the public all other

combinations and improvements apparent from his specifica-

251 McCormick Harvesting Machine Co. v. Aultman, 169 U. S. 606.

252 1 19 U. S. 664.

253 M'Bride v. Kingman, 97 Fed. 217, 223.
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tion and claims that are not mere evasions of the device, com-

bination, or improvement which he claims as his own. While

the patent is notice of the claims which it contains and allows,

it constitutes an estoppel of the patentee from claiming under

that or any subsequent patent any combination or improvement

there shown which he has not clearly pointed out and distinctly

claimed as his discovery or invention when he received his

patent. It is a complete and a legal notice to every one notice

on which every one has a right to rely that he may freely use

such improvements and combinations without claim or moles-

tation from the patentee." "The object of the patenrN^aw in

requiring the patentee to particularly point out and distinctly

claTm the part, improvement or combination which he claims

as his invention or discovery, is 'not only- .to" secure to him all

to which he is entitled, but to apprise the public of what is still

open to them." 254

The fair implication from these quotations would be that

failure to claim all to which the applicant is entitled amounts

ipso facto, as a matter of law, to an abandonment of the un-
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v claimed part. But in both of the cases quoted from the issue

was not at all whether or not any part of the invention had

been in fact abandoned. It was merely one of interpretation

of the patent as it stood. The decision was, that because the

claim did not actually cover the matter alleged, it could not

be made to cover such matter by judicial construction. This

proposition that a patent could not be constructively extended

so as to cover what had not in fact been claimed is logical as

a rule of law. The other proposition, that failure to claim

amounts to abandonment, is not logical as a rule of law, al-

though it is justified as a rule of presumption. If the matter

which the inventor failed to claim were something which did

not necessarily need to have been included in the same patent

as the matter which he did claim, it would be a possibility, at

least, that he intended to claim it through another and separate

application. Even if such an intent were unusual it would not

be unreasonable. To hold as a matter of law that failure to

254 McClain v. Ortmeyer, 141 U. S. 419, 223.

tion and claims that are not mere evasions of the device, combination or improvem~nt which he claims as his own. While
the patent is notice of the clai~ which it contains and allows,
it constitutes an estoppel of the patentee from claiming under
that or any subsequent patent any combination or improvement
there shown which he has not clearly pointed out an_d distinctly
claimed as his discovery or invention when he received his
patent. It is a complete and a legal notice to every one-notice
on which every one has a right to rely-that he may freely use
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requiring the patentee to particularly point out and distinctly
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ipso facto) as a matter of law to an abandonment of the unclaimed part. But in both of the cases quoted from the issue
was not at all whether or not any part of the invention had
been in fact abandoned. · It was merely one of interpretation
of the patent as it stood. The decision was, that because the
claim did not actually cover the matter alleged, it could not
be made to cover such matter by judicial con truction. Thi
pr·o position that a patent could not be constructively extended
so as to cover what h~d not in fact been claimed is logical a
a rule of law. The other proposition, that failure to claim
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which the inventor failed to claim were omething which did
not necessarily need to have been included in the ame patent
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claim in the first application constituted an abandonment, would

be unreasonable and illogical. There could be, fairly, only a

presumption of such intent. If the matter omitted were some-

thing which could have been patented only in conjunction with

that claimed, the presumption is stronger. It could not have

been omitted with the intent of patenting it separately, at a

later time. The neglect to claim it, whether through actual

intent not to, or mere indifference or carelessness, indicates

with reasonable conclusiveness an intent to abandon. But it

does not absolutely demonstrate such an intent. The omission

might very possibly have happened through mistake, or lack

of knowledge, or any form of inadvertence. If abandonment

depends upon intent, as the cjnirls_have agree^lTTtoes.jt can

not Iogicail5n5epredicated upon omission to claim arising out

of such a cause as mere inadvertence.

The actual decisions accord with what has just been said,

and abandonment is not conclusively presumed from""niere

omission^ The judicial view of it is forcefully expressed in

Miller v. Brass Co. 255 This suit was based on the re-issue of
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a patent which contained a claim not included within the origi-

nal patent. The court held the new claim to be invalid be-

cause it had not been even described in the original patent and

could not have been claimed therein. They recognized, how-

ever, that reissues are frequently made for the purpose of

enlarging the claims of original issues under proper circum-

stances, and that the original claim is not absolutely conclusive

upon the inventor as to the extent of his rights. In respect to

the circumstances under which the expansion is allowable, it

said, "If a patentee who has no corrections to suggest in his

specification except to make his claim broader and more com-

prehensive, uses due diligence in returning to the Patent Office,

and says 'I omitted this,' or 'my solicitor did not understand

that/ his application may be entertained, and, on a proper

showing, correction may be made. But it must be remembered

that the claim of a specific device or combination, and an omis-

sion to claim other devices or combinations apparent on the

255 104 U. S. 350.

claim in the first application constituted an abandonment, would
be unreasonable and illogical. There could be, fairly, only a
presumption of such intent. If the mat~er omitted were something which could have been patented only in conjunction with
that claimed, the presumption is stronger. It could n.o t have
been omitted with the intent of patenting it separately, at a
later time. The neglect to claim it, whether through actual
intent not to, or mere indifference or carekssness, indicates
with reasonable conclusiveness an intent to abandon. But it
does not absolutely demonstrate such an intent. The omission
might very possibly have happened through mistake, or lack
of knowledge, or any form of inadvertence. If abandonment
depends upon intent as the co
have ao-ree 1 c oes, 1t can
not lo icatt e redicated UJ.?On omission to claim arising out
of such a cause as mere inadvertence.
The actual decisions accord with what has just been said,
and abandonment is not conclusively presumed from mere
om1ss10n.
e JU 1cial view of it is forcefully expressed in
Miller v. Brass Co. 25 5 This suit was based on the re-issue of
a patent which contained a claim not included within the original patent. The court held the new claim to be invalid because it had not been even described in the original patent and
could not- have been claimed therein. They recognized, however, that reissues are frequently made for the purpose of
enlarging the c_laims of original issues under proper circumstances, and that the original claim is not absolutely conclusive
upon the inventor as to t~e extent of his rights. In respect to
the circumstan~es ·under which the expansion is allowable, it
said, "If a patentee who has no corrections to suggest in his
specification except to make his claim broader and more comprehensive, uses due diligence in returning to the Patent Office,
and says 'I omitted this,' or 'my solicitor did not understand
that,' his application may be entertained, and, on a proper
showing, correction may be made. But it must be remembered
that the claim of a specific device or combination, and an omission to claim other devices or ·combinations apparent on the
25 5
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162

Patents and Inventions

162 Patents and Inventions

face of the patent, are, in law, a dedication to the public of

that which is not claimed. It is a declaration that that which is

not claimed is either not the patentee's invention, or, if his, he

dedicates it to the public. This legal effect of the patent can-

not be revoked unless the patentee surrenders it and proves

that the specification was framed by real inadvertence, acci-

dent, or mistake, without any fraudulent or deceptive inten-

tion on his part ; and this should be done with all due diligence

and speed. Any unnecessary laches or delay in a matter thus

apparent on the record affects the right to alter or reissue the

patent for such cause. If two years' public enjoyment of an

invention with the consent and allowance of the inventor is

evidence of abandonment and a bar to an application for a

patent, a public disclaimer in the patent itself should be con-

strued equally favorable to the public. Nothing but a clear

mistake, or inadvertence, and a speedy application for its cor-

rection, is admissible when it is sought merely to enlarge the

claim. " In short, the rule as laid down by this court is simply

that omission to claim amounts to abandonment, as a matter
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of law, jmless the patentee demonstrates, within a reasonable

time, that it w.a5_noi-an abandonment. All of which is but a

cumbersome way of saying that abandonment will only be

presumed from omission.

The precise question came before the court in Miller v. Eagle

Mfg. Co. 256 The patentee had taken out two patents, the de-

scriptions and drawings of which were identical. The claims,

however, differed, in that the later issued one claimed matter

not included in the claim of the first. There was a valid reason

for the making of this division, and the court distinctly held

that "Where the second patent covers matter described in the

prior patent, essentially distinct and separable from the in-

vention covered thereby and claims made thereunder, its valid-

ity may be sustained." 257

256 I 5I U. S. 186.

257 It is also, however, said quite as distinctly that a single invention may

not be split and part of its features patented at one time and part at

another. It might be commented that a single invention capable of being

split into parts which 'are themselves patentable as inventions is an un-

illustrated paradox.

face of the i~ atent, are, in law a dedication to the public of
that which is not claimed. It is a declaration that that which is
not claimed is either not the patentee s invention, or, if his, he
dedicates it to the public. This legal effect of the paten't cannot be revoked unle s the patentee surrender it and proves
that the spe~ification was framed by- real inadvertence, accident, or mistake, withouf any fraudulent or deceptive intention on his part; and this should be done with all due diligence
and speed. Any unnecessary !aches or delay in a matter thus
apparent on the record affects the right to alter or reissue the
patent for such cause. If two years' public enjoyment of an
invention with the consent and allowance of the inventor is
evidence of abandonment and a bar to an application for a
patent, a public disclaimer in the patent itself should be construed equally favorable to the public. Nothing but a clear
mistake, or inad ertence, and a s eedy apJ?licatio
t correction · admissible when it is sought merely to enlarge the
~·" In s rt tlie ru~e as laid down b this court is simply
that omission to claim amounts to abandonment, a a. ma er
of law, tnless the patentee demonstrates, withi a reasonable
ti e th t it
baad-Qtlfilent. All of which is but a
cumbersome way of saying that abandonment will only be
presumed from omission.
The precise question came before the court in Miller v. Eagle
Mfg. Co. 256 The patentee had taken out two patents, tµe descriptions and drawings of which were identical. The claims,
however, differed, in that the later issued one claimed matter
not included in the claim of the first. There was a valid reason
for the making of this division, and the court · distinctly held
that "Where the econd patent covers matter described in the
prior patent e entially distinct and eparable from the invention covered thereby and claims made thereunder its validity may be ustain~d."
~

257

151 U. S. 186.
It is also, however, sai~ quite as distinctly that a single invention may
not be split and part of its features patented at one! time and part at
another. It might be commented that a ing~e invention capable of being
split into parts which ·are themselve patentable a invention is an unillustrated paradox.
256
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Correction of omissions. It might be supposed that whether

an inventor intended to abandon or not, he must lose any part

of his invention which he failed to claim when he should have

done so, because the statute does not provide for a correction

under such circumstances. It provides for the issue of a patent

for an invention, but not for the issue of a second patent in

case the first one has not been broad enough. Logically there

seems to be no answer to such a position. The invention

should be treated as lost, not by abandonment, but by failing

to apply for a patent.

Practically, however, the courts have protected the inventor

from such loss as a result of his mistake,, by their interpreta-

tion of 4916 R. S. This provides that, "Whenever any

patent is inoperative or invalid, by reason of a defective or

insufficient specification, or by reason of the patentee claiming

as his own invention or discovery more than he had a right to

claim as new, if the error has arisen by inadvertence, accident,

or mistake, and without any fraudulent or deceptive intention,
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the Commissioner shall, on the surrender of such patent and

the payment of the duty required by law, cause a new patent

for the^same invention, ^and. in accordance wtflTthe~corrected

specification, to be issued to the patentee, or, in case of his

death or of an assignment of the whole or any undivided part

of the original patent, then to his executors, administrators, or

assigns, for the unexpired part of the term of the original

patent. Such surrender shall take effect upon the issue of the

amended patent. The Commissioner may, in his discretion,

cause several patents to be issued for distinct and separate

parts of the thing patented, upon demand of the applicant, and

upon payment of the required fee for a reissue for each of

such reissued letters patent. The specifications and claim in

every such case shall be subject to revision and restriction in

the same manner as original applications are. Every patent

so reissued, together with the corrected specifications, shall

have the same effect and operation in law, on the trial of all

actions for causes thereafter arising, as if the same had been

originally filed in such corrected form; but no new matter

Correction of omissions. It might be supposed that whether
an inventor intended to abandon or not, he must lose any part
of his invention which he failed to claim when he should have
done so, because the statute does not provide for a correction
under such circumstances. It provides for the issue of a patent
for an invention, but not for the issue of a second patent in
case the first one has not been broad enough. Logically there
seems to be no answer to such a position. The invention
should be treated as lost, not by abandonment, but by failing
to apply for a patent.
Practically, however,- the courts have protected the inventor
from such loss as a result of his mistake, . by their interpretaany
tion of § 49 I 6 R. S. This provides that, "W
patent is ino rative or invalid, by reas
of a de-fe · · r
insufficient specification, or by reason of the patentee claiming
as 1s own invention or discove more than he ad a ri ht to
claim as new, if the error has arisen by inadvertence accident,
or mistake, and without any fraudulent or dece tive intention,
the Commissioner shall, on the surrender of such atent and
the payment of the duty re uired by law, cat1se a new pate~t
for t e same invention and in accordance 1 1 the corrected
specification, to be issued to the patentee, or, in case of his
death or of an assignment of the whole or any ~ndivided part
of the original patent, then to his executors, administrators, or
assigns, for the unexpired part of the term of the original
patent. Such surrender shall take effect upon the issue of the
amended patent. The Commissioner may, in his discretion,
cause several patents to be issued for distinct and separate
parts of the thing patented, upon demand of the applicant, and
upon payment of the required fee for a reissue for each of
such reissued letters patent. The specifications and claim in
every such case shall be subject to revision and restriction in
the same manner as original applications are. Every patent
so reissued, together with the corrected specifications, shall
have the same effect and operation in law, on the trial of all
actions for causes thereafter .arising} as if the same had been
originally filed in such corrected form·; but no new matter
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shall be introduced into the specification, nor in case of a ma-

chine patent shall the model or drawings be amended, except

each by the other; but when there is neither model nor draw-

ing, .amendments may be made upon proof satisfactory to the

Commissioner that such new matter or amendment was a

part of the original invention, and was omitted from the speci-

fication by inadvertence, accident, or mistake, as aforesaid/' 258

DEDICATION OF AN INVENTION TO THE PUBLIC is not differ-

ent from abandonment, in the ordinary speech of the courts.

The words are often used indiscriminately. If judges were

to make a distinction it would probably be in : accord with the

distinction of non-technical usage; abandonment carrying the

idea of negative intent, of acts of omission ; dedication im-

plying positive acts and intent definitely to confer the right

upon the public.

The foregoing discussion has dealt with abandonment or

dedication to the public. There is a form of what might be

called abandonment or dedication to particular individuals
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which, while it does not affect the inventor's right in respect

to the public generally, does affect it in respect to these indi-

viduals. This is found in the statute itself 259 which provides

"Every, person who purchases of the inventor or discoverer,

or with his knowledge and consent, constructs any newly .in-

vented or discovered machine, or other patentable article, prior

to the application by the inventor or discoverer for a patent,

or who sells or uses one so constructed, shall have the right to

use, and vend to others to be_jised, the spe^ific^thing so made

or purchased, without liability therefor."

258 James v. Campbell, 104 U. S. 356 ; Electric Gas Lighting Co. v. Boston

Elec. Co., 139 U. S. 481 ; Thomson-Houston Elec. Co. v. Elmira & H.

Ry. Co., 71 Fed. 396; Ide v. Trorlicht, etc. Carpet Co., 115 Fed. 137. The

Suffolk Co. v. Hayden, 3 Wall. 315, syll. I, "Where a party having made

application for a patent for certain improvements, afterwards, with his

claim still on file, makes application for another but distinct improvement

in the same branch of art, in which second application he describes the

former improvement, but does not in such second application claim it as

original, the description in such second application and non-claim of it

there, is not a dedication of the first invention to the public/'

259 R. S. 4899-

shall be introduced into the specification, nor in_ case of a machine patent shall the model or drawings be amended, except
each by the other; but when there is neither model nor drawing, _amendments may be made upon proof satisfactory to the
Commissioner that such new matter or amendment was a
part of the ori"ginal invention, and was omitted from the specification by inadvertence, accident, or mistake, as aforesaid." 2 58
DEDICATION OF AN INVENTION TO THE PUBLIC is not different from abandonment, in the ordinary speech of the courts.
The words are often used indi-scriminately. If judges were
to make a distinction it would probably be i~ accord with the
distinction of non-technical usage; abandonment carrying the
idea .of . negative intent, of acts of omission; dedication implying positive acts and intent definitely to confer the right
upon the publi~. .
The foregoing discussion has dealt with abandonment or
dedication to the public. There is a ·form of what might ~e
called abandonment or dedication to particular individuals
which, while it does not affect the inventor's right in respect
to. the public generally, does aff~ct it in respect to these individuals. This is found in the statute itself 259 which provides
"Evecy_person. who purchases of the inventor or discoverer,
or with his knowledge and consent constructs any newl invented or discovered machine, or other atentable article, prior
to the application by the inventor or discoverer for a )atent,
or w o sells or uses one s.o constructed, shall have the i:ight to
d, the specific thing so made
use and vend to others to be
2!" purchased, without liability therefor."
James v. Campbell, 104 U. S. 356; Electric Gas Lighting Co. v. Boston
Elec. Co., 139 U. S. 481; Thomson-Houston Elec. Co. v. Elmira & H.
Ry. Co., 71 Fed. 396; Ide v. Trorlicht, etc. Carpet Co., IIS Fed. 137· The
Suffolk Co. v. Hayden, 3 Wall. 315, yll. l, "Where a party having made
application for a patent for certain improvement , after~ard , with his
claim still on file, makes application for another but di tinct improvement
in the same branch of art, in which second application he describes the
former improvement, but does not in such ~cond application claim it as
original, the description in such second application and non-claim of it
there, is not a dedication of- the first invention .to th ~ public."
2 5 0 R. s. § 4899.
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