CHAPTER III

UTILITY

The statute provides that an invention to be patentable must

nnrTmh^h^jnew frit -must he "usefur^also: 185 It does not,

however, say just how much usefulness there shall be, nor does

it indicate what is meant by "useful" The 4uter-prtatioji_is

left-open to the courts. It is clear from the decisions that
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"useful" is not used in the sense of "usable," If it were in

this sense, the patent office would be encumbered with a great

many fewer absolutely impractical "paper" inventions. There

are, for instance, of record, in the neighborhood of 700 patents
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for various types of explosion turbines and parts thereof. Yet

manufacturers are unanimous in saying that a usable, practic-

able, explosion turbine can not be built, so far as present knowl-

edge of metals goes. It is evident therefore that these 700

patents are not for "usable" devices; yet no one would deny

that they are valid patents.

The requirement of usefulness has in fact been restricted to

the purpose for which the device is intended, and has not been

connected with the actual operation of the device. In an
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early case it was contended strongly that the requirement

should properly be applied to the device itself as well as to

the purpose of it. The literal form of the statute possibly

bears out this assertion, that a "useful art, machine, manufac-

ture or composition of matter" is one which can be used. But

the generally held judicial opinion was voiced in that case by

Mr. Justice Story as follows : 186 "To entitle the plaintiff to a

verdict, he must establish, that his machine is a new and use-

185 4886 "any new and useful art, machine, manufacture or com-

position of matter" ; 4893 "if on such examination it shall appear . . .

that the same (the invention) is sufficiently useful and important, the Com-

missioner shall issue a patent therefore."

186 Lowell v. Lewis, I Mason 182.
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"useful" is not used in the sense of "usable " If it were in
this sense, the patent office would be encumbered with a great
many fewer absolutely impr~ctical "paper" inventions. There
are, for instance, of record, in the neighborhood of 700 patents
for various types of explosion turbines and parts thereof. Yet
manufacturers are unanimous in saying that a usable, practicable, explosion turbine can not be built, so far as present knowledge of metals goes. It is evident therefore that these 700
patents are not for "usable" devices; yet no one would deny
that they are valid patents.
The requirement of usefulness has in fact been restricted to
the purpose for which the device is intended, and has not been
connected with the actual operation of the device. In an
early case it was contended strongly that the requirement
should properly be applied to ·the device itself as well as to
the purpose of it. The literal form of the statute possibly
bears out this assertion, that a "useful art, machine, manufacture or composition of matter" is one which can be used. But
the generally held judicial opinion was voiced in that case by
Mr. Justice Story· as follows :186 "To entitle the plaintiff to a
. verdict, he must establish, that his machine is a new and use1 5

§ 4886-"any new and useful art, machine, manufacture or composition of matter"; § 48g3-"if on such examination it shall appear . . .
that the same (the invention) is sufficiently useful and important, the Commissioner shall issue a patent therefore."
186 Lowell v. Lewi , I Mason 182.
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merely prima facie evidence of a very slight nature He must,

in the first place, establish it to be a useful invention ; for the

law will not allow the plaintiff to" recover, if the invention be

of a mischievous or injurious tendency. The defendant, how-

ever, has asserted a much more broad and sweeping doctrine ;

and one, which I feel myself called upon to negative in the

most explicit manner. He contends, that it is necessary for

the plaintiff to prove, that his invention is of general utility;

so that in fact, for the ordinary purpose of life, it must super-

sede the pumps in common use. In short, that it must be, for

the public, a better pump than the common pump ; and that un-

less the plaintiff can establish this position, the law will not

give him the benefit of a patent, even though in some peculiar

cases his invention might be applied with advantage. I do

not so understand the law. The Patent Act uses the phrase

"useful invention" merely incidentally; it occurs only in the

first section, and there it seems merely descriptive of the sub-

ject matter of the application, or of the conviction of the ap-
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plicant. The language is, 'when any person or persons shall

allege, that he or they have invented any new and useful art,

machine, etc/ he or they may, on pursuing the directions of

the Act, obtain a patent. Neither the oath required by the

second section, nor the special matter of defence allowed to

be given in evidence by the sixth section of the act, contains

any such qualification or reference to general utility, to estab-

lish the validity of the patent. Nor is it alluded to in the tenth

section as a cause, for which the patent may be vacated. To

be sure, all the matters of defence or of objection to the patent

are not enumerated in these sections. But if such an one as

that now contended for, had been intended, it is scarcely pos-

sible to account for its omission. In my judgment the argu-

ment is utterly without foundation. All that the law requires

is, that the invention should not be frivolous or injurious to

the well-being, good policy, or sound morals of society. The

word 'useful,' therefore, is incorporated into the act in contrar

distinction to mischievous or immoral. For instance, a new

f ul invention; .and of these facts his patent is to be considered

merely prima facie evidence of a very slight nature He must,
in the first place, establish it to be a useful invention; for the
law will not allow the plai_ntiff to recover, if the invention be
of Cl: mischievous or injurious tendency. The defendant, however, has asserted a much more broad and sweeping doctrine;
and one, which I feel myself called upon to negative in the
most explicit manner. He contends, that it is necessary for
the plaintiff to prove, that his invention is of general utility;
so that in fact, for the ordinary purpose of life, it must supersede the pumps in common use. In short, that it must be, for
the public, a better pump than the common pump; and that unless the plaintiff can establish this position, the law will not
give him the benefit of a patent, even though in ·some peculiar
cases his invention might be applied with advantage. I do
not so understand t~e law. The Patent Act uses the phrase
"useful invention" merely incidentally; it occurs only in the
first section, and there it seems merely descriptive of the subject matter of the application, or of the conviction of the applicant. The langµage is, 'when any person or persons shall
allege, that he or they have invented any new and useful art,
machine, etc,' he or they may, on pursuing the direct~ons of
the Act, obtain a patent. Neither the oath required by the
second section, nor the special matter of defence allowed to
be given in evidence by the sixth section of the act, contains .
any such qualification or reference to general utility, to establish the validity of the patent. Nor is it alluded to in the tenth
section as a cause, for which the patent may be vacated. To
be sure, all the matters of defence or of objection to the patent
are not enumerated in these sections. But if such an one as
that now contended for, had been intended, it is scarcely possible to account for its omission. In my judgment the argument is utterly without foundation. All that the law requires
is, that the invention should not be frivolous or injurious to
the well-being, good policy, or sound morals of society. The
word 'useful,' therefore, is incorporated into the 'ilct in contra:distinction to mischievous or immoral. For instance; a new
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invention to poison people, or to promote debauchery, or to

facilitate private assassination, is not a patentable invention.

But if the invention steers wide of these objections, whether

it be more or less useful is a circumstance very material to

the interest of the patentee, but of no importance to the public.

If it be not extensively useful, it will silently sink into con-

tempt and disregard." 187

Even though the device set forth in the patent be quite im-

practicable, in that precise substantial form, it is not neces-

sarily unpatentable. This is another illustration of the fact

that it is the idea which is really patented and not the particu-

lar form of embodiment described in the application. This

is quite definitely settled by those cases which hold that a

patent is infringed by some particular device, even though the

latter would work successfully and the one patented would

not, in the form described, work as well, if the change by

which the successful operation was brought about was due

solely to mechanical skill. "A machine can not be pronounced

useless or impracticable, because it is susceptible of improve-
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ment which will obviate or prevent embarassments to its most"

perfect operation. If it could, then it would be the duty of

the Courts to pronounce the patent for any machine void, so

soon as ordinary mechanical judgment, or even ingenuity, had

suggested an improvement which made it perform its desired

office more rapidly or more perfectly." 188

Indeed, a patent is valid even though the device as literally

described in it will not operate at all, if it can be made prac-

tically usable by mere mechanical skill. Such facts as these

came before the court in the case of Crown Cork & Seal Co. v.

Aluminum Stopper Co. 189 This was a suit for infringement,

and defense was made that the complainant's patent, on which

his action was based, was void for lack of utility. The de-

187 He repeats much the same thing in Bedford v. Hunt, i Mason 302 ;

Ace. Kneass v. Schuylkill Bank, 4 Wash. 9, Fed. Cas. 7875.

188 Wheeler v. Clipper Mower & Reaper Co., 10 Blatch. 181, 189; Rogers

Typograph. Co. v. Mergenthaler Linotype Co., 64 Fed. 799; Lamb Knit

Goods Co. v. Lamb Glove Co., 120 Fed. 267.

1 89 108 Fed. 845.

invention to poison people, or to promote debauchery, or to
facilitate private assassination, is not a patentable invention.
But if the. invention steers wide of these objections, whether
it be more or less useful is a circumstance very material to
the interest of the patentee, but of no importance to the public.
If it be not extensively useful, it will silently sink into contempt and disregard. " 1 8 7
Even though the device set forth in the patent be quite impracticable, in that precise substantial form, it is not necessarily unpatentable. This is another illustration of the fact
that it is the idea which is really patented and not the particular form of embodiment described in the application. This
is quite definitely settled by those cases which hold that a
patent is infringed by some particular device, even though the
latter would work successfully and the one patented would
not, in the form described, work as well, if the change by
which the successful operation was brought about was due
solely to mechanical skill. "A machine can not be pronounced
useless or . impracticable, because it is susceptible of improvement which will obviate or prevent embarassments to its mosf
perfect operation. If it could, then it would be the duty of
the Courts to pronounce the patent for any machine void, so
soon as ordinary mechanical judgment, or even ingenuity, had
suggested an improvement which made it perform its desired
office more rapidly or more perfectly." 188
Indeed, a patent is valid even though the device as literally
<lescribed in it will not operate at all, if it can be made practically usable by mere mechanical skili. Such facts as these
came before the court in the case of Crown Cork & Seal Co. v.
Aluminum Stopper Co. 189 This was a suit for infringement,
and defense was made that the complainant's· patent, on which
his action was based, was void for lack of utility. The de18 7

He repeats much the same thing in Bedford v. Hunt, 1 Mason 302;
Acc. Kneass v. Schuylkill Bank, 4 Wash. 9, Fed. Cas. 7875.
188
Wheeler v. Clipper Mower & Reaper Co., 10 Blatch. 181, 189; Rogers
Typograph. Co. v. Mergenthaler Linotype Co., 64 Fed. 799; Lamb Knit
Goods Co. v. Lamb Glove Co., 120 Fed. 267.
189 108 Fed. 845.
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fendants introduced, as evidence of this lack of utility, the
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fact that one Lorenz had tried to make bottle stoppers by fol-

lowing faithfully the directions of the complainant's patent

and had been unable to do so successfully. Other witnesses

also testified that success could not be attained by following

the directions. The trouble was that the flange of the stopper

as described was too short to fold tightly over the crown of

the bottle opening. A mere slight increase in length of this

flange was all that was necessary to obviate the defect. This,

the court said, any competent mechanic skilled in the art would

have realized, and Lorenz and the others failed merely be-

cause they were not sufficiently and properly conversant with

the particular art. No invention was needed to remedy the

inutility of the device. Hence the court held the patent to be

valid, despite the fact that, followed literally, it was not usable.

This court said specifically, "Utility being one of the quali-

ties necessary to patentability, the granting of the patent is

prima facie evidence of it; and this is not negatived by the

fact that the device is susceptible of improvement, or that
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"like inventions are so far superior to it that they may entirely

supersede the use of it. Comparative utility between ma-

chines or processes is no criterion of infringement, and com-

parative superiority or inferiority does not necessarily import

noninf ringement ; nor does it tend to avoid infringement if

the defendant's device is simpler and produces better results,

unless the cause is due to a difference in function or mode of

operation or some essential change in character. Differences

in utility do not necessarily import differences of invention.

The burden is upon the defendant, in a case like this, to prove

want of utility. He must show either that it is theoretically

impossible for such a device to operate, or demonstrate by

clear proof that a person skilled in the art to which the in-

vention pertains has endeavored in good faith to make the

patent work, and has been unable to do so. One of the reasons

for the failure of the experiments of Lorenz and Hall may be

found in the fact that they followed closely the directions in

the drawing of the Painter patent as to the dimensions of the

fendants introduced, as evidence of this lack of utility, the
iact that one Lorenz had tried to ~ake bottle stop12ers by following faithfully the directions of the complainant's patent
and had been unable to do so successfully. Qther witnesses
also testified that success could not be attained by following
the directions. The trouble was that the flange of the stopper
as described was too short to fold tightly over the crown of
the bottle opening. , A mere slight increase in length of this
flange was all that was necessary to obviate the defect. rhis,
the court said, any competent mechanic skilled in the art would
have realized, and Lorenz and the others failed merely because they were not sufficiently and properly conversant with
the particular art. No invention was needed to remedy the
inutility of the device. Hence the court held the patent to be
valid, despite the fact that, followed literally, it was not usable.
This court said specifically, "Utility being one of the qualities necessary to patentability, the granting of the patent is
prima facie evidence of it; and this is riot negatived by the
fact that the device is susceptible of improvement, or that
"like inventions are so far superior to it that they may entirely
supersede the use of it. Comparative utility between machines or processes is no criterion of infringement, and comparative superiority or inferiority does not necessarily import
noninfringement; nor does it tend to avoid infringement if
the def end ant's device is simpler and produces better results,
unless the cause is due to a difference in function or mode of
operation or some essential change in character. Differences
in utility do not necessarily import differences of invention.
The burden is upon the defendant, in a case like this, to prove
want of utility. He must show either that it is theoretically
impossible for such a · device to operate, or demonstrate by
clear proof that a person skilled in the art to which the invention pertains has endeavored in good faith to make the
patent work, and has been unable to do so. One of the reasons
for the failure of the experiments of Lorenz and Hall may be
found in the fact that they followed closely the directions in
the drawing of the Painter patent as to the dimensions of the
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devices shown therein. The object of the drawings filed in

the patent office is attained if they clearly exhibit the princi-

ples involved, and, in a case like this, rigid adherence to the

dimensions thus exhibited is not required or expected, and, if

an intelligent mechanic would so proportion the dimensions

as to secure practical results, inutility is not demonstrated by

experiments with material identical in form and proportion of

parts with the drawings in the patent. The special reason as-

signed for lack of utility consists in the shortness of the

flange of the cup which constitutes the bottle stopper, and in-

crease in the length of the flange would cure the defect. That

is so obvious that no inventive faculty need be invoked to sug-

gest it, and the learned counsel for the defendants admits in

his argument that the bottle stopper of Fig. 6 in the Painter

patent can be made useful by sufficiently increasing the length

of its flange so as to increase the depth of the cup. We can-

not think that a decision adverse to the utility and operative-

ness of this invention could safely rest on the ill success of

experiments made by those who were not specially skilled in
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the art, and where it is not obvious that they were specially

desirous of making their experiments succeed." 190

Furthermore, if the device as shown in the patent requires

the application of something more than mechanical skill to

make it operate successfully, the courts have not declared the

patent invalid ; they have declared that the improved and oper-

ative device is itself an invention, so different from the in-

operative one as not to be anticipated by it. 191

This doctrine, that practical usability is not necessary to

patentability, and is not included in the "usefulness" of the

statute, seems to be a perfectly logical and desirable one. It

offers a maximum of protection without any deleterious re-

sult. If it develops that a device has been patented which

will not work in any practical way and can not by mere me-

chanical change be made usable, no harm whatever is done by

the issue of the patent. It secures to society no knowledge of

190 Ace. Brunswick-Balke-Collender Co. v. Backus etc. Co., 153 Fed. 288.

191 See the .discussions under utility as evidence of invention, and un-

successful experiments as anticipation.

devices shown therein. The object of the drawings filed in
the patent office is attained if they dearly exhibit the principles involved, and, in a case like this, rigid adherence to the
dimensions thus exhibited is not required or expected, and, if
an intelligent mechanic would so proportion the dim~sions
as to ·secure practical results, inutility is not demonstrated by
experiments with material identical in form and proportion of
parts with the drawings in the patent. The special reason assigned for lack of utility consists in the shortness of the
flange of the cup which constitutes the bottle stopper, and increase in the length of the flange would cure the defect. That
is so obvious that no inventive faculty need be invoked to suggest it, and the learned counsel for the defendants admits in
his argument that the bottle stopper of Fig. 6 in the Painter
patent can be made useful by sufficiently increasing the length
of its flange so as to increase the depth of the cup. We can11ot think that a decision adverse to the utility and operativeness of this invention could safely rest on the ill success of
experim.e nts made by those who were no~ specially skilled in
the art, and where it is not obvious that they were specially
desirous of making their experiments succeed. " 190
Furthermore, 'if the device as shown in the patent requires
the application of something more than mechanical skill to
make it operate successfully, the courts have not declared the
vatent invalid; they have declared that the improved ~nd operative device is itself an invention, so different from the inoperative one as not to be anticipated by it. 191
·
This doctrine, that practical usability is not necess.a ry to
patentability, and is not included in the "usefulness" of the
statute, seems to be a perfectly logical and desirable one. It
offers a maximum of protection without any deleterious result. If it develops that a device has been patented which
will not work in any practical way and can not by mere mechanical change be made usable, no harm whatever is done by
the issue of the patent. It secures to society no knowledge of
Acc. Brunswick-Balke-Collender Co. v. Backus etc. Co., 153 Fed. 288.
See the .discussions under utility as evidence of invention, and unsuccessful experiments as anticipation.
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any value to be sure; but the public has not been deprived of

anything* which it could possibly desire. If it could be as-

serted that the public was actually deprived of something, in

being precluded from the use of the subject matter covered

by the patent, the very claim itself would demonstrate beyond

contradiction the fact that the device is actually of some use.

On the other hand, the issue of a patent for a possibly inoper-

ative or inutile device may be of great advantage to the pat-

entee. Its seeming inutility may be due merely to mechanical

defects which anyone skilled in the art can remove. If there

is ever call for the device, within the life of the patent, the

patentee should have, as the statute provides, the monopoly of

response to that call. If a change of circumstances should

make usable a device theretofore wholly futile, the patentee

should have the protection to which he is entitled for having

revealed the information whereby the newly developed need

may be satisfied. If the information which the patentee has

given could not be made useful by mechanical skill whenever

needed, or if the thought of using it to satisfy the newly de-
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veloped need itself amounted, to invention, the existence of the

patent would not prevent the maker of the inventive changes

or the originator of the new and "non-analogous" use from

putting his own ideas into practice. 192

There is just one possibility in which the valid patenting of

an inutile device might result harmfully to the public. A later

inventor might evolve an addition to the inoperative device

which, when used as a part of the patented device, or in con-

nection with it, would make it operate successfully. The later

invention could not be used alone. In such case it is con-

ceivable that it could not be used at all without the consent of

the patentee of the foundational device. In all probability,

however, the courts would hold, under such circumstances,

that the later device was not a mere patentable addition to the

already patented device, but that the later inventor was en-

titled to a patent for an entirely new device, which did not in-

fringe and was not anticipated by the earlier unsuccessful de-

192 See discussion under "new use for an old device."

any value to be sure; but the public has not been deprived of
<tnything which it could possibly desire. If it could be asserted that the public was actually deprived of something, in
teiug precluded from the use of the subject matter covered
by the patent, the very claim itself would demonstrate beyond
contradiction the fact that the device is actually of some use.
On the other hand, the issue of a patent for a possibly inoperative or inutile_device may be of great advantage to the patentee. Its seeming inutility may be due merely to mechanical
defects which anyone skilled .in the art can remove. If there
is ever call for the device, within the life of the patent, the
patentee should have, as the statute provides, the monopoly of
·response to that call. If a change of circumstances should
make usable ·a device thereto£ ore wholly futile, the patentee
should have the protection to which he is entitled for having
revealed the information whereby the newly developed need
may be satisfied. If the information which the patentee has
given could not be made useful by mechanical skill whenever
needed, or if the thought of using it to satisfy the newly developed need itself amo~nted to invention, the existence of the
patent would not prevent the maker of the inventive changes
or the originator of the new and "non-analogous" use from
putting his own ideas into practice. 192
There is just one poss~bility in which the valid patenting of
an inutile device might result harmfully to the public. A later
inventor might evolve an addition to the inoperative device
which, when used as a part of the patented device, or in con11ection with it, would make it operate successfully. The later
invention could not be used alone. In such case it is conceivable that it could not be used at all without the consent of
the patentee of the foundational device. In all probability,
however, the courts would hold under such circumstances,
that the later device was not a mere patentable addition to the
already ·patented device but that the later inventor was entitled to a patent for an entirely new device, which did not infringe and was not anticipated by the earlier unsuccessful de192

See di cussion under "new u e for an old devi<:e."
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vice. It is not difficult to comprehend that a device which

works may be an entirely different device from one which does

not work, even though the successful one contains, as an ele-

ment of itself, the device which failed of success. This is

seemingly the actuality in many of the cases holding devices

not to have been anticipated by similar but unsuccessful ex-

periments or by other unsuccessful forms of prior knowledge.

It does not appear, however, to have been specifically con-

sidered by the courts.

As a matter of fact, the charge that a patent is void for

lack of utility can by its very nature hardly come before a

court for consideration. The only person in a position to

make such a change would be one desiring himself to use the

patented device. It could not be brought up as an abstract

proposition. It could not be brought up by a patentee seeking

to avoid an allegation of lack of novelty in his own patent.

In the latter case, if the knowledge set up as anticipation did

in fact amount to anticipation, it would do the patentee no

good whatever to answer that the patent in which the antici-
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pating knowledge was shown was void. The prior knowledge

would remain as proved, whether covered by a valid patent

or open to the public. In such circumstances, the inutility of

the earlier device could be set up, not as affecting the validity

of the patent for it, but only as showing that it was not identi-

cal with the later device. The only possible way, therefore, in

which the invalidity of a patent, because of lack of usefulness

in the device covered by .it, could be called into issue, is by its

being set up in answer to a charge of infringement. An al-

leged in f ringer might answer, as has been done, that the com-

plainant's patent was itself void for lack of utility. But, on

the face of it, such a charge could not be sustained. If the

defendant in such a case were in fact infringing, his device

must be substantially the same as the one covered by the

patent. The very fact that the infringer was using the equiva-

lent of the patented device, and thereby infringing, would be

vice. It is not difficult to comprehend that a device which
works may be an entirely different device from one which does
not work, even though the success£ ul one contains, as an element of itself, the device which failed of success. This ·is
seemingly the actuality in many of the cases holding devices
not to have been anticipated by similar but unsuccessful experiments or by other unsuccessful forms of ·prior knowledge.
It does not appear, however, to have been specifically considered by the courts.
As a matter of fact, the charge that a patent is void for
lack of utility can by its very nature hardly come before a
court for consideration; The only person in a position to
make such a change would be one desiring himself to use the
patented device. It could not be brought up as an abstract
proposition. It could not be brought up by a patentee seeking
to avoid an allegation of. lack of novelty in his own patent.
In the latter case, if the knowledge set up as anticipation did
in fact ~mount to anticipation, it would do the patentee. no
good whatever to answer that the patent in which the anticipating knowledge was shown was void. The prior knowledge
~ould remain as proved, whether covered by a valid patent
or open to the public. In such circumstances, the inutility of
the earlier device could be_set up, not as affecting the validity
of the patent for it, but only as showing that it was not identical with the later device. The only posSible way, therefore, in
which the invalidity of a patent, because of lack of usefulness
in the device covered by .it, could be called into issue, is by its
being set up in answer to a charge of infringement. An .alleged infringer might answer, as has been done, that the comvlainant' s patent was itself void for lack of utility. But, on
the face of it, such a charge could not be sustained·. If the
def end~nt in such a case wer.e in fact infringing, hi~ device
must be substantially the same as the one covere9. by the
patent. The very fact that the infringer was using the equivalent of the patented device, and thereby infringing, would be
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conclusive evidence against him that the patented device could
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be used, that it was in fact "useful." 193

Some slight confusion has been caused by the failure of

courts to recognize the distinction between comparative utility,

as showing the difference between inventions, and usefulness,

as necessary to the validity of a patent. An example of this

appears in Bliss v. The City of Brooklyn. 194 Here, a patent

had been issued for a particular form of hose coupling. Suit

was brought against the city, for infringement of this patent.

By way of defense it was contended that the device shown

by the patent was "worthless, and the patent, for this reason,

invalid." The court said, "The law upon the subject of utility

is not in doubt. No particular amount of utility is required to

render an invention patentable, but there must be some. When

the invention is shown to be worthless, the patent must fail.

Such appears to be the case in the present instance. The evi-

dence fails to disclose any instance where the combination de-

scribed in the reissued patent of 1869 has been successfully

used. The plaintiff himself testifies, that he does not know of
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any such coupling having been found to be of practical use.

Although he sells couplings, he never sold any such, and only

recollects three instances where their use has been attempted.

His testimony satisfies me that the combination described in

the patent here relied on proved inoperative and worthless."

On this ground the Court held the patent to be invalid. It

might be very pertinently asked, why the city was using the

device if it were in reality useless. The answer, as shown by

the facts, is that the city was not using the device covered by

the patent at all. Its device contained an additional feature, a

peculiar lug which served to remedy the defects of the earlier

device. "The introduction of this lug," said the court, "makes

the combination a different combination from that described in

the plaintiff's patent of 1869. But, it is said, that the intro-

duction of the lug is simply an improvement. I cannot se

193 "The patent was itself evidence of the utility of Claim 4, and the

defendant was estopped from denying that it was of value" (dictum)

Westinghouse Co. v. Wagner Mfg. Co., 225 U. S. 604, 616.

194 10 Blatch. 521.

conclusive evidence against him that the patented device could
be used, that it was in fact -"useful." 193
Some slight confusion has been caused by the failure of
courts to recognize the distinction between comparative utility,
as showing the difference between inventions, and usefulness,
as necessary to the validity of a patent. An example of this
appears in Bliss v. The City of Brooklyn. 194 Here, a patent
had been issued for a particular form of hose coupling. Suit
was brought against the city, for infringement of this patent.
By way of defense it was contended that the device shown
by the patent was "worthless, and the patent, for this reason,
invalid." The court said, "The law upon the subject of utility
is not in doubt. No particular amount of utility is required to
renaer an invention patentable, but there must be some. When
the invention is shown to be worthless, the patent must fail.
Such appears to be the case in the present instance. The evidence fails to disclose any instance where the combination described in the reissued patent of 1869 has been su~cessfully
used. The plaintiff himself testifies, that he does not know of
any such coupling having been found to be of practical use.
Although he sells couplings, he never sold any such, and only
recollects three instances where their use has been attempted.
His testimony satisfies me that the combination described in
the patent here relied on proved inoperative and worthless."
On this ground the court held the patent to be invalid. It
might be very pertinently asked, why the city was using the
device if it were in reality useless. The answer, as shown by
the facts, is that the city was not using the device. covered by
the patent. at all. Its device contained an additional" feature, a
peculiar lug which served to remedy the defects of the earlier
device. "The introduction of this l1:Jg," said the court, "makes
the combination a different combination from that described in
the plaintiff's patent of 1869. But, it is said, that the introduction of the lug is simply an improvement. I cannot se193 "The patent was itself evidence of the utility of Claim 4, and the
defendant was estopped from denying that it was of value" (dictum)
Westinghouse Co. v. Wagner Mfg. Co., 225 U. S. 6o4, 616.
19 4 ro Blatch. 52r.
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consider it. The two combinations are distinct, because they

have different elements and attain a different result. In the

one combination, no lug appears, and no practical result is

attained. The introduction of the lug, for the first time pro-

duced a combination which accomplished any useful result.

An added element, which increases the efficiency of a combi-

nation, of itself effective, is of the nature of an improvement;

but, when the added element is essential to the production of

any useful result, such an addition is not an improvement, but

its use gives birth to the only patentable, because the first use-

ful, combination."

The real ground of the decision, therefore, appears to have

been lack of substantial identity between the two devices, as

demonstrated by the inutility of the earlier one. It was quite

outside the scope of the case, and unnecessary, to hold that

the patent sued on was invalid. 195

That "useful" as employed in the statute appertains to the

purpose of the device rather than to the device itself, is fur-

ther indicated by the few cases in which patents have been de-
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clared invalid for lack of utility. One of the most illuminating

of these cases is that of Rickard v. DuBon. 196 The complain-

ant here had secured a patent for a process of treating to-

bacco leaves, while still growing, in such a way as to produce

spots upon them. The alleged purpose of the invention was

to improve the combustion properties of the leaves. The

court dismissed the suit, saying "The patent shows upon its

face that it is intended to secure a monopoly in the art of

spotting growing tobacco, without reference to improving its

quality. The only fact that lends color to the theory that the

treatment of the leaves by the patented process will improve

the quality is that tobacco rich in organic salts of potash ab-

sorbed from the soil has a porous carbon, and is therefore of

superior burning quality. But tobacco in which lime replaces

the potash has to that extent a compact carbon, and will ex-

tinguish rapidly. According to the specification, lime can be

195 In Gibbs v. Hoffner, 19 Fed. 323, "usefulness" is very evidently con-

fused with lack of inventive novelty in view of the prior state of the art.

196 103 Fed. 868.

£onsider it. The two combinations are distinct, because they
have different elements ~nd attain a different result. In .the
one combination, no lug appears, and no practical result is
attained. The introduction of the lug, for the first time produced a combination which accomplished any useful result.
An added element, which increases the efficien~y of a combination, of itself effective, is of the nature of an improvem~nt;
but, when the added element is essential to the production of
any useful result, such an addition is not an improvement, but
its use gives birth to the only patentable, because the first use£ul, combination."
The real ground of the decision, therefore, appears to have
been lack of substantial identity between the two devices, as
c.emonstrated by the inutilhy of the earlier one. It was quite
outside the scope of the case, and unnecessary, to hold that
the patent sued on was invalid. 195
That "useful" as employed in the statute appertains to the
purp'ose of the device rather than to the device itself, is further indicated by the few cases in which patents have been declared invalid for lack of utility. One of the most illuminatingof these cases is that of Rickard v. DuBon. 196 The complainant here had secured· a patent for a process of treating tobacco leaves, while still growing, in such a way as to produce
spots upon them. The alleged purpose of the invention was
to improve the combustion properties of the leaves. The
court dismissed the suit, saying "The patent shows upon its
face that it is intended to secure a monopoly in the art of
spotting growing tobacco, without ·reference to improving its
quality. The only fact that lends color to the theory that the
treatment of the leaves by the patented process will improve
the quality is that tobacco rich irt organic. salts of potash absorbed from the soil has a porous carbon; and is therefore of
superior burning quality. But tobacco in which lime replaces
the potash has to that extent a compact carbon, and will ex. tinguish rapidly. According to the specification, lime can be
195

In Gibbs v. Hoffner, 19 Fed. 323, "usefulness" is very evidently con·
fused with lack of inventive novelty in view of the prior state of the art.
1 9 6 103 Fed. 868.
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substituted for potash in applying the process of the patent.
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And the claims of the patent/cover a treatment by any alkali.

In authorizing patents to the authors of new and useful dis-

coveries and inventions, congress did not intend to extend

protection to those which confer no other benefit upon the pub-

lic than the opportunity of profiting by deception and fraud.

To -war rant a patent, the invention must be useful; that is,

capable of some beneficial use as distinguished from a perni-

cious use."

In another case, 197 it was said, "In this case the verified

answer not only denies that the invention is new and useful,

but alleges a specific fact, which, if true, disposes of the ques-

tion of utility. It charges directly that the apparatus is used

for gambling purposes, and that it cannot be used for any

other purpose. Clearly, this is an allegation which, under the

rule, should be treated as testimony in favor of the defendants,

and, in view of the fact that the complainant has introduced

no testimony to support the patent, it is, in my judgment,

sufficient to entitle the defendants to a decree in their favor." 198
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It is to be observed that this doctrine of invalidity is re-

stricted to those cases in which the device can be utilized for

an undesirable and "useless" purpose only. The fact that it

may be used in an immoral, harmful, or otherwise undesirable

way does not deprive it of patentability, if it is capable of a

beneficial use also. Thus, in Fuller v. Berger, 199 the patented

device was a bogus-coin detector for coin operated slot-ma-

chines. It appeared that the complainants, who were assignees

of the fnventor, had never used the device, nor allowed its

use, on anything except gambling machines. The court found

that there was no element of chance necessarily connected with

the use of the detector, and that it could be applied to perfectly

legitimate machines, as well as to those used for gambling,

and would work on them equally well. It was decided there-

197 Schultze v. Holtz, 82 Fed. 448.

198 Animarium Co. v. Filloon, 102 Fed. 896; Mahler v. Animarium Co.,

in Fed. 530.

199 120 Fed. 274.
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but alleges a specific fact, which, if true, disposes of the question of utility. It charges directly that the apparatus is used
for gambling purposes, and that it cannot be used for any
other purpose. Clearly, this is an allegation which, under the
rule, should be treated as testimony in favor of the defendants,
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It is to be observed that this doctrine of invalidity is restricted to thos·e cases in which the device can be utilized for
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beneficial use also. Thus, in Fuller v. Berger, 199 the patented
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fore, that although the device could be used for immoral and
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harmful purposes, more readily, perhaps, than for innocuous

ones, and had been only so used, it could not be declared un-

patentable on that account. 195

199a It may be noted that while, as the foregoing discussion points out,

the utility of an invention has nothing to do with its validity, the Patent

Office occasionally takes an opposing position. It has been known to

refuse patents on the ground that the alleged invention was impractical

fore, that although the device could be used for immoral and
harmful purposes, more readily, perhaps, than for inn_ocuous
ones, and had been only so used, it could not be declared unpatentable on that account. 199 a

and would not work.

Generated for facpubupdates (University of Michigan) on 2014-06-13 19:34 GMT / http://hdl.handle.net/2027/uc2.ark:/13960/t3cz3366n
Public Domain in the United States / http://www.hathitrust.org/access_use#pd-us

199 a It may b.e noted that while, as the foregoing discussion points out,
the utility of an invention has nothing to do with its validity, the Patent
Office occasionally takes an opposing position. It has been known to
refuse patents on the ground that the alleged invention was impractical
and would n·o t work.

