CHAPTER II

WHAT MAY BE PATENTED

i. SOURCE

We come now to a discussion of the circumstances under

which one is entitled to a -patent. The statute reads 31 "Any

person who has invented or discovered any new and useful

art ... may . . . obtain a patent therefor." When, then,
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has a person "invented or discovered" something. This may

be considered, first, in connection with the source from which

the invention or discovery is obtained, disregarding for the

WHAT MAY BE PATENTED

present the character of the result.

It may be said broadly that nothing is invented or discov-

§

ered, imthin the meaning of the statute, which has not found

its source in the mind of the alleged inventor. It must be the

result of his mental operation upon external stimuli, and not

a mere ^representation or recreation of those stimuli in their

original forms.

IMPORTATION. It is probable that there has always been a

difference in the meaning of the words "inventor" and "im-

porter," but the distinction was formerly pne in name only.
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The two stood on the same plane of merit and were considered

together so often and with so little indication of real differ-

entiation that there is at least a little confusion in precisely

allocating their respective meaning. By the Common Law

and also by the exception in the Statute of Monopolies, the

bringing into the realm of a new trade or .device was consid-

ered as meritorious as was the evolution from the mind of a

new idea for a trade or device. This was, of course, perfectly

logical in the days when travel and intercourse were difficult

and rare, and knowledge percolated from one country to an-

other but slowly. The knowledge of one nation was not then,

as it has since come to be, equally the knowledge of any other

31 ? 4886.

I. SOURCE

We come now to a dis~ussion of the circumstances under
which one is entitled to a ·patent. The statute reads 31 "Any
person who has invented or discovered any new and useful
art . . . may . . . obtain a patent therefor." When, then,
has a person "invented or discovered" something. This may
be considered, first, in connection with the source from which
the invention or discovery is obtained, disregarding for the
present the character of the result.
It may be said broadly that nothing is invented or discovered, within the meaning· of the statute, which has not f ou1'id
its source in the mind of the alleged inventor. It_111ust_be the
result of his mental operation upon external stimuli, and not
a mere representation or recreation of those stimuli in their
ori jnal forms.
.
IMPORTATION. It is probable that there has always been a
difference in the meaning of the words "inventor" and 'importer," but the distinction was formerly one in name only.
The two stood on the same plane of merit and were considered
together so often and with so lit.tie indication of real differentiation that there is at least a little confu~ion in preci ely
allocating their respective meaning. By the Common Law
and also by the exception in the Statute of Monopolie · the
bringing into the realm of a new trade or .device was considered as meritorious as was the evolution from the mind of a
new idea for a trade or device. This was, of course, perfectly
logical in the day when travel and intercour e were difficult
and rare, and knowledge percolated from one country to another but slowly. The knowledae of one nation was not then,
a it ha ince come to be equally the knowledge of ~my other
31

'4886.
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which chooses to note it. One who imported into England
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knowledge of a trade or a substance from abroad did so, usu-

ally, at considerable expense and risk to himself. Consequent-

ly we find royal patents granting monopolies of such importa-

tions consistently respected and enforced by the courts. Fur-

thermore it is evident from the cases that these importations

were sometimes called "inventions" equally with the produc-

tions of one's own mind, and were generally not very clearly

distinguished therefrom. 32

The proper application of the name "inventor" came into

question so late as 1878 in an English case 33 and it was de-

cided that it did not include a mere "importer." The court

sustained the proposition that an importer might be treated

legally as an inventor, but maintained that he was not nomi-

nally an inventor. 34

32 Darcy v. Allin, No. 173, 74 Eng. Rep. 13: The Clothworkers of

Ipswich Case, Godbolt p. 252, No. 351, 78 Eng. Rep. 147, "But if a man

hath brought in a new invention and a new trade within the kingdom,

in peril of his life, and consumption of his estate or stock, etc., or if a
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man hath made a new discovery of anything, in such cases the King of his

grace and favor, in recompense of his costs and travail, may grant by

charter unto him, that he only shall use such a trade or traffique for a

certain time, because at first the people of the kingdom are ignorant and

have not the knowledge or skill to use it."

which chooses to note it. One who imported into England
knowledge of a trade or a substance from abr~ad did so, usually, at considerable expense and risk to himself. Consequently we find. royal patents granting monopolies of such importations consistently respected and enforced by the courts. Furthermore it is evident from the cases that these importations
were sometimes called "inventions" equally with the productioris of one's own mind, and were generally not very clearly
distinguished therefrom. 32
The proper application of the name "inventor" c~me into
question so late as 1878 in an English case 33 · and 'it was decided that it did not include a mere "importer.'' The court
sustained the proposition that an importer might be treated
legally as an inventor, but maintained that he was not nominally an inventor. 34

33 Marsden v. Sayville Street, etc. Co., L, R. 3 Ex. Div. 203.

34 "It is difBcult to say a priori on what principle a person who did not

invent anything, but who merely imported from abroad into this realm

the invention of another, was treated by the judges as being the first and

true inventor. I have never been able to discover the principle, and I

could never get a satisfactory answer. The only answer was, It has been

so decided, and you are bound by the decisions. . . The grounds on which

it is put we do know . . . considering the difficulty which then a'ttended

communication from abroad, a man who brought in anything from abroad

did it at the peril of his life and consumption of his estate and stock,

and it was therefore such a meritorious service done to this kingdom, that

the king might lawfully grant him a monopoly. That is 'the ground it is

put upon. Now, there is some reason in that. It does not make him a

true and first inventor, but it does show a true and meritorious consider-

ation which warranted an exception from the general rule that monopolies

could not be granted." "No doubt it was that use (in the early cases)

which induced the judges, after the passing of the statute of James, to

treat the man who brought the invention from beyond the seas as being

32 Darcy v. Allin, No. 173, 74 Eng. Rep. - 13:
The Cloth workers of
Ipswich Case, Godbolt p. 252, No. 351, 78 _E ng. Rep. 147, "But if a man
hath brought in a new invention and a new trade within the kingdom,
in peril of his life, and ·consumption of his estate or stock, etc., or if a
man hath made a new discovery of anything, in such cases the King of his
grace and favor, in recompense of his costs and travail, may grant by
charter unto him, that he only shall use such a trade or traffique for a
certain time, because at first the. people of the kingdom are ignorant and
have .not the knowledge or skill to use it."
33 Marsden v. Sayville Street, etc. Co., L. R. 3 Ex. Div. 203.
34 "It is difficult to say a priori on what principle a person who did not
invent anything, but who merely imported from abroad into this realm
the invention of- another, was treated by the judges as being the first and
true inventor. I have never been able to discover the principle, and I
could never get a satisfactory answer. The only answer was, It has been
so decided, and you are bound by the decisions. . . The grounds on which
it is put we do know ... considering the difficulty which then attended
communication from abroad, a man who brought in anything from abroad
did · it at the peril of his life and consumption of his estate and stock,
and it was therefore such a meritorious service done to this kingdom, that
the king might lawfully ·grant him a monopoly. That is · the ground it is
put upon. Now, there is some reason in that. It does not make him a
true and iirst inventor, but it does show a true and meritorious consideration which warranted an exception from the general rule that · monopolies
could not be granted." "No doubt it was that use (in the early ca es)
which induced the judges, after the pa sing of the statute of James, to
treat the !11an who brought the invention from beyond the seas as being
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In the United States the granting of patent monopolies by

Pa tents and Inventions

the colonies had been so infrequent that it may be said there

was no established custom before the privilege of granting

patents to inventors was conferred upon the federal govern-

ment by the framers of the Constitution. By that date the

facility of communication was such as to have removed com-

pletely the reasons because of which patents for importations

ha_d been sustained by the Common Law. 35 Nothing is said

expressly in the Constitution, or in the patent acts passed there-

under, regarding importation or importers as such, and the

only possible right to a patent for an importation would have

to depend, therefore, upon a favorable interpretation of the

word "invention." The courts have been uniform in holding

that "information" is not included in "invention." 36

DISCOVERY. The statute authorizes the issue of a patent to

one who has "invented or discovered" certain things. In or-

dinary~lisage the verb "discover" has a sense of bringing to

light that which before existed but was unknown. In such

sense Columbus "discovered" America and Newton "discov-
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ered" the law of gravity. It is defined as meaning to "un-

cover" or "disclose." In the Century Dictionary it is said,

in the same position as the first and true inventor, or as being in an

equivalent position, and gradually the language seems to have been changed

and he was treated as the true and first inventor." Marsden v. Sayville

St. etc. Co., supra. The court then went on to hold that whether the

"ordinary or the existing meaning" of the word inventor be used,

the particular plaintiff, as the facts lay, did not come within either. In a

recent English work (The Laws of England, by the Earl of Halsbury

and others, vol. 22, p. 130 ff ) it is said "An inventor is a person who dis-

covers* or finds out something new, a framer, contriver, or deviser of

what was before unknown. Invention is an act of the mind, and a

person whose mind performs the act is the true inventor." But almost

immediately the writer goes on to say "as the Statute of Monopolies was

In the United States the granting of patent monopolies by
the colonies had been so infrequent that it may be said there
wa no established custom before the privilege of granting
patents to inventors was conferred upon the federal government by the framers of the Constitution. By that date the
facility of communication was such as to have removed completely the reasons because of which patents for importations
had been sustained by the Common Law. 35 Nothing is said
expressly in the Constitution, or in the patent acts passed thereunder, regarding importation or importers as such, and the
only possible right to a · patent for an it;1portation would have
to depend, therefore, upon a favorable interpretation of the
word "invention." The courts have been uniform in holding
that "information" is not included in "invention." 36
DISCOVERY. The statute authorizes the issue of a patent to
one who has "invented or discovere " certain things. In ordinary usage the verb "discover' has a sense of briQging to
light that which before existed but was unknmvn. In such
sense Colun:ibus "discovered" America and Newton "discovered" the law of gravity. It is defined as meaning to "uncover" or "disclose." In the Century Dictionary it is said,

construed to intend to preserve all monopolies which would have been

good at common law, the words "true and first inventor" have always

been construed to include "true and first importer."

35 There seems to have been some belief even at the time the Consti-

tution was adopted that a monopoly for new importations would be de-

sirable. See Story's Commentaries on the Constitution, vol. II, 1153.

36 McClain v. Ortmeyer, 141 U. S. 419, 427; and cases infra.

in the same position as the first and true inventor, or as being in an
equivalent position, and gradually the lang~age seems to have been changed
and he was treated as the true and first inventor." Marsden v. Sayville
St. etc. Co., supra. The court then went on to hold that whether the
"ordinary or the existing meaning" of the word inventor be used,
the particular plaintiff, as the facts lay, did not come within either. In a
recent English work (The Laws of England, by the Earl of Halsbury
and others, vol. 22, p. 130 ff) it is aid "An inventor is a person who discovers· or finds out something new, a framer, contriver, or deviser of
what was before unknown. Invention is an act of the mind, and a
per on whose mind performs the act is the true inventor." But almo t
immediately the writer goes on to say "as the Statute of Monopolies was
construed to intend to preserve all monopolies which would have been
good at common law, the word "true and first inventor" have alway
been con trued to include "true and first importer."
35 There seem
to have been ome belief even at the time the Constitution was adopted that a monopoly for new importations would be deirable. See Story's Commentarie on the Constitution, vol. II, § II53.
3 McClain v. Ortmeyer, 141 U. S. 419, 427; and ca es infra.
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"Discover, Invent, agree in signifying to find out; but we

15

discover what already exists, though to us unknown ; we invent

what did not before exist." The conjunction of the two

words in the statute might seem to imply that one is comple-

mentary of the other and that the framers intended to allow

patenting of both inventions and discoveries, in the normal

sense of the words, provided only that they were not known

and used before. The courts have, however, consistently in-

terpreted the statutes as being confined to those things which

come within the meaning of "invention" only, and have treated

discovery as though it were synonymous therewith instead

of an addition to it.

The word "invention" has never been defined with any de-

gree of exactness in delimitation and both courts and writers

agree that it can not be. "The truth is," says the Supreme

Court, "the word can not be defined in such manner as to af-

ford any substantial aid in determining whether a particular

device involves an exercise of the inventive faculty or not." 3

But the cases all agree that there can not be invention without
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creation. Mere revelation of something existing but unknown

is not sufficient, there must be something produced by operation

of the mind.

A PRINCIPLE OR LAW OF NATURE, (that is, the fact that

from certain causes certain different results will "naturally"

and invariably follow) exists, at least according to many ac-

cepted philosophers, whether humanity is -aware of it or not. 38

The discovery that a certain result will follow from certain

relations of matter is not in any way creation of the result, it

is a mere revelation of the causal relation. It is truly dis-

covery, hi its usual sense, and not invention. It is therefore

not patentable. Possibly the statutes are defective economic-

ally, and unjust also, in not providing rewards for such reve-

, lation of important knowledge, but, as interpreted by the

37 McClain v. Ortmeyer, 141 U. S. 419, 426.

38 As to whether principles of nature have been given to us by God

or by the human beings who first revealed them to us, is entertainingly

argued by Gerard and the Doctor in Reade's, "The Cloister and the

Hearth."

"Discover, Invent, agree in signifying tl) find out; but we
discover what already exists, though to us unknown; we invent
what did not before exist." The conjunction of the two
words in the statute might seem to imply that one is complementary of the other and that the framers intended to allow
patenting of both inventions and discoveries, in the normal
sense of the words, provided only that they were not known
and used before. The courts have, however, consistently interpreted the statutes as being confined to those things which
come within the meaning of "invention" only, and have treated
discovery as though it were synonymous therewith instead
of an addition to it.
The word "invention" has never been defined with any degree of exactness in delimitation and both courts and writers
agree that it can not be. "The truth is," says the Supreme
Court, "the word can not be defined in such manner as to afford any substantial aid in determining whether a particular
device involves an exercise of the inventive faculty or not." 37
But the cases all agree that there can not be invention without
creation. Mere revelation of something existing but unknown
is not sufficient, there must be something produced .by operation
of the mind.
A PRINCIPLE OR LAW OF NATURE, (that is, the fact that
from certai11 causes certain different results will "naturally"
and invariably follow) exists, at least according to many accepted philosophers, whether humanity is iaware of it or not. 38
The discovery that a certain result will follow from certain
relations of matter is not in any way creation of the result, it
is a mere revelation of the causal relation. It is truly discovery, :'!1 its usual sense, and not invention. It is therefore
not patentable. Possibly the statutes are defective economically, and unjust also, in no~ providing rewards for such reve. lation of important knowledge, but, as interpreted by the
McClain v. Ortmeyer, 141 U. S. 419, 426.
As to whether principles of nature have been given to us by God
or by the human beings who first revealed them to us, is entertainingly
argued by Gerard and the Doctor in Reade's, "The Cloister and the
Hearth."
37
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courts, they do not authorize any reward. The most con-

spicuous case of unpatentable discovery of a law of nature

is that of Morton v. New York Eye Infirmary. 39 The patentee

in this case had discovered that the introduction of sulphuric

ether to the lungs, that is to say, its inhalation, "would pro-

duce insensibility to pain, or such a state of quiet nervous ac-

tion as to render a person or animals incapable,, to a great ex-

tent, if not entirely, of experiencing pain while under ithe ac-

tion of the knife. ..." This beneficent effect, the court con-

ceded, had never been known before. It was, however, the

only new thing about the alleged invention, the ether itself and

the apparatus for applying it being both well known. It was,

in short, only the discovery of a result naturally arising from

a certain relation of matter. As the court put it, the patent

presented nothing new except the effect produced by well

known agents, administered in well known ways on well known

subjects.

The court recognized the ineffable benefit to humanity

of this discovery but nevertheless held the patent which
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had been issued to be invalid, saying "At common law an in-

ventor has no exclusive right to his invention or discovery.

That exclusive right is the creature of the statute, and to that

we must look to see if the right claimed in a given case is

within its terms. The act of Congress provides, 'that any

person or persons having discovered or invented any new and

useful art, machine, manufacture, or composition of matter,

or any new and useful improvement on any art, machine,

manufacture, or composition of matter not known or used by

others before his or their discovery or invention thereof, and

not, at the time of his application for a patent, in public use,

or on sale with his consent or allowance as the inventor or dis-

coverer,' shall be entitled to receive a patent therefor. The

true field of inquiry, in the present case, is to ascertain whether

or not the alleged invention, set forth in this specification, is

embraced within the scope of the act. Very little light can

be shed on our path by attempting to draw a practical distinc-

tion between the legal purport of the words 'discovery' and

39 5 Blatch. 116, 2 Fisher 320.

court they do not authorize any reward. The mo t conspicuou ca e ·of unpatentable di covery of a law of nature
i that of 1orton v. ew ork Eye Infirmary. 3 n The patentee
in thi ca e had di covered that the introduction of sulphuric
ether to the lung , that is to say, its inhalation, "would produce insen ibility to pain, or such a state of quiet nervous action a to render a person or animals incapable, to a great extent, if not entirely of experiencing pairi while under the action of the knife . . . . ' Thi beneficent effect the court conceded, had never been known before. It was, however, the
only new thing about the alleged invention, the ether itself and
the apparatus for applying it being both well known. It was,
in short, only the discovery of a result naturally arising from
a certain relation of matter. As the court put it, . the patent
presented nothing new except the effect produced by well
known agents, administered in well known way on well known
ubjects.
The court recoo-nized the ineffable benefit to humanity
of this discovery but nevertheles held the patent which
had been i sued to be invalid, saying "At common law an inventor ha no exclusive right to his invention or di covery.
That exclu ive right is the creature of the tatute, and to that
we must look to see if the right claimed in a given case is
within it terms. The act of Congress provid~s, 'that any
per on or per ons having discovered or invented any new and
useful art machine, manufacture, or composition of matter,
or any new and useful improvement on any art, machine
manufacture or composition of matter not known or used by
other before his or their di co very or invention thereof, and
not, at the time of his application for a patent, in public u e
or on ate \\ ith hi con ent or allo'' ance a the inventor or di cm erer, hall b entitled to receive a patent therefor. The
true fi l of inquiry in the pre ent ca e, i to a certain whether
r not the alle ed invention, t forth in thi pecification, i
embraced within the cope of the act. Very little light can
e hed on our path 1y attemptin to draw a practical di tincti n 1etween the lea-al purp rt f the won!:; di covery and
39

5 Blatch. r 16

2
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'invention.' In its naked ordinary sense, a discovery is not
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patentable. A discovery of a new principle, force, or law

operating, or which can be made to operate, on matter, will

not entitle the discoverer to a patent. It is only where the

explorer has gone beyond the mere domain of discovery, and

has laid hold of the new principle, force, or law, and connected

it with some particular medium or mechanical contrivance of

which, or through which, it acts on the material world, that

he can secure the exclusive control of it under the patent laws.

He then controls his discovery through the means by which

he has brought it into practical action, or their equivalent, and

only through them. It is then an invention, although it em-

braces a discovery. Sever the force or principle discovered

from the means or mechanism through which he has brought

it into the domain of invention, and it immediately falls out

of that domain and eludes his grasp. ' It is then a naked dis-

covery, and not an invention.

"A discovery may be brilliant and useful, and not patent-

able. No matter through what long, solitary vigils, or by
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what importunate efforts, the secret may have been wrung

from the bosom of Nature, or to what useful purpose it may

be applied. Something more is necessary." 40

The result of the case seems hard, but the exposition of the

court demonstrates that the patentee created nothing. He

could not therefore acquire a reward, because the patent laws

have never been construed as rewarding diligence in merely

finding out the vario'us possessions with which the Creator of

all things has already blessed the world.

Another case which is frequently cited as supporting the

rule that a principle of nature can not be patented, even though

newly discovered, is that of O'Reilly v. Morse. 41 The patentee,

Morse, had discovered that electricity, acting through the elec-

tro-magnet, could be used for the transmission of intelligible

signals, and he had devised a particular means for utilizing

this discovery. The first seven claims of his patent dealt with

40 The credit for the discovery is attributed to Morton, beyond doubt,

in Park's History of Med, 2d ed. p. 312.

41 15 How. 61.

'invention.' In its naked ordinary sense, a discovery is not
patentable. A discovery of a new principle, force, or law
operating, or which can be made to operate, on matter, will
not entitle the discoverer to a patent. It is only where the
explorer has gone beyond the mere domain of discovery, and
has laid hold of the new principle, force, or law, and connected
it with some particular medium or mec~anical contrivance of
which, or through which, it acts on the material world, that
he can secure the exclusive control of it under the patent laws.
He then controls pis discovery through the means by which
he has brought it into practical action, or their equivalent, and
only through them. It is then an invention, although it embraces a discovery. Sever the. force or principle discovered
from the means or mechanism through which he has brought
it into the domain of invention, and it immediately falls out
of that domain and -eludes his grasp. · It is then a naked discovery, and not an invention.
"A discovery may be brilliant and useful, and not patentable. No matter through what long, solitary ·vigils, or by
what imp9rtunate efforts, the secret may have been wrung
from the bosom of Nature, or to what useful purpose it may
be applied. Something-more is necessary. " 40
The result of the case seems hard, but the exposition of the
court demonstrates that the patentee created nothing. He
could not therefore acquire a reward, because the patent laws
have never been construed as rewarding diligence in merely
finding out the various possessions with which the Creator of
all things has already blessed the world.
Another case which is frequently dted as supporting the
rule that a principl_e of nature can not be patented, even though
newly discovered, is that of 0 Reilly v. Morse. 41 The patentee,
Morse, had discovered that electricity, acting through the electro-magnet, could be used for the transmi sion of intelligible
signals, and_ he had devised a particular means for utilizing
this discovery. The first seven claims of his patent dealt with
40 The credit for the discovery is attributed to Morton, beyond doubt,
·
in Park's History of Med, 2d ed. p. 312.
41 rs How. 6r.
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this particular idea of means and were sustained by the Su-

I
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preme Court. The eighth claim was broader, and amounted

in reality to a claim of the natural principle or force of

electro-magnetism for transmitting intelligible signals. It

read "I do not propose to limit myself to the specific ma-

chinery or parts of machinery described in the foregoing

specification and claims; the essence of my invention being

the use of the motive power of the electric or galvanic cur-

rent, which I call electro-magnetism, however developed, for

marking or printing intelligible characters, signs, or letters, at

any distances, being a new application of that power of which

I claim to be the first inventor or discoverer." This claim the

court rejected as invalid saying of it, "It is impossible to mis-

understand the extent of this claim. He claims the exclusive

right to every improvement where the motive power is the

electric or galvanic current, and the result is the marking or

printing intelligible characters, signs, or letters at a distance.

If this claim can be maintained, it matters not by what process

or machinery the result is accomplished. For aught that we
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now know some . future inventor, in the onward march of

science, may discover a mode of writing or printing at a dis-

tance by means of the electric or galvanic current, without us-

ing any part of the process or combination set forth in the

plaintiff's specification. His invention may be less compli-

cated less liable to get out of order less expensive in con-

struction, and in its operation. But yet if it is covered by

this patent the inventor could not use it, nor the public have

the benefit of it without the permission of this patentee. No

one we suppose will maintain that Fulton could have taken

out a patent for his invention of propelling vessels by steam,

describing the process and machinery he used, and claimed

under it the exclusive right to use the motive power of steam,

however developed, for the purpose of propelling vessels. It-

can hardly be supposed that under such a patent he could have

prevented the use of the improved machinery which science

has since introduced ; although the motive power is steam, and

the result is the propulsion of vessels. Neither could the man

who first discovered that steam might, by a proper arrange-

this particular idea of means and were sustained by the Supreme Court. The eighth claim was broader, and amounted
in reality to a claim of the natural principle or force of
electro-magnetism for transmitting intelligible signals. . It
read 'I do not propose to limit myself to the specific machinery or parts of machinery described in the foregoing
specification and claims · the essence of my invention being
the use of the motive power of the .electric or galvanic current, which I call electro-magnetism, however developed, for
marking or printing intelligible characters, signs, or letters, at
any distances, being a new .application of that power of which
I claim to be the first inventor. or discoverer. ' This claim the
court rejected as invalid saying of it, "It is impossible to misunderstand the extent of this claim. He claims the exclusive
right t.o every improvement where the motive power is the
electric or galvanic current, and the result is. the marking or
printing intelligible characters, signs, or letters at a distance.
If this claim ·can be maintained, it matters not by what ·process
or machinery the result -is accomplished. For aught that we
now know some . future inventor, in the onward march of
science, may discover a mode of writing or printing at a distance by means of the electric or galvanic current, without using any part of the process or combination set forth in the
plaintiff's spedfi,cation. His invention may be less complicated-less liable to get out of order-less expensive in construction, and ·in its operation. But yet if it is co".ered by
this patent the inventor could not use it, nor the public have
the benefit of it without the permission of this patentee. No
one we suppose will maintain that Fulton could have taken
out a patent for his invention of propelling vessels by steam,
de cribing t~e process and machinery he used, and claimed
under it the exclu ive right to use the motive ·power of steam,
however developed for the purpose of propelling vessels. It
can hardly be uppo ed that under uch a patent he could have·
prevented the use of the improved machinery which science·
ha ince introduced; although the motive power is steam, and
the r ult i the propul ion of ve els. Neither could the man
wh fir t i covered that steam might, by a proper arrange-
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ment of machinery, be used as a motive power to grind corn

or spin cotton, claim the right to the exclusive use of steam as

a motive power for the purpose of producing such effects." 42

42 In a sense this statement was dictum since it affected only the costs

of the suit and not its merits. Leroy v. Tatham, 14 How. 156; Id. 22

How. 132, 136; Foote v. Silsby, 2 Blatch. 260. An opposite view is set out

ment of machin~ry, be used as a motive power to grind corn
or spin cotton, claim the right to the exclusive use of steam as
a motive power for !he purpose of producing such effects." 42

by Mr. Justice Nelson in his dissenting opinion in Leroy v. Tatham, 14

How. 156, 186. "I shall not pursue a reference to the authorities on this

subject any further. The settled doctrine to be deduced from them, I think,

is, that a person having discovered the application for the first time of a

well-known law of nature, or well-known property of matter; by means

of which a new result in the arts or in manufactures is produced, and

has pointed out a mode by which it is produced, is entitled to a patent;

and, if he has not tied himself down in the specification to the particular

mode described, he is entitled to be protected against all modes by which

the same result is produced, by an application of the same law of nature or

property of matter. And a fortiori, if he has discovered the law of nature

or property of matter, and applied it, is he entitled to the patent, and afore-

said protection. And why should not this be the law. The original con-
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ception the novel idea in the one case, is the new application of the

principle or property of matter, and the new product in the arts or manu-

factures in the other, in the discovery of the principle or property, and

application, with like result. The mode or means are but incidental and

flowing naturally from the original conception ; and hence of inconsiderable

merit. But, it is said, this is patenting a principle, or element of nature.

The authorities to which I have referred, answer the objection. It was ans-

wered by Chief Justice Eyre, in the case of Watts's patent, in 1795, fifty-

seven years ago ; and more recently in still more explicit and authoritative

terms. And what if the principle is incorporated in the invention, and

the inventor protected in the enjoyment for the fourteen years. He is

protected only in the enjoyment of the application for the special purpose

and object to which it has been newly applied by his genius and skill. For

every other purpose and end, the principle is free for all mankind to use.

And, where it has been discovered, as well as applied to this one purpose,

and open to the world as to every other, the ground of complaint is cer-

tainly not very obvious. Undoubtedly, within the range of the purpose

and object for which the principle has been for the first time applied,

piracies are interfered with during the fourteen years. But anybody may

take it up and give to it any other application to the enlargement of the

arts and of manufactures, without restriction. He is only debarred from

the use of the new application for the limited time, which the genius of

others has already invented and put into successful practice. The protec-

tion does not go beyond the thing which, for the first time, has been

discovered and brought into practical use ; and is no broader than that

In a sense this statement was dictum since it affected only the costs
of the suit and not it merits. Leroy v. Tatham, 14 How. 156; Id. 22
How. 132, 136; Foote v. Silsby, 2 Blatch. 260. An opposite view is set out
by Mr. Justice Nelson in his dissenting opinion in Leroy v. Tatham, 14
How. 156, 186. "I shall not pursue a reference· to the. authorities on this
subject any further. The settled doctrine to be deduced from them, I think,
is, that a person having discovered the application for the first time of a
well-known law of nature, or well-known property of matter; by means
of which ·a new result in the arts or in manufactures is produced, and
has pointed out a mode by which it is produced, is entitled to a patent;
and, if he has not tied himself down in the specification to the particular
mode described, he is entitled to be protected against all modes by which
the ame result is produced, by an application of the same law o'f nature or
property of matter. And a fortiori, if he has discovered the law of nature
or property of matter, and applied it, is he entitled to the patent, and aforeaid protection. And why should not this be the law. The original conception-the novel idea in the one case, is the new application of the
principle or property of matter, and the new product in the arts or manufactures-in the other in the discovery of the principle or property, and
application, with like result. The mode or means are but incidental and
flowing naturally from the original conception; and hence of inconsiderable
merit. But, it is said, this is patenting a principle, or element of nature.
The authorities to which I have referred, answer the objection. It was answered by Chief Ju tice Eyre, in the case of Watts's patent, in 1795, fiftyeven years ago; and more recently in still more explic~t and authoritative
terms. And what if the principle is incorporated in the invention, and
the inventor protected in the enjoyment for the fourteen year . He is
protected only in the enjo yment of the application for the special purpose
and object to which it has been newly applied by his genius and skill. For
every other purpose and end, the principle is free for all mankinJ to use.
And, where it has been di covered, as well as applied to this one purpose,
and open to the world a to every other, the ground of complaint is certainly not very obvious. Undoubtedly, within the range of the purpose
and object for which the principle has been for the first time applied,
piracies are interfered with during the fourteen years. B:ut anybody rriay
take it up and give to it any other application to the enlargement of the
arts and of manufactures, without restriction. He is only debarred from
the use of the new application for the limited time, which the genius of
others ha already invented and put into uccessful practice. The protecti on does not go beyond the thing which, for the first time, has been
discovered and brought into practical use; and is no broader than that
42
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CIPLE have been consistently sustained; indeed it would be

difficult to conceive of any mechanical contrivance whose ef-

PATENT

FOR THE MEANS OF UTILIZING A NATURAL PRIN-

fectuation of a given result, static or dynamic, did not make

use of some "natural principle." The conception of a means

of utilizing such a principle does, however, involve creation;

the means is something which did not before exist, in the

ordinary comprehension of existence, and such a concept is

therefore within the intended protection of the patent laws. 43

The courts have experienced considerable difficulty, how-

ever, in distinguishing with certainty between the use of a

principle, which is not patentable, and the means of utilizing

it, which is patentable. The discovery of a new principle is

held to entitle the discoverer to a wide range of protection in

the means he devises to utilize it. He is secured not merely in

the precise form of means he sets out in his patent but in all

forms which are essentially similar. The principle itself thus

becomes a part, at least, of the device, inasmuch as it is the real

distinguishing feature of two otherwise similar devices. The
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result is that in a certain sense the principle is actually pat-

ented, as part of the entire deznce. The difficulty of differ-

entiating between the patenting of a principle, by itself, and

the patenting of a device which is distinguished from other

devices only by the principle utilized in it, has created much

confusion. That the principle may be an essential part of a

patented device is sustained by many cases which, if the dis-

tinction between a principle by itself, and as part of a device,

extended to every other discoverer or inventor of a new art or manu-

facture. I own, I am incapable of comprehending the detriment to the

improvements in the country that may flow from this sort of protection

to inventors. To hold, in the case of inventions of this character, that

the novelty must consist of the mode or means of the new application

producing the new result, would be holding against the facts of the case,

as no one can but see, that the original conception reaches far beyond

these. It would be mistaking the skill of the mechanic for the genius

of the inventor."

* 3 O'Reilly v. Morse, 15 How. 61 ; Neilson v. Harford, i Webs. Pat.

Cases, 295. Tilghman v. Proctor, 102 U. S. 707, Leroy v. Tntham, 14 How.

551 ; Parker v. Hulme, I Fish. Pat. Cases 44, Fed. Cas. No. 10740.

have been consi tently u tained · indeed it would be
difficult .to conceive of any mechanical contrivance whose effectuation of a given result, static or dynamic, did not make
u e of so.m e "natural principle." The conception of a means
of utili·z ing such a principle does however, involve creation;
the means is something which did not before exist, in the
ordinary comprehension of existence, and such a concept is
therefore within the intended protection of the patent laws. 43
The courts have experienced considerable · difficulty, however, in- distinguishing with certainty between the use of a
principle, whi.ch is not patentable, and the means of utilizing
it, which is patentable. The discovery of a new principle is
held to entitle the discoverer to a wide range of protection in
the means he devises to utilize it. He is secured not merely in
the precise form of means he sets out in his patent but in all
forms which are essentially similar. The principle itself thus
becomes a part, at least of the device, inasmuch as fr is the real
distinguishing feature of two otherwise similar devices. The
result is that in a certain sense the principle is actually patented, as parrt of the entire device. The difficulty of differentiating between the- patenting of a principle, by itself, and
the patenting of a device which is distinguished from other
devices only by the principle utilized in it, has created much
confusion. That the principle may be an essential part of a
patented device is sustained by many cases which, if the distinction between a principle by itself, and as part of a device,

CIPLE

extended to every other discoverer or inventor of a new art or manufacture. I own, I am incapable of comprehending the detriment to the
improvements in the country that may flow from thi ort of protection
to inventors. To hold, in the ca e of invention of this · character, that
the novelty mu t consi t of the mode or means of the new application
producing the new re ult, would be holding against the fact of the case,
a no one can but -see, that the original conception reaches far beyond
these. It would be mistaking the skill of the mechanic for the geniu
of the inventor."
4-3 O'Reilly
. Mor e, 15 How. 61;
eilson v. Harford, I Web . Pat.
Ca e , 295. Tilghman . Proctor, 102 U. S. 707, Leroy v. T~tham, q How.
551 · Parker v. Hulme, I Fi h. Pat. C'l e 44, Fed. Ca . No. ro740.
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be not clearly understood, seem to conflict with the rule that

a principle can not be patented. The author suggests, though

far from stating it as the accepted rule, that the fundamental

difference between an unpatentable law of nature and one

which is patentable as part of a concrete contrivance, be it

"machine" or "process," is in the self-operative character of

the law involved. If it is a principle which will produce the

result automatically when merely given substance to operate

on it is unpatentable. It is utilized to be sure, but not through

the assistance of any means of utilization. Q3ut a principle

which produces the desired result only through physical mani-

pulation of substances, and as a concomitant of that manipula-

tion, not as a sequent to it, is patentable as part of the idea of

means whereby the result is produced. Certainly the cases de-

cided recently give credence to the proposition, that while a

principle of nature may not be patented as a means and an end

in itself, it may be patented as an integral part of an idea of

means the substantive part of which, even as an entirety, is

old. 44 That is to say, the principle alone could not be patented ;
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neither could the substantive contrivance by itself be patented,

for it is already well known ; but the new combination, of un-

patentable principle and old mechanical device, can itself be

patented.

An excellent illustration of this is seen in the case

of Leroy v. Tatham. 45 Here the patentee had discovered

44 This is in exact accord also with the theory on which patents are

economically justified, if the proposition of Mr. Taussig in "Money-Makers

and Inventors" is correct. This proposition is that people will invent and

make research to the full extent of their abilities of the creative in-

stinct, and without the stimulation of a legal reward, but that the monopoly

of a patent is necessary to induce capital to make inventions commercially

practical. If this be so, no reward is necessary to stimulate research and

discovery of the principles of nature, and, not being necessary, would not

be justifiable. But a reward is necessary to invessigate the development of

practical means of utilizing the discovered principle, and such a reward is

offered by the patent statutes. On this theory, therefore, the fact that

discovery of an important principle of nature is not patentable, but con-

ception of a means by which that principle may be put to practical use is

Invention

2I
.

be not clearly understood, seem to conflict with the rule that
a principle can not be patented. The author s~1ggests, though
far .from stating it as the accepted rule, that the fundamental
difference between an unpatentable law of nature and one
which is patentable as part of a concrete contrivance, be it
' machine ' or "process, ' is in the self-operative character of
the law involved. If it is a principle which will produce the
result automatically .when merely given substance to operate
on it is unpatentable. It is utilized to be sure, but not through
the assistance of any means of utilization. ( But a principle
.which produces the desired result only through physical manipulation of substances, and as a concomitant of that manipulation, not ·as a sequent to it, is patentable as pa.r t of the idea of
means whereby the result is produced. Certainly the cas~s decided recently give credence to the proposition, that while a
principle of nature may not be patented as a means and an end
in itself, it may be patented as an integral part of an idea of
means the substant,ive part of which, even as an entirety, is
old. 44 That is to say, the principle alone could not be patented; • .
neither could the substantive . contrivance by itself be patented,
for it is already well kn0wn; but the neW' cornbina1tion, of unpatentable principle and old mechanical device, can itself be
patented.
An excellent illustration of this is seen in the case
of Leroy v. Tatham. 45 Here the patentee had discovered

patentable, even though the material part of that means be already well

known, is not a defect in the patent law, but a virtue.

45 14 How. 156. For the facts see Tatham v. Leroy, 2 Blatch. 474.

This is in exact accord also with the theory on which patents are
economically justified, if the proposition of Mr. Taussig in "Money-Makers
and Inventors" is correct. This proposition is that people will invent and
make research to the full extent of their abilities of the creative instinct, and without the stimulation of a legal reward, but that the monopoly
of a patent is necessary to . induce capital to make inventions commercially
practical. If this be so, no reward is necessary to stimulate research and
discovery of the principles of nature, and, not being necessary, would not
be justifiable. But a reward is necessary to invessigate the development of
practical means of utilizing the disrnvered principle, and such a reward is
offered by the patent statutes. On this theory, therefore, the fact that
discovery of an important principle of nature is not patentable, but conception of a means by which that principle may be put to practical use is
patentable, even though the material p.art of that means be already well
known, is not a defect in the patent law, but a virtue.
4 5 14 How. 156.
For the facts see Tatham v. Leroy, 2 Blatch. 474.
44

22 Patents and Inventions

the principle that lead in a solid condition would re-

unite after separation, if heated under great pressure. He

devised a method of utilizing this principle in the making of

lead pipes, and claimed, as his invention, this particular device

when used for such a purpose. Similar machines, on a lighter

scale, had been used before this for other purposes such as the

making of clay pipes and macaroni. The court in this case

confined him to the device as set forth, without considering

its connection with a new principle, and held that evidence of

other similar devices for other purposes, utilizing other prin-

ciples, might be admitted to prove that the patentee's device

was not new. But this same case came before the Supreme

Court again, in equity, 46 and a conflicting decision was reached.

The court in the second case held that the device patented was

not deprived of novelty by the existence of other machines

similar to it, but smaller and intended for other purposes. The

novelty of the patentee's device lay, it would appear, in the

fact that it was used in combination with the new principle. 47

The patentee's concept was the new combination of the old
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machine with the novel principle ; clearly a new concept.

It can not therefore be correct to say broadly either that a

principle of nature can not be patented or that it can be pat-

ented. Either statement results in confusion. It must be

understood, before any statement is definite, in just what

sense the terms are used.

"FUNCTION," ''RESULT," "PRINCIPLE OF OPERATION," ETC.

What has just been said in regard to a principle of nature ap-

46 22 How. 132.

47 In Foote v. Silsby, 2 Blatch. 260, the court held, broadly that a patent

might be granted for any means, old or new, of utilizing a newly dis-

covered principle. Poillon v. Schmidt, 6 Blatch. 209 ; Tilghman v. Proctor,

102 U.S. 707. See also The Telephone Cases, 126 U.S. i. The patent sus-

tained in Minerals Separation Co. v. Hyde, 242 U. S. 261, seemed to be

practically a patent for a principle, the means by which it might be utilized

are so general. At any rate, the court of Appeals declared the patent in-

valid because the appreciable means used was so nearly identical with

means long known. The Supreme Court reversed this, and held the patent

valid because the difference from the known means, slight as it was,

brought an entirely different principle into play.
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plies equally to the patentability of such abstractions as the

function of a machine, or its principle of operation, etc. These

are qualities or characteristics of a device, and have no con-

ceivable existence except as appertaining to something else.

In no sense can they be created in and of themselves; if they

are created, it is because something else of which they are an

inherent quality or characteristic has been created. .Not being

themselves created they can not themselves be patented.

But the function which a device performs, the principle on

which it operates, or the result which it accomplishes may be

the particular characteristic which distinguishes it from other

devices. This function, etc., is an intrinsic part of the con-

cept which is the invention. Indeed, the result accomplished,

the purpose, the principle of operation, or the like, may, like

the principle of nature utilized, be the only characteristic which

distinguishes the device, that is, the concept, from the concept

of other devices. Just as the natural principle used in Tat-

ham's machine for making lead pipe was the only thing which

distinguished his invention from the old machines for making
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macaroni, so the result which a device accomplishes may serve

as its only distinction from known devices. If this difference

is sufficient to convince the courts that the later concept, as

characterized by its function, etc., was the result of inventive

genius, it may be patented. Thus it may happen that a device

is recognizedly patentable whose only distinguishing feature

is its principle of operation, its function, or the like. One

tends, therefore, to think of the function or principle of oper-

ation as having itself been patented, and is apt to say loosely

that it has been. This leads to a deal of confusion in the ex-

pressions of the cases. For instance, Mr. Justice Brown ap-

pears guilty of contradicting himself by saying, in one and the

same opinion, 48 first that a function can not be patented, and

then, that a ''pioneer patent," which gives the patentee an

especial breadth of protection "is commonly understood to

denote a patent covering a function never before performed."

But owing to the fact that these abstract qualities have them-

48 Westinghouse v. Boyden Power Brake Co., 170 U. S. 537.

plies equally to· the patentability of such abstractions as the
function of a machine, or its principle of operation, etc. These
are qualities or characteristics of a device, and have no conceivable existence except as appertaining to something else.
In no sense can they be created in and of themselves; if they
are created, it is because something else of which they are an
inherent quality or characteristic has been created. .Not being
themselves created they can not themsel es be patented.
But the function which a device performs, the principle on
which it operates, or the result which it accomplishes may be
the particular characteristic which distinguishes it from other
devices. This function etc., is an intrinsic part of the concept which is the invention. Indeed, the result accomplished,
the purpose, the principle of operation, or the like, may, like
the principle of nature utilized, be the only characteristic which
distinguishes the device, that is, the concept, from the concept
of other devices. Just as the natural principle used in Tatham'~ machine for mating lead pipe was the only thing which
distinguished his invention from the old machines for making
macaroni, so the result which a device accomplishes may serve
as its only distinction from known devices. If this difference
is sufficient to convince the courts that the later concept as
characterized by its function, etc., was the result of inventive
genius, it may be patented. Thus it may happen that a device
is recognizedly patentable whose only distinguishing feature
is its principle of operation, its function, or the like. One
tends, therefore, to think of the function or principle of operation as having itself been patented, and is apt to say loosely
that it has been. This leads to a deal of confusion in the expressions of the cases. For instance, Mr. Justice Brown appears guilty of contradicting himself by saying, in one and the
same opinion, 48 first that a function can not be patented, and
then, that a "pioneer patent,"-which gives the patentee an
especial breadth of protection-"is commonly understood to
denote a patent covering a function never before performed."
But owing to the fact that these abstract qualities have them4

Westinghouse v. Boyden Power Brake Co.,

i70

U. S. 537.

24 Patents and Inventions

Patents and Inventions

selves no separate existence, it is only the devices character-

ized by them that are patented, and the cases demonstrate in-

dubitably that devices differentiated from others by these char-

acteristics only may be validly patented, if it required inventive

genius to conceive that difference.

2. CHARACTER

Thus far we have considered the nature of patentable in-

ventions in respect to their source. We now take up their

necessary character.

elves no eparate exi tenc~, it i only the devices character.ized by them that are patented and the cases demonstrate indubitably that devic~s diff ere~tiated from others by these characteristics only may be validly patented, if it required inventive
genius to conceive that difference.

AN INVENTION is A CONCEPT. Of first importance is the

proposition that an invention is not tangible. It is a concept;

§ 2.

CHARACTER

a thing evolved by the mind. It is not a tangible thing pro-

duced by manual effort. The statute does refer, to be sure,

to.omTvvho has invented any new "art, machine, manufacture,

or composition of matter." These things are tangible. But it

does not say, one who has "made" a machine, etc. ; it says "in-

vented" such things. And the act of invention is undeniedly

and undeniably a mental and not a manual act. The phrase

"art, machine, manufacture, or composition of matter" merely

Generated for facpubupdates (University of Michigan) on 2014-06-13 19:33 GMT / http://hdl.handle.net/2027/uc2.ark:/13960/t3cz3366n
Public Domain in the United States / http://www.hathitrust.org/access_use#pd-us

refers to and limits the subject matter of the concept.

Machine, Manufacture, Composition of matter. Since pat-

entable inventions are limited to concepts of a new art, ma-

chine, manufacture or composition of matter, it is essential to

know just what those terms include. There is a most remark-

able confusion of definition and judicial explanation of the

meaning of each term. A frequent subject of dispute is

whether or not the privilege of patenting a "machine" includes

that of patenting a "tool." In other words is a "tool" a "ma-

chine?" Variant definitions are to be found in the cases; 49

text writers are equally indecisive of the meaning of machine.

Mr. Hopkins accepts 50 the definition that "the term 'machine'

includes every mechanical device or combination of mechani-

cal powers to produce some function and to produce a certain

. 4f( Corning v. Burden, 15 How. 252; Burr v. Duryee, I Wall. 531;

Coupe v. Weatherhead, 16 Fed. 673.

50 Hopkins on Patents, I. p. 53 ff.

Thus far we have considered the nature of patentable inver:itions in respect to their source. We now take up their
necessary character.
N INVENTION IS A CONCEPT.
Of first importance is the
proposition that an inv.entio
o angible. It is a conrept ·
a thin evo ved by the mind. It is not a tangible · thing produced by manu
The statute does refer, to be sure,
to .oile\vho has invented any new "art, mac ine, manufacture,
or composition of matter." These things are tangible. But it
does not say, one who has "made" a machine, etc.; it says "invented" such things. And the act of invent~on is ·undeniedly
and undeniably a mental and not a manual act. The phrase
'art, machine, manufacture, or composition of matter" merely
refers to and limits the subject matter of the co_ncept.
JYI achine, Manufacture, Composition of matter. Since patentable inventions are limited to concepts of a new art, machine, manufacture or composition of matter, it is essential to
know just what those terms include. There is a most remarkable confusion of definition and judicial explanation of the
meaning of each terrri. A freq-u ent subject of dispute is
whether or not the privilege of patenting a "machine" includes
that of patenting a "tool." In other words is a "tool" a "machine? ' Variant definitions are to be found in the cases ;49
text writer are equally indecisive of the meaning of machine.
Ir. Hopkin accept 50 the definition that the term 'machine
include every mechanical d~vice or combination of mechanical power to produce ome function and to produce a certain
.49 Corning v.
urden, 15 How. 252; Burr v. Duryee,
Coupe v. Weatherhead, 16 Fed. 673.
0 Hopkin
n Patent , I. p. 53 ff.

I

Wall. 531;
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effect or result." Macomber 51 says, vaguely, "A machine con-

sists in imposing upon mechanical elements the mind of the

inventor, working in harmony with the laws of mechanics to

effect a result." Robinson 52 insists that a distinction between

machines and other instruments is necessary for harmony in

the law and for its proper application. Nevertheless he rec-

ognizes that whether or not a device is a machine or a tool has

nothing whatever to do with its inherent patentability. The

name by which the inventor himself calls the device is imma-

terial to the validity of the patent; and if the device be not,

in fact, a "machine," it is equally as patentable as a "manu-

facture."

50 far as there is any harmony of usage of the terms, the

distinction appears to turn, generally speaking, upon whether

the desired result is accomplished by a dynamic means or a

static one. An inventively shaped collar button, for instance,

holding a collar in place by its mere presence, or accomplish-

ing the result of its own position with novel ease because of

its mere shape, would probably be a "manufacture." A thing
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of wheels and levers accomplishing the result of producing an

old form of collar button from flat, unformed material would

undoubtedly be a machine. A typewriter would probably be

a machine ; but would a pair of pincers, which accomplishes a

result by transmitting dynamic energy, be a machine ; or would

a hammer, or cold chisel? The question has never been set-

tled and it is fortunate that it does not need to be.

The term "composition of matter" is generally applied to

those embodiments of the invention whose peculiarity does

not depend upon external, visible shape, but upon internal re-

lations.

As Mr. Robinson himself says, the name "manufacture" in-

cludes "every article devised by man except machinery upon

the one side, and compositions of matter and designs upon the

other." The name by which the inventor characterizes his

concept is immaterial. The terms machine, manufacture, com-

position of matter and design cover everything tangible which

51 Fixed Law of Patents, p. 61.

52 Rob. on Patents, Vol. I, Ch. If.

effect or result." Macomber 51 say , vaguely, "A machine consists in imposing upon mechanical elements the mind of the
inventor, working in harmony with the laws of mechanics to
effect a result.' Robinson 52 insists that a distinction between
machines and other in truments is nece sary .f or harmony in
the law and for its proper application. Nevertheless he recognizes that whether or not a device is a machine or a tool has
nothing whatever to do with its inherent patentability. The
name by which the inventor himself calls the device is immaterial to the validity of the patent; and if the device be not,
in fact, a "machine,' it is equally as patentable as a "manufacture."
So far as there is any harmony of usage of the terms, the·
d~stinction appears to turn, generally speaking, upon whether
the .desired result is accomplished by a dynamic means or a
static one. An inventively shaped collar button, for instance,
holding a collar in place by its mere presence, or accomplishing the re ult of its own position with novel ease because of
its mere shape, would probably be a "manufacture." A thing
of wheel and levers accomplishing the ·r esult of producing an
old form of collar button from flat unformed material would
undoubtedly be a machine. A typewriter would probably be
a machine· but would a pair of pincers, which accomplishes a
result by transmitting dynamic energy, be a machine; or would
a hammer, or cold chisel? The question has never been settled and it is fortunate that it does not n~ed to be.
The term "compo ition of matter is generally applied to
those embodiments of the invention whose peculiarity does,
not depend ~lpon external, visible shape, but upon internal re-·
lations.
As Mr. Robinson himself says, the name "manufacture" includes "every article devised ·by man except machinery upon ·
the one side, and compositions of matter and designs upon the
other." The · name by which the inventor characterizes his
concept is immaterial. The terms machine, manufacture, COffi-'
po ition of matter and design cover everything tangible which '
51
52

Fixed Law of Patents, p. 61.
Rob. on Patents, Vol. 1, Ch. IT.
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man could conceivably contrive. It seems clear therefore that

a concept of anything to be given tangible form by man is, so

far as its subject-matter is concerned, patentable. It is quite

unnecessary to decide into what class of tangible things it falls.

So far as the writer is aware, in no case has this ever been a

material issue. 53

Art. The Century Dictionary defines an art as, "the com-

bination or modification of things to adapt them to a given

end; the employment of a given means to effect a purpose;

. . . a system of rules an d traditional methods for facilitating

the jerfonnance"o?lrta* n -T >< ^ rnig " Despite the provision

that an invention whose subject matter is an "art" may be

patented, the early cases had some doubt as to whether an

idea of accomplishing a given result by a novel series of steps,

or sequence of operations, could be patented. Such a sequence

of actions is usually called, in the patent law, a "process."

Of the cases which declare a process ttot to be patentable,

that jaf,BisdQn..Iron & Locomotive Works v. Medart 56 is typi-

caL-The invention was a metHod 6T manu f actunng "belt pulleys.
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It appeared that pulleys as theretofore made had been more or

less out of balance, owing to the fact that the distance from

the axis of revolution to the inside of the rim was not uniform

along all radii. In consequence, when the outside of the rim

was ground to a perfect surface everywhere equidistant from

53 A unique statement is found in Jacobs v. Baker, 7 Wall. 295 which

appears to be in conflict with the proposition that everything tangible is

included in the terms machine, manufacture or composition of matter.

The device patented was a jail having "a secret passage, or guard cham-

ber," around the outside of an iron-plate enclosure. The purpose was

to allow the keeper to hear the prisoners and oversee them without their

being conscious of his presence. The court held the patent to be invalid,

and in the course of its opinion said, "Now a jail can hardly come under

the denomination of a 'machine' ; nor, though made bv hands, can it well

be classed with 'manufactures'; nor, although compounded of matter,

can it be termed a 'composition of matter', in the meaning of the patent

act." This statement is, however, the merest dictum and the court, "waiv-

ing all these difficulties as hypercritical," found that there was no novelty

whatever in the jail described but that it had been in use long before the

alleged invention.

66 158 U. S. 68.

man could conceivably contrive. It eem clear therefore that
a concept of anything to be given tangible form by man i , o
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or sequence of operations, could be patented. Such a sequence
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was ground to a perfect surface everywhere equidistant from
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being con cious of his presence. The court held the patent to be invalid,
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the axis, the thickness of the rim necessarily varied at differ-
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ent radial points. The patentee proposed to obviate this in-

equality by grinding the ends of the radial arms to an equality

from the center before the rim itself was attached.

In a very confusing opinion the court says, "That the

patent is for a process in manufacture, and not for the mechan-

ism employed, nor for the finished product of sortie manu-

facture, is undeniable, and is so expressed upon the face of the

specification. That certain processes of manufacture are pat-

entable is as clear as that certain others are not, but nowhere

is the distinction between them accurately defined. There is

somewhat of the same obscurity in the line of demarcation as

in that between mechanical skill and invention, or in that be-

tween a new article of manufacture, which is universally hel'd

to be patentable, and the function of a machine, which it is

equally clear is not. It may be said in general that processes

of manufacture which involve chemical or other similar ele-

mental action are patentable, though mechanism may be nec-

essary in the application or carrying out of such process, while
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those which consist solely in the operation of a machine are

jiot_^Mual piTTCessgS which have been held to be patentable

require the aid of mechanism in their practical application,

but where such mechanism is subsidiary to the chemical action,

the fact that the patentee may be entitled to a patent upon his

mechanism does not impair his right to a patent for the pro-

cess ; since he would lose the benefit of his real discovery,

which might be applied in a dozen different ways, if he were

not entitled to such patent. But, if the operation of his de-

vice be purely mechanical, no such considerations apply, since

the function of the machine is entirely independent of any

chemical or other similar action." The court therefore came

to the stated conclusion that "all that he invented in fact was

a machine for the more perfect manufacture of such pulleys,

and the operation or function of such machine, however, is

not patentable as a process." The relation of this statement

to the first statement, that the patent was not for a machine,

is decidedly obscure. The real reason for the decision is ob-

the axis, the thickness of the rim necessarily ·varied at different radial points. The patentee proposed to obviate this inequality by grinding the ends of the radial arms to an equality
from the center before the rim itself was attached.
In a very confusing opinion the court says, "That the
patent is for a process in manufacture, and not for the mechanism employed, nor for the finished product of some manufacture, is undeniable, and is so expressed upon the 'face of the
patspecification. That ce · p. o es es f manufact
ut nowhere
entable is as clear as that certain other
is the istinction between them accurately defined. There is
somewhat of the same obscurity in the line of demarcation as
in that between mechanical skill and iovention, or in that between a new article of manufacture, which is universally helCl
to be patentable, and the function of a ma thine, which it is
~rn• •
equally clear is not. It may be said iu general
of manufacture which involve chemical or other similar elemental ction are patentable) though mechanism may be necessary in the application or carrying out of such process, while
machine are
those which consist solely in the o ration o
not.
processes which have been held to be patentable
-;.equire the · aid of mechanism in their practical application,
but where such mechanism is subsidiary to the chemical action,
the fact that the patentee may be entitled to a patent upon his
. mechanism does not impair his right to a patent for the pro. cess; since he would lose the benefit of his real discovery,
which might be applied in a dozen d\fferent ways, if he were
not entitled to such patent. Bu!, if the operation of his device be purely mechanical, no such considerations apply, since
the function of the machine is entirely independent of any
chemical or other similar action." The court therefore came
to the stated conclusion that "all that he ·i nvented in fact was
a machine for the more perfect manufacture of such .pulleys,
and the operation or function of such machine, however, is
not patentable as a process." The relation of this statement
to the first statement, that the patent was not for a machine,
is decidedly obscure. The real reason for the decision is obr-ac
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vious enough, however, after the confusion of other state-

ment is stripped off, in the express finding that "in short, this

is a patent only for superior workmanship, and within all' the

authorities is invalid." 5

Of the cases holding that a "process 11 is patentable, the

strongest is that of rnrhran y^JVpner. 58 The purpose of the

inventor was "to increase the production of the best quality of

flour," and the invention "consisted in separating from the

meal first the superfine flour, and then the pulverulent impuri-

ties mingled with the flour producing portions of the mid-

dlings-meal, which when reground and reboltecl, would yield

pure white flour" thus increasing the total amount of such

white flour. The method described consisted "in passing the

ground meal through a series of bolting-reels clothed with

cloth of progressively finer meshes, which pass the superfine

flour and retard the escape of the finer and lighter impurities ;

and, at the same time, subjecting the meal to blasts or currents

of air introduced by hollow perforated shafts furnished with

pipes so disposed that the force of the blast may act close to
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the surface of the bolting-cloth; the bolting-chest having an

opening at the top for the escape of the air, and of the finer

and lighter particles therewith, through a chamber where the

particles are arrested, whilst the floor and sides of each com-

partment of the chest are made close, so as to prevent the

escape of the air in any other direction than through the said

opening. By this means, the superfine flour is separated, and

the fine and light specks and impurities, which ordinarily ad-

here to the middlings and degrade the flour produced there-

from, are got rid of ; and when the middlings are now sepa-

rated from the other portions of the meal, they are white and

clean, and capable of being reground and rebolted, so as to

produce superfine flour equal in quality and even superior to

the first instalment. This is the process described; but the

patentee claims that it is not limited to any special arrange-

57 For other cases in which it has been held that the alleged invention

revealed only superiority of workmanship and was therefore not inven-

tion, see infra.

68 94 U. S. 780.

vious enough however, after the confusion of other statement is tripp d off, in the expre s finding that ' in short, this
is a patent only for uperior workmanship, and within all· the
authorities is invalid.'' 57
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eener.
The purpose of the
inventor was "to increase the production of the best quality of
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pure white flour" thus increasing the total amount of such
white flour. The method described consisted "in passing the
gfound meal through a series of bolting-reels clothed with
cloth of progressively finer meshes, which pass the superfine
flour arid retard the escape of the finer and lighter impurities;
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ment of machinery. He admits the prior use of currents of

air in the interior of the reels, introduced by means of hollow,

perforated shafts, for the purpose of keeping back the speck,

and increasing the quantity of superfine flour ; but not for puri-

fying the middlings preparatory to regrinding. His improve-

ment, therefore, does not consist in using drafts and currents

of air, but in the process as a whole, comprising the applica-

tion of the blast, and the carrying off of the fine impurities,

whereby the middlings are purified preparatory to regrinding

after being separated from the other parts." The defendants

used a formally different mechanical device, but the same pro-

cess of manufacture.

It w r as admitted that the new method had produced a revo-

lution in the manufacture of liour. The fact that the mechani-

cal devices actually used were old did not affect the validity <>f

the patent, the court held, because they were not themselves

the invention. This, the court said, was a process, and "That

a process may be patentable, irrespective of the particular

form of the instrumentalities used, cannot be disputed. If
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one of the steps of a process be that a certain substance is to

be reduced to a powder, it may not be at all material what

instrument or machinery is used to effect that object, whether

a hammer, a pestle and mortar, or a mill. Either may be

pointed out; but if the patent is not confined to that particular

tool or machine, the use of the others would be an infringe-

ment, the general process being the same. A process is a mode

of tre^&nejqjLof certanmaterials, to rocure a

It is an act, or a series of acts, performed upon the subject-

matter to be transformed and reduced to a different state or

thing. If newand useful, it is just as patentable as is a piece

of inaiJiinety. Inthe language of the patent law, it is an art

The machinery pointed out as suitable to perform the process

may or may not be new or patentable; whilst the process it-

self may be altogether new, and produce an entirely new result.

The process requires that certain things should be done with

certain substances, and in a certain order; but the tools to be

used in doing this may be of secondary consequence.''

ment of machinery. He admits the prior use of currents of
air in the interior of the reel , introduced by means of hollm ,
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A more recent statement is found in Expanded Metal Co. v.

Bradford. 59 The suit involved defendant's right to use a cer-

tain machine for making "expanded" sheet metal. Before

complainant's patent, such metal had been made either by

cutting properly placed slits in the plates and then opening

the metal by bending the severed portions, as two operations,

or by cutting and opening, in a different way, simultaneously.

Both these methods had the objection of distorting the ex-

ternal dimensions of the plate from which it was made. Gold-

ing conceived the idea of simultaneously cutting and opening

the metal by both bending and stretching the severed portions

and of following this up with a like operation in which the

location of the cuts was changed in a longitudinal as well as

a transverse direction. This method resulted in substantial

advantages. It was the coordination of these two operations

to produce the result, which in the opinion of the court con-

stituted the invention.

The mechanism by which the work was perfected could

have been produced on demand by any competent mechanic.
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Furthermore, no mechanism for doing it was described in the

specification, though enough was suggested to indicate to a

skilled mechanic what to construct for the purpose. It thus

appears that the invention could have been nothing more than

the method of procedure for accomplishing the result. The

real invention was a concept of procedure, although to be

carried out by substantial machinery. The court held the

patent valid. In discussing the meaning of this "process," it

quoted with approval 60 "A machine is a thing. A process is an

act or a mode of acting. The one is visible to the eye an

object of perpetual observation. The other is a conception of

the mind, seen only by its effects when being executed or per-

formed. Either may be the means of producing a useful re-

sult." "We therefore," said the court, "reach the conclusion

that an invention or discovery of a process or method involv-

ing mechanical operations, and producing a new and useful

59 214 U. 5. 366.

60 Tilghman v. 'Proctor, 102 U. S. 707.

Patents and Inventions

30

more recent tatement is found in E ,. )anded Metal Co. v.
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result, may be within the protection of the Federal Statute,
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and entitle the inventor to a patent for his discovery." 61

It now seems settled that the concept of a series of steps,

or a method of operation, to produce a stated result is patent-

able, so far as its subject matter is concerned. It will be noted,

however, that in all the cases cited on this point, the art, or

process, has been carried out through the manipulation of

substance and the use of tangible instrumentalities.

Mental process. It is a pertinent inquiry, therefore, whether

a method of accomplishing a given result which does not re-

quire the use of tangible instrumentalities ; in other words,

whether a purely mental process, not involving the manipula-

tion of substance, can be protected by patent as an "art." If,

for instance, a mathematician should evolve, as the result

of real inventive genius, a new method of determining

the cube root of numbers; or if a stage "magician" should

hit upon a novel method of conveying secret informa-

tion by means of apparently commonplace speech, would

not these methods of accomplishing the ends desired come
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within the statutory meaning of an "art" ? There is no

direct authority upon the question, but the writer fully be-

lieves that such a process of accomplishing a result is anJ^rt,"

and as such is patentable. The reason is negative; that' is,

there is no sound reason why it should not be patentable as an

art.

All the authority opposed to the proposition appears to be

61 Lawther v. Hamilton, 124 U. S. I. The court upheld the patent in

this case although all the instrumentalities were well known, because "the

mode of using and applying these old instrumentalities" was new. "And

what is that but a new process? This process consists of a series of acts

done to the flax-seed. It is a mode of treatment." Cf. Gage v. Herring,

107 U. S. 640; Cf. Crescent Brewing Co. v. Gottfried 128 U. S. 158;

Fuller v. Yentzer, 94 U. S. 288. "That the means, and the only means,

of applying the process, are strictly mechanical, is a matter of no mo-

ment, so far as patentability is concerned. If the process when distin-

guished from the means of performing it, is new, useful, and intellectu-

ally rises to the dignity of invention, it is patentable if it falls within

the meaning of the word 'art' as used in the statute." Buffalo Forge Co.

v. City of Buffalo, 255 Fed. 83.

result, may be within the protection of the Federal Statute~
and entitle the inventor to a patent for his discovery." 61
It now seems settled that the concept of a series of steps,
or a method of operation, to produce a stated result is patentable, so far as its subject matter is concerned. It will be noted,
however, that in all the cases cited on this point, the art, or
process, has been carried out through the manipulation of
substance and the use .of tangible instrumentalities.
al vrocess. It is a pertinent inquiry, therefore, whether
a method of accomplishing a given result which does not retangible instrumentalities; in other words,
quire the use
whether a purely mental proce.ss, not involving the. manipulation of ·substance, can be protected by patent as an "art." If,
for instance, a mathematician should evolve, as the result
of real inventive genius, .a new method of ·determining
the cube root of numbers; or if .a stage "magician" should
hit upon a novel method of conveying secret information by means of apparently commonplace speech, would
not these methods of accomplishing the ends desired come
within the statutory meaning of an "art"? There is no
direct authority upon the question, but the writer fully believes that such a process of accomplishing a result is a " t,"
and
ch is atentable. The reason is negative; thaf is,
there is no sound reason why it should not be patentable as an
art.
All the authority opposed to the proposition appears t<? be

of

Lawther v. Hamilton, 124 U. S. I. The court upheld the patent in
thi s case although all the instrumentalities were well known, because "the
mode of usi~g and applying these old instrumentalities" was new. "And
what is that but a new process? This process consists of a series of acts
done to the flax-seed. It is a mode of treatment." Cf. Gage v. Herring,
107 U. S. 640; Cf. Crescent Brewing Co. v. Gottfried 128 U. S. 158;
Fuller v. Yentzer, 94 U. S. 288. "That the means, and the only means,
of applying the process, are strictly mechanical, is a matter of no moment, so far as patentability is concerned. If the process when distinguished from the means of performing it, is new, useful, and intellectually rises to the dignity of invention, it is patentable-if . it falls within
the meaning of the word 'art' as 'used in the statute." Buffalo Forge Co.
v. City of Buffalo, 255 Fed. 83.
61
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in the form of dicta only. The case of Hotel Security Check-

ing Co. vs. Lorraine Co. 54 is typical of all those most
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nearly in point. The claim of the patent was for a "means

for securing hotel or restaurant proprietors or others from

losses by the peculations of waiters, cashiers or other em-

ployees, which consists of a sheet provided with separate

spaces, having -suitable headings, substantially as described,

said heading being designatory of the several waiters to whom

the several spaces on the sheet are individually appropriated,

in conjunction w r ith separate slips, each so marked as to indi-

cate the waiter using it, whereby the selling price of all the

articles sold may be entered in duplicate, once upon the slip

of the waiter making the sale, and once upon his allotted space

upon the main sheet, substantially as and for the purpose speci-

fied." It will be observed that the claim really made was not

in the least for a mental process, nor even for a series of hu-

man actions, or other form of art, but for a wholly tangible

sheet of paper, to be used in conjunction with other sheets of

paper, all appropriately marked and designed. Of this tangible
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means the court said briefly, "It can not be maintained that

the physical means described by Hicks, the sheet and the

slip apart from their manner of use, present any new and

useful feature." The court then proceeded to discuss the case

on the seemingly unwarranted assumption that the patentee

had claimed an intangible thing. It said, "It is manifest that

the subject matter of the claim is not a machine, manufacture

or composition of matter. If within the language of the

statute at all, it must be as a 'new and useful art.' " It then

went on to say, "In the sense of the patent law, an art is not

a mere abstraction. A system of transacting business discon-

nected from the means for carrying out the system is not,

within the most liberal interpretation of the term, an art. Ad-

vice is not patentable." This expression, and more of like

tenor, is pointedly to the effect that an intangible means of

effectuating a result is not patentable. The actual decision of

the case did not require any such, statement and is, in fact,

54 160 Fed. 467.

in the form of dicta only. The case of Hotel Security Checking Co. vs. Lorraine .Co.- 54 is typical of all those most
nearly in point. The claim of the patent was for a "means
for securing hotel or restaurant proprietors or others from
lo ses by the peculations of waiters, cashier or other employees, which consists of a ~heet · provided with separate
spaces, having .suitable headings, substantially as described,
said heading being designatory of the several waiters to whom
the several spaces on the sheet are individually appropriated,
in conjunction with sep~rate slips, each so marked as to indicate the waiter using it, whereby the selling price of all the
articles sold may be entered in duplicate, once upon the slip
of the waiter making ,the sale, and once upon his allotted space
upon the main sheet, substantially as and for the purpose specified." It will be observed that the cl3:im really made was not
in the least for a mental process, nor even for a series o(-human actions, or other form of art, but for a wholly tangible
sheet of paper, to be used in conjunction with other sheets of
paper, all appropriately marked and designed. Of this tangible
means the court said briefly, "It can not be maintained that
the phy ical means described by Hicks,-the sheet and the
slip-apart from their manner of use, present any new and
useful feature.'' The court then proceeded to discuss the case
on the seemingly unwarranted assumption that the patentee
had claimed an intangible thing. It said, "It is manifest .that
the subject matter of the claim is not a machine, manufacture
or composition of matter. If within the language of the
statute at all, it must be as a 'new and . useful art.' " It then
·went on to ay, "In the sense of the patent law, an art is not
a mere ab traction. A system of transacting business disconnected from the means £or carrying out the system i not,
' ithin the most liberal interpretation of the term, an art. Advice i not patentable." This expre ion, and more of like
tenor, i pointedly to the effect that an intangible means of
effectuatino- a re ult i not patentable. The actual decision of
he ca e di not require any such. statement and is, in fact,
. I
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placed on the ground that the fundamental principle of the

system is "as old as the art o*f book-keeping" and the patentee
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had "modified and adapted it to fit the ephemeral character of

the business in hand, but it required no exercise of the inven-

tive faculties to do this." The case thus clearly turns on the

lack of novelty of the alleged invention and the statements in

regard to the character of patentable invention are merely

dicta. 55

Lest this discussion may have somewhat overshadowed the

original proposition, it may well be said again, that although

an invention is an idea, not a tangible thing, not every idea

is patentable as an invention. It must be an idea of the classes

named in the statute, namely the idea of a new art, machine,

manufacture or composition of matter.

55 In a case more nearly in point (Fowler v. City of N. Y. 121 Fed. 747)

the patent was described by the court as "a new plan for handling the

large number of passengers who patronize the public vehicles provided

for rapid transit in large cities." It consisted in an arrangement of tracks

and stations such that passengers could be picked up at local stations, and
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transferred to express trains at express stops, without necessitating an

interfering use of the same tracks by both express and local trains. It

was in substance the now well known system of "island stations," or plat-

forms, located between the local and express tracks so that passengers

can be received at one side and transshipped from the other. It was

placed on the ground that the fundamental principle of the
system is "as old as the art ot book-keeping" and the patentee
had "modified and adapted it to fit the ephemeral character of
the business in hand, but it required no exercise of the inventive faculties to do this." Th~ case thus clearly turns on the
lack of novelty of the alleged invention and the statements in
regard to the character of patentable invention are merely
dicta. 55
Lest this discussion may have somewhat overshadowed the
original· proposition, it may well be said again, that although
an invention is an idea, not a tangible thing, not every idea
is patentable as an invention. It must be an idea of the classes
named in the statute, namely the idea of a new art, machine,
manufacture or composition of matter.

argued that this system constituted a "machine." The court appears to

have doubted the proposition but to have conceded it for the sake of

argument, and on such concession, held the device unpatentable because

any competent engineer could have devised the same plan whenever it

should become practically usable. The only justification for interpreting

the case as authority for holding an intangible means of accomplishing

a result unpatentable is the fact that the court did concede, for the sake

of argument, that the contrivance in question was tangible. Another case

in which the real and expressed ground for the holding belies the loose

statements of patentability is Risdon Loco. Wks. v. Medart, 158 U. S. 68.

A class of cases apt to be confused with the character of patentable in-

vention is that in which the means employed to the end is the result of

selection and good judgment. The courts have held this excellence of

judgment not to constitute invention. This is equivalent only to holding

that this type of means is unpatentable for lack of invention and is quite

different from holding that no intangible means can be patented. Refer-

ences to particular cases are noted infra. See a further discussion in

15 Michigan Law Rey^ 660.

55 In a ca e more nearly in point (Fowler v. City of N . Y. 121 Fed. 747)
the patent was described by the court as "a new plan for handling the
large number of passengers who patronize the .p ublic vehicles provided
for rapid transit in large cities." It consisted in an arrangement of tracks
and stations such that passengers could be picked up at local stations, and
transferred to express trains at express stops, without necessitating an
interfering use of the same tracks by both express and local trains. It
was in substance the now well known system of "island stations," or platforms, located between the local and express tracks so that passengers
can be received at one side and transshipped from the other. It was
argued that this system constituted a "machine." The court appears to ·
have doubted the proposition but to have conceded it for the sake of
argument, and on such concession, held the device unpatentable because
any competent engineer could have devi ed the same plan whenever it
should become practically usable. The only justification for interpreting
the case as authority for holding an intangible means of accomplishing
.a result unpatentable is the fact that the court did concede, for the sake
of argument, that the contrivance in question was tangible. Another case
in which the real and expres sed ground for the holding belies the loose
statements of patentability is Risdon Loco. Wks. v. Medart, 158 U. S. 68.
A class of cases apt to be confused with the cha_racter of patentable invention is that in which the means employed to the end is the result of
selection and good judgment. The · courts have held this excellence of
judgment not to constitute invention. This is equivalent only to holding
that this type of means is unpatentabfe for lack of invention and is quite
.diffe'r ent from holding that no intangible means can be patented. References to particular cases are noted infra. See a further discussi'on in
15 Michigan Law Rev 66o.
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INVENTIVE QUALITY. We have already discussed inven-

tion in respect to the creative element which is necessary. But

~4
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while nothing is patentable as invention which is not the re-

sult of creation, not everything that has been created by a

person is patentable. One may actually create something by

the labor of his own mind so that, in respect to himself, it

comes within all the definitions of invention. But the~pucpQ.se

of the patent Jaws is to promote the progress of science and

the useful arts, not merely to reward mental effort as such.

Therefore nothing is patentable which is not "new." The fact

that a production is new to the producer does not bring it

within the statute ; it must be new to the public, to the science

and arts which the statutes intend to promote. 63

63 An interesting illustration of this proposition is found in New De-

parture Bell Co. v. Bevin Bros. Mfg., Co., 73 Fed. 469. The patent in issuo

was for a bicycle bell. It had gone into wide use, but the evidence in

the case revealed that a very similar mechanism had been described in

an English patent for door-bells and call bells issued to one Bennett some

fourteen years previous to that of the complainant. If this English
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mechanism had been utilized in this country, the court said, the fact

that it had not been utilized for bicycle bells until complainant's patent

would strongly have indicated the presence of invention. But, went on

We have already di cussed invention in re pect t the creative element which is necessary. But
while nothing i patentable as inventi n which is not the result of creation, not everything that has been created by a
person is patentable. One may actually create something by
the lab r of his own mind so that, in re pect to himself, it
comes \\ ithin all the definitions of invention. But th
se
of the
nt la v
to promote the progress of science and
not merely to reward mental effort as such.
Therefor
pi
ble which is not "new." The fact
that a production is new to the producer does not bring it
·within the tatute; it must be new to the public, to the science
and arts which the statutes intend to promote. 63
lNVE TIVE Q ALITY.

the court, "this argument ... is not applicable to the case at bar. There

is no reason to suppose that Bennett or his bell was ever heard of by any

bell manufacturer in this country until his patent was unearthed by a

search for anticipating devices." "So well adapted, is that mechanism

to bicycle bells that it is almost inconceivable that it could have been

known to bell makers here during the 14 years in which they were try-

ing to improve such bells, .and yet was not availed of. No doubt, Rock-

well devised the striking mechanism set out in his patent independently,

and with no knowledge of what Bennett had done ; and, since that mechan-

ism was better adapted to meet the requirements of a bicycle bell than

anything which rival manufacturers had succeeded in producing, it may

be accepted as the fruit of an inventive conception, but its novelty is

negatived by the British patent. The statutes authorize the granting of

patents only for such inventions as have not been patented or described

in any printed publication in this or any foreign country before the ap-

plicant's embodiment of his own conception. It may be a hardship to

meritorious inventors, who, at the expenditure of much time and thought,

have hit upon some ingenious combination of mechanical devices, which,

for aught they know, is entirely novel, to find that, in some remote time

and place, some one else, of whom they never heard, has published to the

63 An interesting illustration of this proposition is found in New Departure Bell ·Co. v. Bevin Bros. Mfg., Co., 73 Fed. 469. The patent in issw~
was for a bicycle bell. It had gone into wide use, but the evidence in
the case revealed that a very similar mechanism had been described in
an Engli h patent for door-bells and call bells issued to one Bennett some
fourteen years previous to that of the complainant. If thi English
mechani m had been utilized in this country, the court said, the fact
that it had not been utilized for bicycle bells"" until complainant's patent
would stroncr]y have indicated the presence of in ention. But, went on
the court, ''this argument ... is not applicable to the case at bar. There
is no reason to suppose that Bennett or his bell wa ever heard of by any
bell manufactiurer in this country until his patent was unearthed by a
earch for anticipating devices." "So well adapted. i that mechani m
to bicycle bells that it is almost inconceivable that it could have been
known to b 11 makers here during the 14 years in which they were trying to improve uch bells, . and yet was not availed of. No doubt, Rockwell devi ed the striking mechanism
t out in his patent independently,
and with no kn wledge of what Bennett had done· and, since that mechani m was better adapt d to meet the requirem nt of a bicycle bell than
anything which rival manufacturers had ucceed d in pr ducing, it may
be accepted a the fruit of an inventive concepti n, but it novelty is
ne ativ d by the Briti h pat nt. The statutes authorize the granting of
patents only for uch invention as have not been pat nted or de cribed
in any printed publicati n in thi or any f reign country before the ap- .
plicant' embodim nt of hi own c nception. It may be a hardship to
m ritori u inv ntors, who, at the xpenditure of mu h time and thought,
hav hit up n
me ingeniou
mbinati n of m chanical devices, which,
f r aught th y know, i entir ly nov 1, to find that, in ome remote time
an plac , m one lse, of whom th y never heard, ha published to the
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This question of novelty does not come up at the time of

application and issue of a patent, except as prior knowledge
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is shown by other applications and already issued patents.

These are all that is of record in the Patent Office. New ap-

plications are compared with this record, and if anticipation

is clear a patent may be refused. But the office can not go

outside of this record to look for prior knowledge. The patent

when issued indicates, therefore, nothing whatever as to the

patentable novelty of the invention, except in respect to other

patents issued in this country. Even in this respect it indi-

cates but little since the benefit of the doubt is given to an

applicant when his device is at least superficially different from

anything theretofore patented.

Whether a production which is new to the creator himself

is properly to be called "invention" need not be here discussed.

It is possible that in correct definition, "invention" includes

the element of novelty as to all human knowledge. If this be

true, to speak of a new invention is redundant, and an inven-

tion which is lacking in novelty is not an invention. But in
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ordinary parlance both of courts and of laymen, invention is

applied to those productions which the producer thinks are

new, whether they are actually of such novelty as to be

patentable or not. The statute itself is either unreasonably re-

dundant or else is framed upon this usage; it reads "one who

has invented . . . any new . . . art, machine . . . not known

or used by others." The reports are replete with references

to "inventions" which are not patentable for lack of novelty. 64

The fact that a device can not be patented unless it is new

to the public, being accepted, the question at once arises, in

each case, whether the particular device is new or old.

world, in a patent or a printed publication, a full description of the very

combination over which they have been puzzling; but in such cases the

act, none the less, refuses them a patent."

64 Reed v. Cutter, I Story 590. 2 Robb. Pat. Cas. 81, Fed. Cas. No.

11,645; "Under our patent laws," says Judge Story, "No person, who is

not at once the first, as well as the original, inventor, by whom the in-

vention has been perfected and put into actual use, is entitled to a patent.

A subsequent inventor, although an original inventor, is not entitled to

any patent." Reckendorfer v. Faber, 92 U; S. 347, 350.

This question of povelty does not come up at the time of
application and issue of a patent, except as prior ·knowledge
is . s_h own - by other applications and already issued patents.
These are all that is of record in the Patent Office. New applications are compared with this record, and if anticipation
is clear a patent may be refused. .But the office can not go
outside of this record to look for prior knowledge. The patent
when issued indicates, therefore, . nothing whatever as to the
patentable novelty of the in.vention, except in respect to other
patents issued in this country. Even in this respect it indicates but little since the benefit of the doubt is given to an
applicant when his device is at least superficially different from
anything theretofore patented.
Whether a production which is new t~ the creator himself
is properly to be called "invention" need not be here discussed. ·
It is possible that in correct definition, "invention" includes
the element of novelty as to all human knowledge. If this be
true, to spe* of a new invention is .redundant, and an invention which is lacking in novelty is not an invention. But in
ordinary parlance both of courts and of laymen, invention is
e
applied to those productions which the J!fOOU<:er hinks
new, whether they .are actually of such novelty as to be
patentable or not. The statute itself is either unreasonably redundant or else is framed upon this usage; it reads "one who
has invented . . . any new . . . art, machine . . . not known
or used by others." The reports are replete with references
to "inventions" which are not patentable for lack of novelty. 64
The fact that a device can not be patented unless it is new
to the public, being accepted, the question at once arises, in
each case, whether the particular device is new or old.
world, in a patent or a printed publication, a full description of the very
combination · over which they have been puzzling; but in such cases the
ac.t, none the less, refuses them a patent."
64
Reed v. Cutter, I Story 590. 2 Robb. Pat. Cas. 81, Fed. Cas. No.
II,645; "Under our patent law ," says Judge Story, "No person, who is
not at once the first, as welt as the original, inventor, by whom the invention has been perfected and put into actual use, is entitled to a patent.
A subsequent inventor, although an original inventor, is not entitled to
any patent." Reckendorfer v. Faber, 92 u~ S. 347, · 350.
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The great bulk of litigation under the patent law has
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arisen out of this question. In mere terminology the question

sometimes takes the form of whether there is "novelty" in the

"invention," and sometimes whether the concept under con-

sideration is really an "invention" or not. Properly speak-

ing, whether it is "invention" should relate only to whether

or not it is such a creation of the mind as comes within the

legal meaning of "invention." Whether it is so new to the

public as to be patentable should come under the question of

"novelty." Nevertheless, both text-writers and courts often

discuss the matter of novelty of the idea as though it were

a matter of "invention." In a sense this is logical and arises

thus; the courts have consistently held that an alleged in-

ventor must be presumed, legally, to have had knowledge of

everything similar to his own production, whether he actually

had such knowledge or not. 65 This being the case, a produc-

tion which is not new to the public is not new, in legal con-

struction, even to the producer, and therefore can not be "in-

vention" even as to him. It is absolutely impossible to allo-
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cate, upon a reasonable basis of distinction, those cases which

say that a particular device is not patentable because it is "not

new," and those, which refuse patentability on the ground that

it is "not invention" because not sufficiently unlike contriv-

ances already known to society. Except for the form of ex-

pression used, however, the inquiry is precisely the same in

either class of cases, and the methods of solution are sub-

stantially identical. In this analysis therefore, the issue will

be considered, for the sake of simplicity and clarity, as one

of invention or non-invention, on the principle that the alleged

inventor is presumed to have had knowledge of all existing

ideas and therefore a production which is not "new" could

not have been created by the mind of the person subsequently

claiming it. 66

65 Daylight Glass Mfg. Co. v. American Prismatic Glass Co., 142 Fed.

454; Foot v. Silsby, 2 Blatch. 260, 268.

66 The precision and extent of knowledge which will suffice to pre-

clude a production from being an invention and the amount of proof of

such knowledge which is necessary are discussed later.

The great bulk of litigation under the patent law has
arisen out of this question. In mere terminology the question
sometimes takes the fo.r m of whether there is "novelty" in the
"invention," and sometimes whether the concept under consideration is really an "invention" or not. Properly ·speaking, whether it is "invention" should relate only to whether
or not it is such a creation of the mind as comes within the
legal meaning of "invention." Whether it is so new to the
public as to be patentable should come under the 'question of
"novelty~"
Nevertheless, both text-writers and courts often
discuss the matter of novelty of the idea as though it were
a matter of "invention." In a sense this is logical and arises
thus ;-the courts have consistently held that an alleged inventor must be presumed, legally, to have had knowledge of
everything similar to his own production,. whether he actually
had such knowledge or not. 65 This being the case, a production which is not new to the ublic is not new, in legal con- .
struction, even to the producer, and therefore can not be "invention" even as to him. It is absolutely impossible to allocate, upon a reasonable basis o.f distinction, those cases which
say that a particular device is not patentable because it is "not
new," and those. which refuse patentability on the ground that
it is "not invention" because not sufficiently unlike contrivances already known to s0ciety. Except for the form of expression used, however, the inquiry is precisely the same in
either class of cases, and the methods of solution are substantially identical. In .this analysis therefore, the issue will
be considered, for the sake of simplicity and clarity, as one
f invention or non-invention, on the principle that the alleged
inventor is presumed to have had knowledge of all existing
idea and therefore a production which is not "new ' could
not have been created by the mind of the person subsequently
claiming it. 66
65

Daylight Glass Mfg. Co. v. American Prismatic Glass Co., 142 Fed.
454; Fo t v. Silsby, 2 Blatch. 26o, 268.
66 The preci ion and extent of ~_nowledge which will suffice to preclude a production from being an invention and the amount of proof of
uch knowledge which is nece sary are discussed fater.
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It should be repeated here, however, that there is a real dis-

tinction between the act of "invention'' and certain other acts

such as "discovery" or "importation,'' and that the latter are

not patentable however "novel" they may be. It is only novel

inventions that the patent statute protects, and therefore it

seems more satisfactory to discuss the matter of novelty under

the term "invention" than under "novelty." There is less

chance for forgetfulness that "novelty" alone is not sufficient.

If the fact of invention depended upon the mere visible form

or manifestation of an art, machine, manufacture or com-

position of matter, the inquiry as to whether a production were

invention would involve simply the determination of identity

or non-identity of its form with the form of anything which

had already existed. But invention, as interpreted by the

courts, requires a creation by mental act, a new idea as well

as a new substantial and perceptible form. It follows there-

fore that the substantial

tically identical, vet the later one mav_he invention because it

involves a new concept, idea, principle, or whatsoever it may
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he called. " There is something new actually presented to the

public although tangibly embodied in an old form. Thus, a

device may be a new idea of means, because the purpose is

new, although the physical means is old. 67

On the other hand a device may be, in tangible "form, dif-

ferent from anything which had ever existed, but yet not be an

invention because its production involved no new concept or

idea of means sufficiently different from that of the first de-

vice to constitute invention. 678 We shall discuss this latter

condition first.

67 Such was the invention involved in Leroy v. Tatham, 22 How. 132,

The patent was sustained although the actual tangible form of the device

had existed in other usages before. Potts v. Creager, 155 U. S. 597.

See also cases under new use for old device.

G7a The determination of this question is obviously a mental conclusion ;

in a sense, it is a question of fact. As a rule, however, it is not left to

j'uries to determine but is decided by the court itself. Courts sitting in

equity, may, of course, decide questions of fact themselves, but there is

no lack of judicial statement to the effect that when the trial is at law the

question should be submitted to the jury. Winans v. N. Y., etc. R. R.

37

It should be repeated here, however, that t~ere is a real distinction between the act of invention' and certain other acts
such as "di covery' or 'importation, ' and that the latter are
not patentable however "novel they may be. It is only novel
inventions that the patent statute protects, and therefore it
eems more satisfactory to discuss the matter of novelty under
the term ·" invention' than under 'novelty." There is less
chance for forgetfulness that "novelty" alone is not sufficient.
If the fact of inven_tion depended-upon the mere visible form
or manifestation of an art, machine, manufacture or composition of matter, the inquiry as to whether a production were
invention would involve imply the determination of identity
or non-identity of its form with the form of anything which .
had already existed. But invention, as interpreted by the
courts, requires a creation by mental act, a new idea as well
as a new substantial and perceptible form. It follows therefore that the substantial for
ctically identical et the later one ma be invenf
because it
a new conce t, idea princiP.le ._ or what oever it may
e . There is something new actually presented to the
pu he although tangibly embodied in an old form. Thus, a
device may be a new idea of means because the purpose is
new, although. the physical means is old. 67
On the other hand a device may be, in tangible "form different from .anything which had ever existed, but yet not be an
invention because its production involved no new concept or
idea of means sufficiently different from that of the first device to constitute invention. 67 a We shall discuss this latter
condition first.
61

Such was the invention involved in Leroy v. Tatham, 22 How. 132,
The patent was sustained although the actual tangible form of the device
had existed in other usages before. Potts v. Creager, 155 U. S. 597.
See also cases under new use for old device.
678
The determination of this question is obviously a mental conclusion;
in a sense, it is a question of fact. As a rule, however, it is not left to
juries to determine but is decided by the court itself. Courts sitting in
equity, may, of course, decide questions of fact themselves, but there is
no lack of judicial statement to the effect that when the trial i at law the·
question should be submitted to the ju°j)y. \.Vinans v. N. Y., etc. R. R.
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Assuming, then, that the tangible form of a concept is un-

Patents and Inventions

like any form already known, is the concept itself sufficiently

different from anything else to be an invention? The answer

is not the ascertainment of a sensible fact ; it is wholly a mental

conclusion, deduced from the perceptible facts.

Whether this new idea, this novelty of concept, is present or

not, depends upon all the circumstances of each particular case.

There are no rules for determining it, in the sense that there

are rules for deciding issues in the common law. Such pre-

cision as is necessary to a rule is precluded by the fact that in

the nature of the subject no case can arise wherein the facts

are the same as those of a precedent case.

In ordinary processes of society and of individuals, the es-

sential circumstances are recurrently similar in many in-

stances. A man buying a suit of clothes on credit from a de-

partment store is very apt to do it under precisely the same

overt circumstances as the ten or the hundred men preceding

him have done. And, in consquence, it may fairly be said that,

he and his salesman had the same constructive intent in re-
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gard to the passing of title as did the buyers and sellers pre-

ceding. Proceeding to wider analogies, it is not illogical to

say that the buyer of clothes on credit has the same presump-

tive intent as to the passing of title as the buyer of furniture.

There is in all such cases a usual similarity of observable ex-

ternal circumstances. It is possible, also, by a long line of de-

cisions to give to words that may be commonly used a perfect-

ly definite legal meaning.

But where patents are concerned, the very nature of the

subject itself precludes similarity, and consequently eliminates

any possibility of definite standards. When a device whose

patentability is asserted is physically like a preceding device

there is usually no case for the court. The fact of exact iden-

tity, which is in such case apparent to any observer, obviates

any pretense of invention. On the other hand, a mere visible

difference between two devices does not ipso facto denote the

Co., 21 How. 88, "There was in fact but one question to be decided by

the court, viz.: the construction of the patent; the question of novelty

being the fact to be passed on by the jury." Jackson v. Allen, 120 Mass. 64.

suming, then that the tangible form of a concept is unlike any form already known, is the concept itself sufficiently
different from anything else to be an invention? The answer
is not the ascertainment of a sensible fact; it is wholly a mental
conclusion, deduced from the perceptible facts.
Whether this new idea, this novelty of concept, is present or
not, depend upon all the circumstances of each particular case.
There are no rules for determining it, in the sense that there
are rules for deciding issues in the common law. Such pre·cision as is necessary to a rule is precluded by the fact that in
the nature of the subject no case can arise wherein the facts
are the same as those of a precedent case.
In ordinary processes of society and of individuals, the essential ·circumstances are recurrently similar in many instances. A man buying a suit of doth es on credi_t from a department store is very apt to do it under precisely the same
overt circumstances as the ten or the hundred men preceding
hiin have dor_ie. And, in consquence, it may fairly be said that
he and his salesman had the same constructive intent in regard to the passing of title as did the buyers and sellers preceding. Proceeding to wider analogies, it is not illogical to
say that the buyer of clothes on credit has the same presumptive intent as to the passing of titl~ as the buyer of furniture.
There is in all such cases a usual similarity of observable external circumstances. It is possible, also, by a long line of decisions to give to words that may be commonly used a perfectly definite legal_meaning.
But where patents are concerned, the very nature of the
subject itself precludes similarity, and consequently eliminates
any possi ility of definite standards. When a device whose
patentability is asserted is physically like a preceding device
there is usually no case for the court. The fact of exact identity,. which is in uch case apparent to any ob erver, obviates
any preten e of invention. On the other hand, a mere visible
difference between two device does not ipso facto denote the
Co., 21
ow. 88, "There was in fact but one question to be decided by
the court, viz.: the con truction of the patent; the question of novelty
bein the fact to be passed on by the ju y." Jack on v. Allen, 120 Mass. 64
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presence of invention. Whether it does actually denote inven-

39

tion is the issue to be decided. Broadly speaking, this issue,

and othersofjhejDatent law, can not e determined by a mere

comparison of those facts which are cognizable by the senses.

The decision must come from the operation of the mind upon

these observed facts. It is the conclusion of the particular

judge, in each case, whether the alleged invention is really a

new creation or merely a natural and normal modification of

existing ideas.

Sometimes where the observed facts are essentially the same

in many instances, the operation of a normal mind upon them

will produce the same conclusion that preceding normal minds

reached. Consequently, the conclusion which other minds

have arrived at, from approximately the same external facts

which now face a judge, may properly be considered by him in

reaching his own judicial conclusion. So it is possible to com-

pile a line of court decisions whose weight is of controlling

influence in a later case where a judicial conclusion is to be

reached upon facts that are essentially similar to those in the
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collected precedents.

But in patent law there can not be this requisite similarity

of external facts. The facts appreciable by the senses are the

concrete, and usually material, elements of the concept. Al-

ways they must be essentially different from the elements of

the devices which have preceded them or there is no case at

all.- The abstract similarity or dissimilarity of the whole to

something else, the legal likeness or difference, is purely a

conclusion of the mind from these always variant external

stimuli. As the visible, sensible, facts are always different it

follows that the conclusion of another mind in another case

can furnish no logical influence upon the decision to be made

and it is not only impossible to lay down rules for decision, as

in other branches of the law, but absurd to try. 68 As Mr.

Justice Story said long ago, 69 "The doctrine of patents may

truly be said to constitute the metaphysics of the law."

68 Marshall v. Wirt, 232 Fed. 603, each decision is a question of fact, and

stands on its own bottom.

69 Barrett v. Hall, i Mason 447, 471.

co
n
The decision must come from the operation of the min upon
these observed facts. It is the conclusii>n of the particular
judge, in each .case, whether the alleged invention is really a
new creation or merely. a natural and normal modification of
existing ideas.
Sometimes where the observed facts are essentially the same
in many instances, the operation of a normal mind upon them
will produce the same conclusion that preceding normal minds
reached. Consequently, the conclusion which other minds
have arrived at, from approximately the same external facts
. which now face a judge, may properly be con sidered by him in
reaching his own judicial conclusion. So it is possible to compile a line of court decisions whose weight is of controlling
influence in a later case where a judicial conclusion is to be
reached upon facts that are essentially similar to those in the
collected precedents.
But in patent law there can not be this requisite similarity
of external facts. The facts appreciable by the senses are the
concrete, and usually material, elements of the concept. Always they must be essentially different from the elements of
the devices which have preceded them or there is no case at
alL The abstract similarity or dissimilarity of the whole to
something else, the legal likeness or difference, is purely a
conclusion of the mind from these always variant external
stimuli. As the visible, sensible, facts are always different it
follows that the conclusion of another mind in another case
can furnish no logical influence upon the decision to be made
and it is not. only. impossible to lay down rules for decision, as
in other branches of the law, but absurd to try. 68 As Mr.
Justice Story said long ago, 69 "The doctrine of patents may
truly be said to constitute· the metaphysics of the law."
6

Marshall v. Wirt, 232 Fed. 6o3, each decision is a question of fact, and
stands on its own bottom.
·
· 69 Barrett v. Hall, I Mason 447, 471.
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To some slight advantage, however, decisions in regard to

the presence or absence of invention can be grouped according

to the particular tangible feature which distinguishes the de-

vice involved from other devices. And to the extent that the

judicial opinions repeatedly refer to some characteristic circum-

stance as strongly indicating invention, or as negativing it, it

can be broadly laid down as a rule, though not an invariable

one, that the presence of such feature indicates invention, or

otherwise. It may be said, however, that these "rules" have

been customarily restricted to the negative position that such

or such a feature does not indicate invention.

The great disadvantage of thus attempting to group decis-

ions into even the least forceful or obligatory of "rules" is

that it tends to perpetuate the pernicious idea that certain con-

cepts can not intrinsically be invention, regardless of their

novelty. We have seen that some things which are novel,

such as discoveries and importations, are not inventions, and

can not be patentable, as such, but that is because those things

are not creations of the mind. This proposition seems to con-
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fuse itself at times with the so called rules that certain char-

acteristics do not usually denote sufficient mental genius to be

worth the name of invention, and the result is the anomalous

and vicious proposition that certain characteristic mental con-

cepts can not be properly called inventions. Thus it is one

thing to say that the aggregation into a unit of static ele-

ments (e.g. the placing of an eraser in one end of a wooden

sheathed lead pencil) is not usually the product of inventive

genius and is therefore not usually invention. But it is quite

another thing to say that such aggregation does not ever indi-

cate inventive genius, and, as a matter of law, can not be

invention. This latter idea is found in the decisions much less

often than it used to be, but it is sometimes 'found, most ob-

noxiously, in the Patent Office itself, and among young prac-

titioners, trained by text-books and lectures in which it has

been laid down as a real rule, that certain mental creations,

such as the concept of a particular aggregation, or of a sub-

stituted material, can not be considered as inventions. It is

therefore repeated most emphatically that the cases here

To some slight advantage, however, decisions in regard to
the pre ence or absence of invention can be grouped according
to the particular tangible f ea tu re which distinguishes the device involved from other device . And to the extent that the
judicial opinions repeatedly refer to some characteristic circumstance as trongly indicating invention, or as negativing it, it
can be broadly laid down as a rule, though not an invariable
one, that the presence of such feature . indicates invention, or
otherwise. It may be said, however, that these "rules" have
been customarily restricted to the negative position that such
or such a feature does not indicate invention.
The great disadvantage of thus attempting to group decisions into even the least force£ ul or obligatory of "rules" is
that it tends to perpetuate the pernicious idea that certain concepts can not intrinsically be invention, regardless of their ·
novelty. We have seen that some things which are novel,
such as discoveries and importations, are not inventions, and
can not be patentable, as such, but that is because those things
are not creations of the mind. This proposition seems to con£use itself at times with the so called rules that certain characteristics do not usually denote sufficient mental genius to be
worth the name of invention, and the result is the anomalous
and vicious proposition that certain ch.a racteristic mental concepts can not be properly called inventions. Thus it is one
thing to say that the aggregation into a unit of static elements (e.g. the placing of an eraser in one end of a wooden
sheathed lead pencil) is not usually the product of inventive
genius and is therefore not usually invention. But it is quite
another thing to say that such aggregation does not ever indicate inventive geniu , and, as a matter of law can not be
invention. This latter idea is f und in the decisions much Jes
often than it u ed to be, but it is sometimes 'fou~d, most obn xiou ly, in the atent Office it elf and among young practitioner trained by text-ho ks and lectures in which it has
b en laid down a a real rule, that · certain mental creations,
uch a the concept of a particular aggregation, or of a ubtituted material can not be con idered as inventions. It is
th ref re repeated mo t emphatically that the cases here
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grouped do not stand for rules that certain concepts are not

invention, but only illustrate concepts which courts have said,

in a number of particular and striking instances, did not in

those cases reveal invention.

The number of these groups or rules depends upon the

judgment of the particular classifier. One text-book of con-

siderable note 70 refers to twelve rules, another 71 to thirty-two.

The difference lies in the number of instances which each

author considered necessary before a rule could be deduced.

Of the thirty-two "rules" of Hopkins' text, some are deduced

as rules from the existence of but a single decision in which the

particular distinguishing feature was held not to indicate in-

vention. The only authority apparently needed for citing such a

decision as a "rule" is, to some minds, the fact that a court has

declared as its own generalization that the particular feature

involved does not constitute invention. If the mere statement

of the court that a particular feature never indicates, or gen-

erally cannot indicate, invention, may be taken as a "rule",

the number of rules possible is naturally greater than if they
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be deduced from a consistency of actual decisions. Only the

more generally accepted "rules" will be given here.

Excellence of workmen ?&// H r ^ nn " 1a *H " n t t n An**>

sufficient mental creation to constitute invention. Therefore

a particular manufacture, as such, is not patentably distin-

guished from others-of the same type merely because it is bet-

ter made. The art of making it, or the machinery by which

it is made might be patented under proper circumstances, but

the manufacture itself, {/ considered apart from the way it is

made is not patentable. It might be said, that the fact of bet-

ter workmanship is not in itself patentable. 72 But it is not im-

70 Walker.

71 Hopkins.

72 Risdon Locomotive Wks. v. Medart, 158 U. S. 68, 80. "In short this

grouped do not stand for rules that certain concepts are not
invention, but only illustrate concepts which courts have said,
in a number of particular and striking instances, did not in
those cases reveal invention.
The number of these groups or rules depends upon the
judgment of the particular classifier. One tex t-book of considerable note70 refers to twelve rules, another 71 to thirty-two.
The difference lies in the number of instances· which each
author considered necessary before a rule could be deduced.
Of the thirty-two "rules" of Hopkins' text, ·some are deduced
as rules from the existence of but .a single decision in which the
particular distinguishing feature was held not to indicate invention. The .only authority apparently needed for citing such a
decision as a "rule;' is, to some minds, the fact that a cot;trt has
declared as its own generalization that the particular feature
involved does not constitute invention. If the mere statement
of the court that a particular feature never indicates, oc generally cannot indicate, invention, may be taken as a "rule" ,
the number of rules possible is naturally greater than if they
be deduced from a consistency of .actual decisions. Only the
more generally accepted "rules" _will be given here.
orkmansh~·'fl-.lla.S-~~-ftletfl~tef~~~aet

is a patent only for superior workmanship, and within all the authorities

is invalid. This court has repeatedly stated that all improvement is not

invention. If a certain device differs from what precedes it only in su-

periority of finish or in greater accuracy of detail, it is but the carrying

forward of an old idea and does not amount to invention. Thus, if it

has been customary to make an article of unpolished metal, it does not

ett~-ntertta:i-t~~:a.u·

n to constitute invention.
a particular manufacture, as such, is not patentably distinguished from others . of the same type merely because it is better made. The art of making it, or the machinery by which
it is made might be patented under proper circumstances, but
the manufacture itself, if considered apart from the way it is
made is not patentable. It might be said, that the fact of better workmanship is not in itself patentable. 7 2 But it is not imWalker.
Hopkins.
72
Risdon Locomotive Wks. v. Medart, 158 U. S. 68, 8o. "In short this
is a pate"nt only for superior workmanship, and within all the authorities
is invalid. This •c ourt has repeatedly stated that all improvement is not
invention. If a certain device differs from what precedes it only in superiority of fi.~ish or in greater accuracy of detail, it is but · the carrying
forward of an old idea and does not amount to invention. Thus, if it
has been customary to make an article of unpolished metal, it does not
70

71
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possible that the fact of better workmanship might come from

42
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some underlying idea that is itself an invention.

Change arising from the iise\Q.f beJi^m^moxz-dcsirablc ma-

tc^ials^not normally treated as showing invention. Thus in

Hicks v. Kelsey, 73 the validity of a patent for a particular form

of " wagon reach," (the shaft connecting the front and rear

axles of a wagon), was in question. Ordinarily this shaft is

curved in such a way as to allow the front wheel to pass under

it when cramped for a turn. Before the patentee's change,

reaches had been made of wood with a strap, or straps, of iron

fastened along either side of the curved part. The patentee

conceived the idea of omitting the wood at the curve and bolt-

ing the iron straps together. By this means the shaft became

less bulky at the curve though in all other respects and pur-

poses it remained the same. The court held the patent invalid,

saying, "The question is. whether the mere change of material

making the curve of iron instead of wood and iron was a

sufficient change to constitute invention; the purpose 1)eing the

same, the means of accomplishing it being the same, and the
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form of the reach and mode of operation being the same. It

is certainly difficult to bring the case within any recognized

rule of novelty by which the patent can be sustained. The use

of one material instead of another in constructing a known

involve invention to polish it. If a telescope has been made with a

certain degree of power, it involves no invention to make one which dif-

fers from the other only in its having greater power. If boards had

heretofore been planed by hand, a board better planed by machinery

would not be patentable, although in all these cases the machinery itself

would be patentable." (It should be noted, however, that a manufacture is

often identified not by its physical appearance but by its method of manu-

facture). International Tooth Crown Co. v. Gaylord, 140 U. S. 55, 64.

"It is hardly necessary to say that it is no invention, within the meaning

of the law, to perform with increased speed a series of surgical oper-

ations old in themselves, and in the order in which they were before per-

formed. With what celerity these successive operations shall be per-

formed depends entirely upon the judgment and skill of the operator, and

possible that the fact f better workmanship might come from
some underlying idea that is itself an inventi n.
Change arising froni the us~ of better or 11wr. desirable mat ·azs 1 not normally treated as showing invention. Thu in
Hicks v. Kelsey, 73 the validity of a patent for a particular form
of "wagon reach," (the shaft connecting the front and rear
axles of a ·wagon), ·was in question. Ordinarily thi haft i
curved in such a way as to allo~ the front wheel to pass under
it when cramped for a turn. 'B efore the patentee change,
reaches had been made of wood with a strap, or straps, of iron
fastened along either ·side of the curved part. The patentee
conceived the idea of omitting the wood at the curve and bolting the iron straps together. By this means the shaft became
less bulky at the curve though in all other respects and purposes it remained the same. The court held the patent invalid,
saying, "The question is whether the mere chan ·e of material
-makina the curve of iron instead of wooa: and iron-was a
sufficient change to constitute invention; the purpose being the
same, the means of accomplishing it being the same, and the
form of the rea_ch and mode of operation being tl1e same. It
is certainly difficult to bring the case within any recognized
rule of novelty by which the patent can be sustained. The use
of one material instead of another in constructing a known

does not involve any question of novelty which would entitle him to a

patent therefor." Smith v. Nichols, 21 Wall. 112, n<); Edison v. Ameri-

can Mutoscope Co., 114 Fed. 926, 935.

73 18 Wall. 670.

involve invention to polish it. If a telescope has been made with a
certain degree of power, it involves no invention to make one which differs from the other only in its having greater power. If boards had
heretofore been planed by hand, a board better · planed by machinery
would not be patentable, although in all these case the machinery itself
would be patentable." (It should be noted, however, that a manufacture is
often identified not by its physical appearance but by its method of manufacture). Intern_ational Tooth Crown Co. v. Gaylord, 140 U. S. 55, 64.
"It is hardly nece ary to ay that it i no invention, within the meanincr
of the law, to perform with increased sp ed a eries of surgkal operations old in them elves, and in the order in which they were before p rformed. With what c lerity the e ucce ive operations shall be perform d depend entirely upon the j ud menl and kill of the operator, and
doe not involve any que ti n f nov lty which would entitle him to a
patent ther for." Smith v. Nich 1 , 21 Wall. 112, II~); Edison v. American Muto cop Co., l 14 Fed. 926, 935.
73 i8 Wall. 670.
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machine is, in most cases, so obviously a matter of mere me-

chanical judgment, and not of invention, that it cannot be

called an invention, unless some new and useful result, an in-

crease of efficiency, or a decided saving in the operation, is

clearly attained. Some evidence was given to show that the

wagon-reach of the plaintiff is a better reach, requiring less

repair, and having greater solidity than the wooden reach.

But it is not sufficient to bring the case out of the category of

more or less excellence of construction, ^^^^fhi 1 ^ * s the

same. Axe-helves made of hickory may be more durable and

more cheap in the end than those made of beech or pine, but

the first application of hickory to the purpose would not be,

therefore, patentable." 74

Mere enlargement has been helcjjnot to indicate the mental

creation neoessary to invention. 75

74 It should be noted that express exception is made if by the sub-

stitution of materials "some new and useful result" is produced. Hotch-

kiss v. Greenwood, n How. 248. In this case it was urged that it should

have been left to the jury to say whether or not the change of materials
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amounted to invention, but the court held as a matter of law that if the

change required no more skill than was required by an ordinary mechanic

there was no invention involved in making it. "The difference is formal,

and destitute of ingenuity or invention. It may afford evidence of judg-

ment and skill in the selection and adaptation of the materials in the

manufacture of the instrument for the purposes intended, -but nothing

more." New York Belting & P. Co. v. Sierer, 149 Fed. 756; Crouch v.

Roemer, 103 U. S. 797; Guidet v. Brooklyn, 105 U. S. 550; Cf. Smith v.

Goodyear Dental Vulcanite Co., 93 U. S. 486.

75 Phillips v. Page, 24 How. 164; Planing Machine Co. v. Keith, 101

U. S. 479 ; "The appellant contends that the Anson machine fails to be

an anticipation of the Woodbury invention, because, as they say, it has no

solid bed. It plainly has, however, a solid bed, adequate for the pur-

poses for which the machine was intended and used, for cutting, and

planing light material, sash, and blinds, and the bed is sufficiently solid

for such uses. It may be admitted it would be too weak for general

planing work upon boards or plank. It is comparatively a small machine.

It would not cease to be the same machine, in principle, if any one or

all of its constituents were enlarged or strengthened, so that it might

perform heavier work. True, the bed is divided by a slit running long-

itudinally from one end to the other; but the two parts are arranged so

as to constitute one bed, and is is not perceived why, if enlarged, it

would not answer all the purposes of the Woodbury machine. Mere en-

43

machine is, in most cases, so obviously a matter of mere mechanical judgment, and not of invention, that it · cannot be
called an invention, unless some new and useful result, an increase of efficiency, or a decided aving . in the operation, is
clearly attained. Some evidence was given to show that the
wagon-reach of the plaintiff is a better reach, requiring less
repair, and having greater solidity than the wooden reach.
But it is not sufficient to bring the case out of the category of
more · or less excellence of construction.
he machine is the
ame. Axe-helves made of hickory may be more durable and
more cheap in the end than those made of beech or pine, but
the first application of hickory to the purpose would not be,
therefore patentahle." 74
Mere enlar enient has been hel 1 not to indicate the, mental
creation necessary to invention. 75
It should be noted that expr s exception is made if by the substitution of materials "some new and useful result". is produced. Hotchkiss v. Greenwood, I I How. 248. In this case it was urged that it should
have been left to the jury to say whether or not the change of materials
amounted to invention, but the court held as a matter of law that if the
change required no more skill than was required by an ordinary mechanic
there was no invention involved in making it. "The difference is formal,
and destitute of ingenuity or invention. It may afford evidence of j udgment and skill in the selection and adaptation of the materials in the
manufacture of the instrument for the purposes intended, ·but nothing
more." New York Belting & P. Co. v. Sierer, 149 Fed. 756; Crouch v.
Roemer, 103 U. S. 797; Guidet v. Brooklyn, 105 U. S. 550; Cf. Smith v.
Goodyear . Dental Vulcanite Co., 93 U. S. 486.
75 Phillips v. ·page, 24 How. 164; Planing Machine Co. v. Keith, 101
U. S. 479; "The appellant contends that the Anson machine fails to be
an anticipation of the Woodbury invention, because, as they say, it has no
solid bed. . It plainly has, however, a solid bed, adequate for the purposes for whieh the machine was intended and used,-for cutting, and
planing light material, sash, and blinds, and the bed is sufficiently solid
for such u es. It may be admitted it would be too weak for general
planing work upon boards or plank. It is comparatively a small machine.
It would not cease to be the same machine, in principle, if any one or
all of its constituents were enlarged or strengthened, so that it might
perform heavier work. True, the bed is divided by a lit running longitudinally . from one end to the other; but the two parts are arranged so
as to constitute one bed, and is i · not perceived why, if enlarged, it
would not answer all the purposes of the Woodbury machine. Mere en74
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d u plication of barts has not normally shown inven-

tion. In one case 76 involving a patent for the combination, in

44

a tobacco curer, of two sets of furnaces of different capacities

the court said, "But surely there can be no invention in this!

Where one stove is found to be unequal to the heating of a

room, to put another beside it, even though smaller, requires

no invention. And if at the time of the issue of plaintiff's

patent there was in use for curing tobacco, or anything else,

single furnaces, with flues entering a common flue with a re-

turn flue to the chimney, it is nol -a paientable combination to

"*"^^^^^^*^^^fc

put two furnaces side by side to accomplish the same purpose,

even though one be smaller than the other. The^laintiff s

combination produces no new result. It works in no different

manner. It is a mere colorable variation from the old method

of building furnaces, required no exercise of the inventive

faculty, and is not patentable." 77

But this rule like all the others is not absolute; it does not

largement is not invention. The simplest mechanic can make such a
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modification. Woodbury's patent claims no particular form of a bed.

It does not require the bed to be of any specified thickness, or constructed

in one piece. Its purpose is to furnish a firm and unyielding support to

the material when passing under the cutter, and that may be done as

well by constructing the bed of two parts as of one. An anvil composed

of two pieces is not the less an anvil, a solid block to resist the blows of

a hammer. A solid foundation of a house may be composed of more than

one stone. We cannot but think this objection to the Anson machine as

an anticipating device is entitled to no weight." Am. Road Machine Co.

v. Pennock & Co., 164 U. S. 26; American Well Works v. Austin Mfg.

Co., 98 Fed. 992, dictum.

76 Millner v. Voss & Co., 4 Hughes 262.

77 In Dunbar v. Myers, 94 U. S. 187, it was held that the use, on a

circular saw, of two deflecting plates was not invention because of the

fact that the use of one had long been known. "Grant that 2 such plates

are in certain cases better than one used alone, still the question arises

whether it involves any invention to add the second plate to a machine al-

ready constructed with one plate. Beyond doubt, every operator who

had used a machine having one deflecting plate knew full well what the

function was that the deflecting plate was designed to accomplish, and

the reasons for placing it at the side of the saw are obvious to the un-

derstanding of every one who ever witnessed the operation of a circu-

lar saw. Ordinary mechanics know how to use bolts, rivets, and screws,

and it is obvious that any one knowing how to use such devices would

M
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mean that duplication can not be the result of invention. 78 In

one case where the device was actually only a duplication of

existing ones the court held the patent covering it to be valid,

saying, 79 "It is contended the changes made by Firm were

merely mechanical, and that in reality he but took the presses

which he found standing side by side, and banked them one

upon another, that the change involved was mere reconstruc-

tion, rearrangement, duplication. It is to be noted, however,

that printing-press construction is mechanically a highly-

developed industry. The complex and intricate details of these

great presses; the calls upon them for speed, strength, and

product ; the constant demand upon builders for improvement ;

and the keen rivalry existing among such builders and the

users of the presses, are factors which brought the art to

this high mechanical standard. The very fact that, with all

these stimulating considerations, insuring the most rapid strides

in mechanical advance, no such step as Firm's was taken in

duplex presses, shows that Firm's change was not in the line

of mechanical progress, but in the original, inventive sphere.
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Granted the change consisted in banking one press upon an-

other, yet the two, when so combined, and in their new relation,

so co-acted as to dispense with angle-bars, with a web-de-

know how to arrange a deflecting plate at one side of a circular saw

which had such a device properly arranged on the other side, it being

conceded that both deflecting plates are constructed and arranged pre-

cisely alike, except that one is placed on one side of the saw and the other

on the opposite side. Both are attached to the frame in the same man-

ner; nor is it shown, either in the specification or drawings, that there

is anything peculiar in the means employed for arranging the deflecting

plates at the sides of the saw, or in attaching the same to the frame.

Both are alike, except that the outer end of the one on the same side as

the strengthening plate projects farther from the saw than the inner end,

and that the other is rather smaller in diameter, and that the ends pro-

ject about an equal distance from the saw." Slawson v. Grand St. R. R.

mean that duplication can not be the result of invention. 78 In
one case where the device was actually only a duplication of
existing ones the court held the patent covering it to be valid,
saying, 79 "It is contended the changes made by Firm were
merely mechanical, and that in reality he but took the presses
which he found standing side by side, and banked them one
upon another, that the change involved was mere reconstruction_, rearrangement, duplication. It is to be noted, however,
that printing-press construction is mec amcally
hig: y,.dev~lopetl in ustry. The complex and intricate details of these
great presses; the calls upon them for s eed, strength, and
product; the constant demand upon ,builders for impr vement;
and the keen rivalry existing among such builders and the
users of the presses,-are factors which brou ht the art to
this high mechanical standard. The very fact that, with all
these st' ulating consideration , insuring the most rapid strides
in mech nical advance, no such step as Firm's was taken in
duple presses, shows that Firm's change was not in the line
of mechanical progre s, but in the ori inal inve.n tive sphere.
Gra-nted the change consisted in banking one press. upon another yet the two, when so combined, and in their new relation,
so co-acted as to dispense with angle-bars, with a web-de-

Co., 107 U. S. 649; Ferguson v. Roos Mfg. Co., 71 Fed. 416; New De-

parture Ball Co. v. Bevin Bros. Mfg. Co., 73 Fed. 469.

78 Duplication may constitute invention, Parker v. Hulme, i Fish. Pal.

Cases 44 Fed. Cas. No. 10740.

79 Goss Printing Press Co. v. Scott, 108 Fed. 253, 259.

know how to arrange a deflecting plate at one side of a circular saw
which had such a devite properly arranged on the other side, it being
conceded that both deflecting plates are constructed and arranged precisely alike, except that one is placed on one side of the saw and the other
on the opposite side. Both -are attached to the fra~e in the same manner; nor is it shown, either in the specification or drawings, that there
is anything peculiar in the means employed for arranging the defle~ting
plates at the sides of the saw, or in attaching the ·s ame to the frame.
Both are alike, except that the outer end o{ the one on the same side as
the strengthening plate projects farther from the saw than the inner end,
and that the other is rather smaller in diameter, and that the ends proje.ct about an equal distance from the saw." Slawson v. Grand St. R. R.
Co., 107 U. S. 649; Fergus'On v. Roos Mfg. Co., 71 Fed. 416; New Departure Ball Co. v. Bevin Bros. Mfg. Co., 73 Fed. 46g.
78 Duplication may constitute invention, Parker v ; Hulme, 1 Fish. Pat.
Cases 44 Fed. Cas. No. 10740.
79 Goss Printing Press Co. v. Scott, 108 Fed. 253, 259.
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fleeted course, and made possible a straight-line duplex press.

Patents and Inventions

A single straight-line press in itself was no novelty, so far as

the straight-line printing of an individual web is concerned;

but, when the product of two such presses were united, it was

only through angle-bar agency. Firm's device, by placing the

two in new relations, eliminated the angle-bar, did away with

the tangent-turning webs, and thus secured valuable results.

The test in such cases is not whether duplication exists, but

whether duplication produces, not mere duplication of pro-

duct or function, but a new unitary, additional result, and not

the mere aggregate of prior, separate mechanism. The mere

elements of the combination are immaterial. In their individ-

ual relations they may be old, may be mere duplicates; but the

test isuiot tHeTcharactef 6f the combining elements, but the

result flowing from their being co^frjnH Duplication pfcP*

ducing a new and a useful result, as it was here produced, may

be patentable. It renders useful what was previously useless.

Aggregation. Merely to gather static elements into juxta-

position with each other has been held not to indicate invention.
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A case often cited upon this point is that of Reckendorfer v.

Faber. 80 The patent in this case was for the now common

wooden sheathed lead pencil, having an eraser somewhat

larger in diameter than the lead, set into a cylindrical hole

in one end. The court, three justices dissenting, held the

patent to be invalid, saying, "The combination, to be patenta-

ble, must produce a different force or effect, or result in the

combined forces or processes, from that given by their sepa-

rate parts. There must be a new result produced by their

union : if not so, it is only an aggregation of separate ele-

ments. An instance and an illustration are found in the dis-

covery, that, by the use of sulphur mixed with india-rubber,

the rubber could be vulcanized, and that without this agent

the rubber could not be vulcanized. The combination of the

80 92 U. S. 347. It has always seemed to the writer that this case was

wrongly decided that the collocation into one instrument of these various

elements showed much more inventive genius than many another collection

of interacting elements which has been upheld as invention. The whole

tenor of the case suggests the vision theory, heretofore referred to, that

certain concepts, such as aggregation, can not be considered invention-.

fleeted course, and made possible a straight-line duplex press.
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two produced a result or an article entirely different from that

before in use. Another illustration may be found in the frame

in a saw-mill which advances the log regularly to meet the

saw, and the saw which saws the log; the two co-operate and

are simultaneous in carrying on a continuous sawing. A stem-

winding watch-key is another instance. The office of the stem

is to hold the watch, or hang the chain to the watch : the office

of the key is to wind it. When the stem is made the key, the

joint duty of holding the chain and winding the watch is per-

formed by the same instrument. A double effect is produced

or a double duty performed by the combined result. In these

and numerous like cases the parts co-operate in producing the

final effect sometimes simultaneously, sometimes successively.

The result comes from the combined effect of the several parts,

not simply from the separate action of each, and is, therefore,

patentable. In the.ase~w~are considering, the parts daimed

to make a combination are distinct and disconnected. Not

only is tlierc- no new result, but no joint operation. When the

leacfis used, it performs the same operation and in the same
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manner as it would do if there were no rubber at the other

end of the pencil; when the rubber is used, it is in the same

manner and performs the same duty as if the lead were not in

the same pencil. A pencil is laid down and a rubber is taken

up, the one to write, the other to erase : a pencil is turned over

to erase with, or an eraser is turned over to write with. The

principle is the same in both instances. It may be more con-

venient to have the two instruments on one rod than on two.

There may be a security against the absence of the tools of an

artist or mechanic from the fact, that, the greater the number,

the greater the danger of loss. It may be more convenient to

turn over the different ends of the, same stick than to lay down

one stick and take up another. This, however, is not inven-

tion within the patent law, as the authorities cited fully show.

There is no relation between the instruments in the perform-

ance of their several functions, and no reciprocal action, no

parts used in common." 81

81 Ace. Thacker Heating Co. v. Burtis, 121 U. S. 286. Here the patentee

had combined a fuel reservoir which was well known with a particular
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But, after all, practically every device involves juxtaposition

Patents and Inventions

of elements. A machine is an aggregation of wheels, shafts,

levers, etc. A patentable wash board is a juxtaposition of

wood and zinc parts; and so the list might run unendingly.

The statement that juxtaposition does not constitute invention

is therefore only possible of those groupings in which, as in

the Reckendorfer pencil, each element remains individual, in

proximity and connection with other elements which also re-

tain their identity. This is called aggregation, as distinct from

those combinations of elements which form a patentable de-

vice. 82 The distinction is often expressed by saying, as in the

Reckendorfer case, "The combination to be patentable must

produce a different force or effect, or result in the combined

forces or processes, from that given by their separate parts.

There must be a new result produced by their union ; if not so,

it is only an aggregation of separate elements." The same

idea is expressed in Hailes v. Van Wormer., 83 where the court

says : "It must be conceded that a new combination, if it pro-

duces new and useful results, is patentable, though all the con-
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stituents of the combination w r ere well known and in common

use before the combination was made. But the results must

be a product of the combination, and not a mere aggregate of

several results each the complete product of one of the com-

bined elements. Combined results are not necessarily a novel

result, nor are they an old result obtained in a new and im-

proved manner. Merely bringing old devices into juxtaposi-

form of stove which was also well known. They had not, however, been

used together before. The court held the patent void because invention

was absent. The confused reasoning of this case is an illustration of the

difficulties encountered in explaining absence of invention by some rule

of thumb.

Hailes v. Van Wormer, 20 Wa.ll. 353, Stephenson v. Brooklyn Cross-

Town Ry. Co., 114 U. S. 149, Pickering v. McCullough, 104 U. S. 310,

Palmer v. Corning, 156 U. S. 342, Richards v. Chase Elevator Co., 159

U. S. 477, Grinnell Washing-Machine Co. v. E. E. Johnson Co., 247 U. S.

426, National Tube v. Aiken, 163 Fed. 254, James Spear Stove Co. v.

Kelsey Heating Co., 158 Fed. 622; Fort Pitt Supply Co. v. Ireland &

Matthews Mfg. Co., 232 Fed. 871.

82 Loom Co. v. Higgins, 105 U. S. 580.

8 3 20 Wall. 353-
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tion, and there allowing each to work out its own effect with-

out the production of something novel, is not invention. No

one by bringing together several old devices without produc-

ing a new and useful result the joint product of the elements of

the combination and something more than an aggregate of old

results, can acquire a right to prevent others from using the

same devices, either singly or in other combinations, or, even

if a new and useful result is obtained, can prevent others from

using some of the devices, omitting others, in combination."

The real difficulty is in determining just when the juxta-

position of parts does produce a cooperative result such that

the presence of invention is not prima facie absent. If the

parts actively co-operate so that there is mutual or reciprocal

action and interaction of some kind, the device is then ipso

facto a combination instead of aggregation and has possibili-

ties of patentability. 84

But \vhile this is the thought frequently expressed, it is a

84 Pickering v. McCullough, 104 U. S. 310, 318. "In Nimmo's appara-

tus, it is perfectly clear that all the elements of the combination are old,
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and that each operates only in the old way. Beyond the separate and

well-known results produced by them severally, no one of them con-

tributes to the combined result any new feature; no one of them adds to

the combination anything more than its separate independent effect; no

one of them gives any additional efficiency to the others, or changes in

any way the mode or result of its action. In a patentable combination

of old elements, all the constituents must so enter into it as that each

tion, and there allowing each to work out its own effect without the production of something novel, is not invention. No
one by bringing together several old devices without producing a new and useful result the joint product of the elements of
the combination and something more than an aggregate of old
results, can acquire a right to prevent others from using the
same devices,. either singly or in other combinations, or, even
if a new and useful result is obtained, can prevent others from
using some of the devices, omitting-others, in combination."
The real difficulty is in determining just when the juxtaposition of parts does produce a cooperative result ~uch that
the presence of invention is not prima f acie absent. If the
parts actively co-operate so. that there is mutual or reciprocal
action and interaction of some kind, the device is then ipso
facto a combination instead of aggregation and has possibilities of patentability. 84
But while this is the thought frequently expressed, it is a

qualifies every other ; to draw an illustration from another branch of the

law, they must be joint tenants of the domain of the invention, seized

each of every part per my et per tout, and not mere tenants in common,

with separate interests and estates. It must form either a new machine

of a distinct character and function, or produce a result due to the joint

and co-operating action of all the elements, and which is not the mere

adding together of separate contributions. Otherwise it is only a me-

chanical juxtaposition, and not a vital union. In the case of this appara-

tus the mould was known, and a rib or former was known, and their

use in combination was known. Salvetat described a rib, so arranged

that, after it had performed its function in shaping the interior of the

vessel, it could be withdrawn, through the top of the vessel, so as not to

produce injury by striking against its side. This rib Nimmo substituted

for the old one in the same combination. And this is the whole of the

invention. Upon the principle stated, there is no invention in it."

Pickering v. McCuilough, 104 U. S. 310, 318. ''In Nimmo's apparatus, it is perfectly clear that all the elements of the combination are old,
and that each operates only in the old way. Beyond the separate and
well-known results _produced by ~hem severally, no one of them contributes to the combined result any new feature; no one of them adds to
the combination anything more than its separate independent effect; no
one of them gives any additional efficiency to the others, or changes in
:my way the mode or result of its action. In a patentable combination
of old elements, a'll the constituents must so enter into it as that each
qualifies every other; to draw an illustration from another branch of the
law, they must be joint tenants of the domain of the invention, seized
each of every part per my et per tout, and not mere tenants in common,
with separate interests and estates. It must form eit~er a new machine
of a distinct character and function, or produce a result due to the joint
and co-operating action of all the elements, and which is not the mere
adding together of s~parate contributions. Otherwise it is only a mechanical juxtaposition, and not a vital uni.on. In the case of this apparatus the mould was known, and a rib or former was known, and their
use in combination was known. Salvetat described a rib, so arranged
that, after it had performed its function in shaping the interior of the
vessel, it could be withdrawn, through the top of the vessel, so as not to
produce injury by striking against its side. This rib Nimmo substituted
for the old one in the same combination. And this is the whole of the
invention. Upon the principle stated, there is no invention in it."
84
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fact that mere static juxtaposition has been held so to co-oper-

ate in producing a new result as to be indicative of invention,

and therefore patentable. In Hailes v. Van Wormer, just

quoted from, the court assumed the validity of a patent cov-

ering the simple juxtaposition in a stove of a fire-pot, coal-

magazine, revertible flues, etc., all of which by themselves were

old, but had never been so grouped together. In the case of

The Barbed Wire Patent 85 the court sustained the patent,

which was directly attacked, despite the fact that the device

was nothing more than the collocation aggregation, in its

non-technical sense of fence wires twisted together and a

short transverse wire coiled at its central portion about one of

the twisted strands, so that its ends would project therefrom

to form the well known barb. The court called it a combina-

tion, without discussing its differentiation from unpatentable

aggregation. 86

Cnrnbination. The word "combination" ordinarily means

any grouping of parts, as for instance, the "combining of parts

of a stove into one whole or the placing together of wheels,

Generated for facpubupdates (University of Michigan) on 2014-06-13 19:34 GMT / http://hdl.handle.net/2027/uc2.ark:/13960/t3cz3366n
Public Domain in the United States / http://www.hathitrust.org/access_use#pd-us

shafts, etc., in combination to form a single machine. It is

so used generally in the patent law, and in this sense we have

just discussed it. But it has also a technical use in patent law.

In this technical sense "combination" is used of a collection or

arrangement of parts which do not themselves entirely sub-

merge their identity in the new device. In a machine, for in-

stance, the identity of the individual wheels and other parts is

entirely lost; they go to make up the machine which is itself

looked upon as the only entity. The well known Seldon pat-

ent, 87 however, is an illustration of a "combination" in the

technical usage. It covered* the collection in an automobile, of

engine, driving mechanism, and carriage. While these parts

all went to make up the whole, yet their individual identity was

not lost as in the case of the parts of a single machine. 88 Out

143 U. S. 275.

80 Juxtaposition of old elements in a rubber tire held invention, Dia-

mond Rubber Tire Co. v. Consolidated R. T. Co., '220 U. S. 428 ; Rubber

Tire -Co. v. Goodyear Co., 232 U, S. 413.

87 Col. Motor Car Co. v. Duerr, 184 Fed. 893.

88 Gould v. Rees, 15 Wall. 187. Barrett v. Hall, I Mason 447, 474.

fact that mere tatic juxtapo ition has been held o to co-operate in producing a new result as to be indicative f inventi n,
and therefore patentable. In Haile v. Van Wormer; ju t
iuote 1 fr m, the court assumed the validity of a patent covering the simple juxtaposition in a stove of a fire-pot, coa}
mao-azine, revertible flue , etc., all f which by them Ives were
old, but had never been so grouped together. In the case of
The arbed Wire Patent 5 the court sustained the patent,
which was directly .attacked, despite the fact that the device
was nothing more than the collocation-aggregation, in its
non-technical ense-of fence wires twisted t gether and a
hort transverse wire coiled at its central portion ab ut one of
the twisted strand , s that its ends would project therefrom
to form the well known barb. The court called it a combination, without discus ing its differentiation from unpatentable
aggregation. 8 6
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arrangement of parts which do not themselves entirely submerge their identity in the new device. In a machine, for instance, the identity of the individual wheels and other parts i
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of this use of combination grow such rules as that "the sub-

sr

stitution of equivalents is not such invention as will sustain a

patent," 89 and others having to do especially with changes in

a combination. 90 The fact that the combination consists of old

and well known elements does not necessarily deprive it of

patentability. 91

Mere change of form. Another holding, frequently ex-

pressed as a rule, is tha"t mere change of form does not con-

stitute invention. The difficulty with this as a "rule" is that

it is even more indefinite than the generalities just discussed.

It leaves still open the question, what is mere change of form.

Practically all invention involves change of form in some

way, if only the change, for instance, from bulk steel to that

of a finished tool. Even if the rule be confined to change of

physical appearance without change of use or purpose there is

conflict. In harmony with the "rule" are such cases as Glue

Co. v. Upton. 92 Here the invention alleged was that "of glue

comminuted to small particles of practically uniform size, as

distinguished from the glue in angular flakes hitherto known."
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It was claimed for this form of glue, which was called "instan-

taneous and comminuted glue," that less preparation for use

was required, that it could be more readily put up in packages

as there were no large sharp edged -flakes to cut the container,

and that it had a more pleasing appearance. "It thus appears,"

said the court, "that the invention claimed is not any new

combination of ingredients, creating a different product, or

any new mechanical means by which a desirable change in the

lorm of a common article of commerce is obtained ; but it con-

sists only of the ordinary flake glue reduced to small particles

by mechanical division. The advantages from such division

consist in its more ready and rapid solution, its greater con-

89 Smith v. Nichols, 21 Wall. 112.

90 Burt v. Evory, 133 U. S. 349, McClain v. Ortmeyer, 141 U. S. 419.

Moody v. Fiske, 2 Mason 112.

91 Loom Co. v. Higgins, 105 U. S. 580, Expanded Metal Co. v. Brad-

ford, 214 U. S 366; Rubber Tire Co v. Goodyear Co., 232 U. S. 413; Seim

v. Hurd, 232 U. S. 420. Hay v. Heath Cycle Co., 71 Fed. 411, Steiner v.

Voegtly Hardware Co., 178 Fed. 831

92 97 U. S. 3.

of this use of combination grow such rules as that " the substitution of equivalents is not such invention as will sustain a
patent," 89 and others having to do especially with changes in
a combination. 90 The fact that the combination consists of old
and well kuow1i.. elements does not necessarily deprive it of
Ratentability.91
cliange of forni. Another holding, frequently expressed as a rule, 1s tliat mere change of form does not constitute invention. The difficulty with this as a " rule" is that
it is even more indefinite than the generalities just discussed.
It leaves still open the question, what 1s 11iere change of form.
Practically all invention involves change of form in some
way, if only the change, fo r instance, from bulk steel t o that
of a finished tool. Even if the rule be confined to change of
physical appearance without change of use or purpose th~re is
conflict. In harmony with the " rule" are such cases as Glue
Co. v. Upton. 92 Here the invention alleged was that "of g lue
comminuted to small particles of practically uniform size, as
distinguished from the glue in angular flakes hitherto known."
1t was claimed for this form of glue, which was called "instantaneous and comminuted glue," that less preparation for use
was required, that it could be more readily put up in packages
as there were no large sharp edged .flakes to cut the contai ner,
and that it had a more pleasing appearance. " It thus appears,"
said the court, "that t~e invention claimed is not any new
combination of ing redients, creating a differ<"nt product, or
any new mechanical means by 'vhich a desirable change in the
iorm of a common article of commerce is obtained; but it consists only of the ordinary Aake glue reduced to small particles
by mechanical division. The advantages from such division
consist in its more ready and rapid solution, its great~r con-

-xrere

Smith v. Nichols, 21 Wall. II2.
Burt v. Evory, 133 U. S. 349, McClain v. Ortmeyer, 141 U. S. 419.
Moody v. Fiske, 2 Mason II2.
91
Loom Co. v. Higgins, 105 U. S. 58o, Expanrled Metal Co. v. Bradford, 214 U. S 366: Rubber Tire Co v. Goodyear Co., 232 U. S. 413; Seim
v. Hurd, 232 U. S. 420. Hay v. H eath. Cycle Co., 7r Fed. 41 r, Steiner v.
Voegtly Hardware Co., 178 Fed. 831 .
92
97 U. S. 3.
89
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venience for packing and retailing, and its whiter appearance

and enhanced salableness. The whole claim is to an old article

of commerce in a state of mechanical division greater than

previously used, but unchanged in composition and proper-

ties; and the benefits arising from the increased division are

such as appertain to every soluble substance when divided into

minute particles. A distinction must be observed between a

new article of commerce and a new article which, as such, is

patentable. Any change in form from a previous condition

may render the article new in commerce ; as powdered sugar is

a different article in commerce from loaf sugar, and ground

coffee is a different article in commerce from coffee in the

berry. But to render the article new in the sense of the patent

law, it must be more or less efficacious, or possess new prop-

erties by a combination with other ingredients; not from a

mere change of form produced by a mechanical division." 9

The inexactness of stating the result of such holdings as a

rule is, however, shown by the case of Winans v. Denmead. 94

This concerned the validity of a patent for a body for railroad
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freight cars. The bodies in use before the patent had been

rectangular. Transportation of such freight as coal and ore in

these cars caused a great lateral pressure upon the body of tte

car and a consequent tendency to distortion. To overcome

this, so much bracing and stiffening was necessary that the

cars were capable of transporting a load of not more than

their own weight. The patentee had conceived the idea of

building the body in the form of a frustrum of a cone, in-

verted. This so far did away with the tendency to distortion

93 King v. Gallum, 109 U. S. 99. Validity was denied to a patent for the

idea of putting plastering hair into smaller bales than had been hereto-

fore known. The court did not refer to "change of form" at all. The

Patent Act of Feb. 21, 1/93, 2, provided specifically, "It is hereby enacted

and declared, that simply changing the form or propositions of any ma-

chine, or composition of matter in any degree, shall not be deemed a

discovery." Belding Mfg. Co. v. Corn Planter Co., 152 U. S. 100, Lowell

v. Lewis, i Mason 182, 189; "I say substantially the same invention, .be-

cause a mere change of form or proportions of any machine cannot, per

se, be deemed a new invention."

94 15 How. 330.

venience for packing and retailing, and its whiter appearance
and enhanced salablene s. The whole claim is to an old article
of commerce in a state of mechanical division greater than
previou ly used, but unchanged in composition and propertie ; and the benefits arising from the increased division are
uch as appertain to every soluble substance when divided into
minute particles. · A distinction rriust be observed between· a
new article of commerce and a new article which, as such, is
patentable. Any ·change in form from a previous condition
may render the article new in commerce; as powdere~ sugar is
a different article in commerce from loaf sugar, and ground
coffee is a different artide in commerce from coffee in the
berry. But to render the article new in the sense of the patent
law, it must be more· or less efficacious, or possess new properties by a combination with other ingredients; not from a
mere change of form produced by a mechanical division." 93
The inexactness of stating the result of such holdings as a
rule is however, shown by the case of Winans v. Denmead. 94
This concerned the validity of a patent for a body for railroad
freight cars. The bodies in use before the patent had been
rectangular. Tran portation of such freight as coal and ore in
these cars caused a great lateral pressure upon the body of th'e
car and· a consequent tendency to distortion. To overcome
this, so much bracing and stiffening was necessary that the
cars were capable of transporting a load of not more than
their own weight. The patentee had conceived the idea of
building the body in the form of a .frustrum of a cone, inverted. This so far did away with the tendency to distortion
93

King v. Gallum, 109 U. S. 99. Validity was denied to a patent for the
idea of putting plast ring hair into maller bales than had been heretof re known. The court did not refer to "change of form" at all. The
.atent Act of Feb. 21, 1793, §2, provid d pecifically, "It i hereby enacted
and declared, that imply changing the form or propositions of any machine, or compo ition of matter in any degree, shall not be deemed a
di covery." Belding Mfg. Co. v. Corn Planter Co., 152 U. S. 100, Lowell
v. Lewis, l Mason r 2, 189 · 'I say substantially the same invention, .becau e a m re change of form or proportions of any machine cannot, per
se, be d emed a' new invention."
4
15
ow. 330.
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as to permit elimination of a great deal of lateral bracing.

53

The cars could, in consequence, carry a load of considerably

more than their own weight, and they had other advantages

over the old rectangular ones. In its decision the court rec-

ognized that "under our law a patent can not be granted

merely for a change of form." But it held that the production

of the patentee involved more than a change of form and was,

in fact, an invention. The reasoning by which the decision is

i cached is, at least, not quite logically clear, on account of the

assumed necessity for holding that the change from a rec-

tangular container to a conical one was not merely a change

cf form. The truth is, it was merely a change of form, but it

required, according to the decision, the mental act of invention

to conceive of that change.

^Application of old device to new fnirbose^ It often occurs

that patentability is claimed tor an invention, even when the

substantial embodiment of the means conceived does not differ

at all, in form, from other known embodiments of means.

The quality of invention is alleged to lie in the conception of
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using such 'known substantial means for a new purpose; to

accomplish some result not before reached by that means.

Just when this application of an old and known device to the

accomplishment of an end for which it has not before been

use4_ amounts to invention, is a question which has greatly

troubled the courts. They are reasonably agreed that if the

new use is "analogous" to the old one, no invention is involved,

But that there may be invention in the. application of an old

device to a new and "non-analogous" end. The issue there-

fore, when the use only is changed and not the device, is

whether the purpose or use is so like the known use that no

inventive genius was required for its conception. One of the

clearest cases of "analogous" use is that considered in Penn-

sylvania Ry. Co. v. Locomotive, etc. Co. 95 Here the patentee

claimed to have invented the use of a certain swivel truck,

which allowed a slight amount of lateral motion, under rail-

road engines. Exactly the same form of truck, which was well

95 1 10 U. S. 490.

as to permit elimination of a great deal of lateral bracing.
The cars could, in consequence, carry a load Qt considerably
more than their own weight, and they had other advantages
over the old rectangular ones. In its· decision the court recognized that · "under our law a patent can not be granted
merely for a change of form." But it held that the production
of the patentee involved more than a change of form and was,
in fact, an invention. The reasoning by which the decision is
t eached is, at"least, not quite logically dear, on account of the
assumed necessity for holding that the change from a rec. tangular container to a conical one was not merely a change
of form. The truth is, it wats merely a change of form, but it
required, according to the decision, the mental act of invention
to conceive of that change.
Applica.tion of old device to new p·u r ose. It often occurs
that patentability lS C atme for an invention, even when the
substantial embodiment of the. me~ns conceived does not differ
at all, · in form, from other knowr,. embodiments of means. ·
The quality of invention is alleged to lie in the conception of
using such known substantial means for a new purpose; to
accomplish some result not before reached by that means.
Jus hen this application of an old and known device to the
accom lishment of an end for which it has not before been
used amounts to invention, is a question which has greatly
tr ubled the courts. They are reasonably agreed that if the
new use is "analogous ' to the old one, no invention is involved,
Eut that there may be invention in the. application. 9£ an old
device to a new and "non-analogous" end. The issue therefore, when the use only is changed and not ·the device, is
whether the purpose or use is so like the known use that no
inventive genius was required for its conception. One of the
clearest cases of "analogous' use is that considered in Pennsylvania Ry. Co. v. Locomotive, etc . Co. 95 Here the patentee
claimed to have invented the use of ·a certain swivel truck,
which allowed a slight amount of lateral motion, under railroad engines. Exactly the same form of truck, which was well .
95 .IIO

U.

s.

490.
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known, had already been used under railroad cars, for the

same purpose, but it had never been placed under an engine

until the patentee conceived the idea. The patent was held in-

valid on the ground that its subject matter had required no

invention. The court said, "It is settled by many decisions of

this court, which it is unnecessary to quote from or refer to

in detail, that the application of an old process or machine to

a similar or analogous subject, with no change in the manner

of application, and no result substantially distinct in its na-

ture, will not sustain a patent, even if the new form of result

has not before been contemplated."

In Grant v. Walter 96 the patentee had discovered that "silk

wound in a peculiar form of skein could be dyed in the skein.

Theretofore it had been dyed while in much smaller skeins

and then re-wound. The patentee's discovery effectuated con-

siderable saving in time and effort. What he claimed was his

particular form of skein when made up of silk ready for dye-

ing. Practically the same form of skein was already used for

silk from which the gum was to be boiled off, and which was
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not, therefore, ready for the dye. The court was in much

doubt as to just for what the patent purported to be but finally

decided apparently that it was for the skein. It therefore held

that, "The most that can be said of this Grant patent is that it

is a discovery of a new use for an old device which does not

involve patentability. However useful the nature of the new

use to which the skein is sought to be confined by the dis-

claimer, compared with the former uses to which the old skein

was applied at the date of the improvement, it forms only an

analogous or double use, or one so cognate and similar to the

uses and purposes of the former cross-reeled and laced skein

as not to involve anything more than mechanical skill, and

does not constitute invention, as is well settled by authorities

already referred to." 97

G 148 U. S. 547-

07 . Jones v. Cyphers, 126 Fed. 753, Bowman v. DeGrauw, 60 Fed. 907,

Brown v. Crane Co., 133 Fed 235. Mellon v. Wm. C. Gregg & Co., 137

Fed. 68, 77, "It is only when the new use is so recondite and remote from

that to which the old device has been applied, or for which it was con-
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known, had already been used under rail~oad cars, for the
ame purp se, but it had never been placed un ler an engine
until th patentee conceived the idea. The patent wa held inalid on the ground that its subject matter had required no
invention. The court said, "It is settled by many deci ions of
this court, which it is unnecessary to quote' from or refer to
in detail, that the application of an old process or machine to
a similar or analogous subject, with no change in the manner
of application, and no result substantially distinct in its nature, will not sustain a pel:tent, even if the new form of re ult
has not before been contemplated."
In Grant v. W alter 96 the patentee had discovered that ilk
wound in a peculiar form of skein could be dyed in the skein.
Theretofore it had been dyed while in much smaller skeins
and then re-wound._ The patentee's discovery effectuated con~iderable saving in time and effort. What he claimed was his
particular form of skein when made up of silk ready for dye. ing. Practically the same form of skein was already u ed for
ilk from which the gum was to be boiled off, and which was
not, therefore, rea9.y for the dye. The court was in much
doubt as to just for what the patent purportell to be but finally
decided apparently that it was for the skein. It therefore held
that, "The most that can be said of this Grant patent is that it
is a discovery of a new use for an old device which does not
involve patentability. However useful the nature of the new
u e to which the skein is sought to be confined by the disclaimer, compared wi~h the former uses to which the old skein
was applied at the date of the improvement, it forms only an
analo us or d uble use, r one so coo-nate and similar to the
u es and purp se of the former er -reeled and laced kein
as n t to inv lve anythino· m re than m chanical kill, and
d e not con titute invention, a is well settled by auth"rities
already r f erred to. ' 97
148 U. S. 547.
Jon s v. ypher , 12 Fed. 753, owman v.
Grauw, 60 Fed. 907,
r wn v. ran Co., 133 Fed 235. Mellon v. Wm. C. 1Gregg & Co., 137
d. 8, 77, "It i only when the new use is o recondite and r mote from
that to which th
ld cl vice has been applieq, r for which it was con96
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On the other hand, in Bary v. Harpoon Castor Mfg. Co., 98 a

device consisting of a spherically convex piece of metal, having

sharp projections vertical to its plane, on the concave side, and

intended to be fastened to the ends of table legs, etc., by driv-

ing the projections into the wood, the whole being to supply

the place of a "castor," was held patentable despite the fact

that an almost precisely similar article had previously been

used for ornamentation of Mexican saddles. The court said,

"In order to test the question let us assume that the exact

structure shown in the patent to Alleyn was taken from the

shield of a Scottish Highlander or the war bonnet of a North

American Indian 300 years ago, and was on exhibition in some

museum here. Would it not involve invention to put it to use

as a substitute for the elaborate, clumsy and expensive castors

now in use? We think it would." 9

These cases represent extremes on either side of the line.

Between them is the debatable ground. Whether the new use

is analogous, mere unpatentable "double use," or is a new

and novel one involving invention can not be determined by
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any rule of thumb. All that is possible is, "as a result of the

authorities upon this subject, it may be said that, if the new

use be so nearly analogous to the former one, that the applica-

bility of the device to its new use would occur to a person of

ordinary mechanical skill, it is only a case of double use, but

if the relations between them be remote, and especially if the

use of the old device produce a new result, it may at least in-

volve an exercise of the inventive faculty. Much, however,

must still depend upon the nature of the changes required to

adapt the device to its new use."

All of these decisions and "rules," and

many others, may be summed up in the proposition that no

ceived, that its application to the new use would not occur to the mind

of the ordinary mechanic, skilled in the art, seeking to devise means to

perform the desired function, with the old machine or combination present

before him, that its conception rises to the dignity of invention."

98 209 Fed. 207.

"Ace. DuBois v. Kirk, 158 U. S. 58; Here the presence of inventive

genius was determined by the theretofore unsatisfied need. Western Elec.

Co. v. La Rue, 139 U. S. 601.
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On the other hand, in Bary v. Harpoon Castor Mfg. Co. 9 a
device consi ting of a spherically convex piece of metal, having
sharp projections vertical to its plane, on the concave side, and
intended to be fa tened to the ends of table legs, etc., by driving the projection into the wood, the whole being to supply
the place of a "castor," was held patentable despite the fact
that an almost precisely similar article had previously been
used for ornamentation of Mexican saddles. The court said,
"In order to test the question let us assume that the exact
tructure shown in the patent to· Alleyn was taken from the
·shield of a Scottish Highlander or the war bonnet of a North
American Indian 300 years ago, and was on exhibition in some
museum here. Would it not involve invention to put it to use
as a substitute for the elaborate, clumsy and expensive castors
now in use? We think it would." 99
These ·cases represent extremes on either side of the line.
Between them is the debatable ground. Whether the new use
is analogous, mere unpatentable "double use," or is a new
and novel one involving invention can not be determined by
any rule of thumb. All that is possible is, "as a result of the
authorities upon this subject, it may be said that, if the new
u e be o nearly analogous to the former one, that the applicability of the device to its new use would occur to a person of
ordinary mechanical skill, it is only a case of double use, but
if the relations between them be remote, and especially if the
use of the old device produce a new result, it may at least involve an exercise of the inveptive faculty. Much, however,
must _still depend upon the nature of the changes required to
adapt the device to its new use."
..Jefec/Wnie'q,l s!?ill. All of these decisions and "rules," and
many others, may be summed up in the ptoposition that no
ceived, that its application to the new use would not occur to the mind
of the ordinary mechanic, ·killed in the art, seeking to devise means to
perform the de ired function, with the old machin or combination present
before him, that it , conception rises to the dignity of invention."
9 209 Fed. 207.
99 Acc. DuBoi
v. Kirk, 158 U. S. 58; Here the presence of inventive
genius was determined by the theretofore unsati fied need. Western Elec.
Co. v. La Rue, 139 U. S. 6or.
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change, from what already is known, amounts to invention,

unless it is something more than any capable mechanic would

have accomplished when faced by the need for it. 100 It is just

the difficulty of determining whether a production has pro-

ceeded out of something more than mechanical skill which

makes patent law so inexact as a science. . "The task of dis-

tinguishing between invention and the power of adaptation

possessed by a skillful mechanic is not always an easy one,

nor have the courts apparently succeeded in formulating a

proposition to cover all cases. While the statutes require that

a patent, to be valid, must disclose invention and novelty, yet

the degree or amount of invention required is not prescribed,

and, from the nature of the case, can not be." 101 The various

so called rules above referred to are merely the attempts of

courts to formulate something by which the difficulty of this

decision can be lessened. But it arises afresh in each case,

and can be helped by precedents only to the most meagre

extent.

In the great bulk of cases in which a patent has been held
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void for want of the quality of invention in the device set

forth, the court has not even attempted to give reasons for its

finding. It has simply said something to the effect that "In

view of the prior art ... it can not be claimed that the com-

100 Hollister v. Benedict Mfg. Co., 113 U. S. 59, Smith v. Nichols, 21

Wall., 112, 118, Reckendorfer v. Faber, 92 U. S. 347, Blandy v. Griffith,

Fed. Cas. No. 1529, 3 Fisher 609. Blake v. Stafford, 6 Blatch. 195, 205.

Hollister v. Benedict Mfg. Co., supra, "As soon as the mischief became

apparent, and the remedy was seriously and systematically studied by

those competent to deal with the subject, the present regulation was

promptly suggested and adopted, just as a skilled mechanic, witnessing

the performance of a machine, inadequate, by reason of some defect, to

accomplish the object for which it had been designed, by the application

of his common knowledge and experience, perceives the reason of the

failure, and' supplies what is obviously wanting. It is but the display of

the expected skill of the calling, and involves only the exercise of the

ordinary faculties of reasoning upon the materials supplied by a special

change from what already is known, am unt to invention,
unless it is omething more than any capable mechanic would
have accompli hed when faced by the need f r it. 100 It is just
the difficulty of determining whether a production has proceeded out of something more than mechanical skill which
makes patent law so inexact as a science. . "The task of distinguishing between invention and the power of adaptation
possessed by a killful mechanic is not al.ways an easy one,
nor have the courts apparently succeeded in formulating a
proposition to cover all ~ases. While the statutes require that
a patent, to be valid, must disclose invention and novelty, yet
the degree or amoimt of invention required is not prescribed,
and from the nature of the case, can not be. ' 101 The various
so called rules above ref erred to are merely the attempts of
courts to formulate something by which the difficulty of this
decis:on can be lessened. But it arises afresh in each case,
arid can be helped by precedents only to the most meagre
extent.
In the great bulk of <:ases in which a patent has been held
void for want of the quality of invention in the device set
forth, the court has not even attempted to give reasons for its
finding. It has simply said something to the effect that "In
view of the prior art . . . it can not be claimed that the com-

knowledge, and the facility of manipulation which results from its habit-

ual and intelligent practice ; and is in no sense the creative work of that

inventive faculty which it is the purpose of the Constitution and the patent

laws to encourage and reward."

101 Hillborn v. Hale, etc. Mfg. Co., 69 Fed. 958, 963.

100 Hollister v. Benedict Mfg. Co., II3 U. S. 59, Smith v. Nichols, 21
Wall., n2, 118, Reckendorfer v. Faber, 92 U. S. 347, Blandy v. Griffith,
Fed. Cas. No. 1529, 3 Fisher 6og. Blake v. Stafford, 6 Blatch. 195, 205.
Hollister v. Benedict Mfg. Co., supra, "As soon as the mischief became
apparent, and the remedy was seriously and systematically studied by
those competent to deal with the subject, the pre ent regulation was
promptly suggested and adopted, ju t as a skilled mechanic, witnessing
the performance of a machine, inadequate, by reason of some defect, to
accomplish the object for which it had been de igned, by the application
of hi common knowledge and experience, perceive the rea on of the
failure, and suppli s what is obviously wanting. It is but the di play of
· the expected kill of the calling, and invo·lves only th exercise of the
ordinary facultie of reasoning up n the mat rials upplied by a special
knowledge, and th facility of manipulation which r ults from it habitual and intelligent practice; and is in no en the creative work of that
inventiv faculty whi h it i the purpose of the Con titution and the patent
laws t
ncourage and reward."
1 1 Hillborn v. Hale, etc. Mfg. Co., 6g Fed. 95 , 963.
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bination in question exhibits such novelty as amounts to in-

vention." 102

The question of ability of a mechanic to make a device on

first call is never involved when the device is not a mere de-

velopment of existing forms, but is essentially unique. In

such case, the idea of means is indubitably a creation of the

mind and could not be a mere skillful change of something

existing.

To understand fully the difference between mere mechanical

skill and invention, and to reconcile many seemingly adverse

holdings, one must remember the existence of the "idea" as

well as the substantial "means" in invention. Many a device

covered by a valid patent, could have been produced by any

skillful mechanic who had been told what was wanted. Often,

as is evident in the range of equivalents against which an in-

vention is protected, other devices, totally unlike in substantial

form would be quite as efficient means. The thing that is pro-

tected, that is really patented, and hence is really the invention,

is the idea of accomplishing the result by the described means
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or its equivalent. It_is only when this idea of nieans could

have been thought, of by a skillful mechanic that the concept

is lacking in inventive genius, not when the substantially oper-

ating part, that is, the means itself, could have been devised

by one informed of the idea. 103

102 Fougeres v. Jones, 66 Fed. 316.

103 The foregoing discussion has been concerned chiefly with the fact

that mere physical difference does not indicate invention, but the con-

verse is equally true and mere physical similarity does not preclude it.

This is apparent from the cases involving the new use of an old device.

In Brown v. Puget Sound Reduction Co., no Fed. 383, the court said,

"The Holthoff-Wethey furnace, according to the description of it in the

specifications of the patent and the model exhibited to the court, is

double decked, <like the Brown furnace, and closely resembles it in other

particulars, to such an extent that in a mere casual observer would prob-

ably create an impression that the chief difference between the two is in

the superior construction of the Holthoff-Wethey furnace; but to reach

a just determination of the rights of the parties a close examination of

the two patents is necessary." They found such actual difference as

to warrant a decision of non-infringement.

Neither does similarity of name preclude invention. Machine Co. v.

Murphy, 97 U. S. I2O, 125.

bination in question exhibits such novelty as amounts to mvention. "102
The question of ability of a mechanic to make a device on
tfirst call is never involved when the device is not a mere development of existing forms, but is essentially unique. In
such case, the idea of means is indubitably a creation of the.
mind and could not be a mere skill£ ul change of something
existing.
To understand fully the difference between mere mechanical
skill andt n ention, and to reconcile many seemingly adverse
o ings, one must remember the existence of the "idea" as
well as the substantial "means" in invention. Many a device
covered by a valid patent, could have been produced by any
skillful mechanic who had been told what was wanted. Often,
as is evident in the range of equivalents against which an invention is protected, other devices, totally unlike in substantial
form would be quite as efficient means. The thing that is protected, that is really patented, and hence is really the invention,
is the idea of accomplishing the result by the des'cribed mean~
or its equivalent. It is onl when this idea o means could
~y a skillf.ul mechanic that the concept
have been though
is lacking in inventive genius, not when the substantia y overating part, that is, the means itself, could have been devised
by one informed of the idea. 103
Fougeres v. Jones, 66 Fed. 316.
l03 The foregoing discussion has been concerned chiefly with the fact
that mere physical difference does not indicate invention, but the con- .
verse is equally true and mere physical similarity does not preclude it.
This is apparent from the cases involvin·g the new use of an old device.
In Brown v. Puget Sound Reduction Co., 1 IO Fed. 383, the court said,
"The Holthoff-Wethey furnace, according to the description of it in the
specifications of the patent and the model exhibited to the court, is
double decked, ike the Brown furnace, and dose ly resembles it in other
particulars, to such an extent that in a mere casual observer would probably create an impression that the chief difference between the two is in
tb.e superior construction of the Holthoff-Wethey furnace; but to reach
a just determination of the rights of the narties a close examination of
the two patents is necessary." They found such actual difference as
to warrant a decision of non-infringement.
Neither does similarity .of name preclude invention.
Machine Co. v.
Murphy, 97 U. S. 120, 125.
1 02

1

58 Patents and Inventions

Various matters, wholly extraneous to the substance of the

contrivance itself, have been declared, recurrently, to have in-

fluenced the court in its finding upon the question of inven-

tion. Theoretically perhaps, the character of an alleged in-

vention should be predicated solely upon the peculiarities

by which the idea is manifested. But inasmuch as the de-

termination is not directed by any definite limits, and there

can be no scientific exactness, it is inevitable that the opinion,

on which the determination actually rests, should be more or

less affected by other matters than simple contemplation of the

concept itself. The most obvious and recurrent of these ex-

traneous influences are here set out.

The length of time required in evohnng the alleged inven-

tion, it may be said at once, does not indicate whether it is in

fact invention or not. "Originality is the test of invention.

If that is successfully exercised, its product is protected; and

it is as immaterial whether it is displayed in greater or less

degree, or whether the new idea revealed itself to the inventor

by a sudden flash of thought, or slowly dawned on his mind
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after groping his way through many and dubious experi-

ments." 104 The production of the housewife who in a flash of

inspiration sees a simpler way of performing a daily task, and

that of an Edison who definitely strives and experiments for

the means of accomplishing a certain result, may be equally

entitled to the protection of a patent. 105

10 * Blake v. Stafford, 6 Blatch. 195, 205 ; Bowman v. DeGrauw, 60 Fed.

907. "Nor does it detract from its merit that it is the result of experi-

ment and not the instant and perfect product of inventive power." Dia-

mond Rubber Co. v. Consolidated Tire Co., 220 U. S. 438.

105 O'Reilly v. Morse, 15 How. 62. .

The invention was a "flash of genius." O'Rourke Engineering Co.

v. M'Mullen, 160 Fed. 933, 937. The Goodyear patent for the composi-

tion of matter, which alone makes rubber usable for such purposes as

tires, has been upheld many times and has been enormously capitalized.

The invention was the result of mere accident, however. The inventor

in an apparently hopeless search for a composition that would effectuate

the purpose accidentally spilled some of a mixture on a hot stove, and the

discovery was made.

The patent upheld in Minerals Separation Co. v. Hyde, 242 U. S. 261,
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Various matters, wholly extraneous to the substance of the
contrivance itself, have been declared, recurrently, to have influenced the court in its finding upon the question of invention. Theoretically perhaps, the character of an alleged invention should be predicated solely upon the peculiarities
by which the idea is manifested. But inasmuch as the determination is not directed by any definite limits, and there
can be no scientific exactness, it is inevitable that the opinion,
on which the determination actually rests, should be more or
less affected by other matters than simple contemplation of the
concept itself. The most obvious and recurrent of these extraneous influences are here set out.
The length of time requ.ired in evolving the alleged invention, it may be said at once, does not indicate whether it is in
fact invention or not. "Originality is the test of invention.
If that is successfully exercised, its product is protected; and
it is as immaterial whether it is displayed in greater or less
degree, or whether the new idea revealed itself to -the inventor
Ly a sudden flash of thought, or slowly dawned on h_is mind
after groping his way through many and dubious experiments."104 The production of the housewife who in a flash of
inspiration sees a simpler way of performing a -daily task, and
that of an Edison who definitely strives and experiments for
the means of accomplishing a certain result, may be equally
entitled to the protection of a patent. 105
1 0 4 Blake v. Stafford, 6 Blatch. 195, 205; Bowman v. DeGrauw, 6o Fed.
907. "Nor does it detract from its merit that it is the result of experiment and not the instant and pe·rfect product of inventive power." Diamond Rubber Co. v. Consolidated Tire Co., 220 U. S. 438.
ios O'Reilly v. Morse, 15 How. 62 . .
The invention was a "flash of genius." O'Rourke Engineering Co.
v. M'Mullen, 160 Fed. 933, 937. The Goodyear patent for the composition of matter, which alone makes rubber u able for such purposes as
tires, has been upheld many times and has been enormously capitalized.
The invention was the result of mere accident, however. The inventor
in an apparently hopeless search for a composition that would effectuate
the purpose accidentally spilled some of a mixture on a hot stove, and the
discovery was made.
The patent upheld in Minerals Separation Co. v. Hyde, 242 U. S. 261,
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Lon% existing demand. The fact, however, that others have

been searching for a long time for a means of accomplishing

a certain result, does affect the question of whether invention

is present in the final revelation of such a means. The fact

that others engaged in the search were unable to evolve a

means, very clearly indicates that its production was beyond

the power of mere mechanical skill. This is illustrated in the

case of Brunswick-Balke-Collender Co. v. Thum. 108 The

patent here involved was for "a bowling alley runway, com-

prising a descending or downwardly sloped portion, beginning

at the pit end of the alley, and returning towards the players'

end, and an ascending or up-grade portion connected therewith,

and located near the playing end of the alley, which merges

into the ball receiving and retaining terminal of the runway,

all in such manner, as hereinbefore described, that the balls

put into the receiving end of the runway will roll downwardly

toward the playing end of the alley, and then, ascending the

up grade, or ascending portion of the runway, will pass thence

onto the terminal or ball receptacle of the player's end of the
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returnway without much shock or concussion." The court

said, "The improvement consists in an extremely simple, and,

it would seem, perfectly obvious, application of common knowl-

edge as to the law of gravitation. Were there nothing in the

record but the bare statement of facts above set forth, we

would be inclined to concur with the court below in the propo-

sition that: 'Had any skilled mechanic been asked to perfect

a structure that should gradually arrest the momentum of the

returning ball, an ascent would obviously have been the struc-

ture needed.' But in this case, as in the Singer Case, the evi-

dence shows conclusively, and, indeed, without contradiction,

followed from an unexpected discovery. The inventors were searching

for the minimum amount of oil that could be used in a certain process

for separating minerals from the undesirable quartz, or rocky material,

when crushed. They observed that when this apparent minimum had been

reached and the separation had ceased, a further reduction in the amount

of oily substances caused separation to begin again. Investigation of this

startling result disclosed the reason and the patent subsequently obtained

for it was upheld.

108 in Fed. 904.
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Lon existin demand. The fact, however, that others have
been searching for a . long time for a means of accomplishing
a certain result, does affect the question of whether invention
is present in the final revelation of such a means. T e fact
that others engaged in the search were unable to evolve a
means, very clearly indicates That its )roduction was be ond
the power o
mechanical skill. This is illustrated in the
case of Brunswick-Balke-Callender Co. v. Thum. 108 The
. patent here involved was for "a bowling alley runway, comprising a descending or downwardly sloped portion, beginning
at the pit end of the alley, and returning towards the players'
end, and an ascending or up-grade portion connected therewith,
and located near the playing end of the alley, which merges
into the ball receiving and retaining terminal of the runway,
all in such manner, as hereinbefore described, that the balls
put into the receiving end of the runway will roll downwardly
toward the playing end of the alley, anei then, ascending the
up grade, or ascending portion of the runway, will pass thence
onto the terminal or ball receptacle of the player's end of the
returnway without much shock or concussion." The court
said, "The improvement consists in an extremely simple, and,
it would seem, perfectly obvious, application of common knowledge as to the law of gravitation. Were there nothing in the
record but the bare statement of facts above set forth, we
would be inclined to concur with the court below in the proposition that: 'Had any skilled mechanic been asked fo perfect
a structure that should gradually arrest the momentum o t e
returning ball, an ascent would obviously have been the structure needed.' But in this case, as in the Singer Case, the evidence shows conclusively, and, indeed, without contradiction,
followed from an unexpected discovery. The inventors were searchi_ng
for the minimum amount of oil that could be used in a certain process
for separating minerals from the undesirable quartz, or rocky material,
when crushed. They obsel"ved that when this appar·e nt minimum had been
reached and the separation had ceased, a further reduction in the amount
of oily substances caused separation to begin again. Investigation of this
startling result disclosed the reason and the patent subsequently obtained
for it was upheld.
108 II I Fed. 904.

60 Patents and Inventions

that this very demand for an arrester of the returning ball was

6o
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before skilled mechanics for many years, and yet no one before

Reisky" hit -upon the device which now seems so obvious. The

defects of the old system were serious. The time required for

the return of the ball was not uniform, and in its entirety was

slow. If started with a shove, it came more quickly, but, if

merely placed in the trough, it made but slow time at the be-

ginning; and the player, desirous often of using a particular

ball already played became impatient. Whether started with a

shove or not, its velocity steadily increased, and it was running

at its highest speed when it came home against the post or

other ball at rest at the player's end. Moreover, this speed

was generally so high that the surfaces of the balls were

broken or chipped, particularly at the vicinity of the finger

holes, and thus soon became unfit for use. This damage put

the alley keeper to considerable expense in keeping the balls

in fair condition, or in getting new balls, and also resulted in

great dissatisfaction among the players at the damaged con-

dition of the balls. There was also constant danger of an in-

Generated for facpubupdates (University of Michigan) on 2014-06-13 19:34 GMT / http://hdl.handle.net/2027/uc2.ark:/13960/t3cz3366n
Public Domain in the United States / http://www.hathitrust.org/access_use#pd-us

cautious player having his hand among the homed balls when

the returning ball smashed in. The evidence shows that this

condition of affairs had lasted for a long time; the old style

of runway persisted for 40 years, during this period there was

a constant demand for an improvement which would remedy

the difficulty, and to that demand the skilled mechanic who put

up bowling alleys responded. Various devices were contrived,

all of them, save one, independent of the trough itself. Sus-

pended shot bags of various shapes, some with appendages in

the shape of patches or belts, weighted sections of hose pipe,

pieces of stiff leather attached shutter-wise across the trough,

pivoted levers having a piston entering a dashpot, are among

the devices independent of the trough. It was also sought to

retard the ball by successive transverse pieces of rope at the

sides or bottom of the trough. So many of these devices are

shown that it is apparent that the skilled mechanics were for

years trying to find some way to properly retard the ball, and

the proof conclusively shows that all of them were unsatis-

that this very demand for an arre ter of the returning ball was
before skilled mechanics for many years, and yet no one before
Reis
· ·uQon the devi e w 1c now seems so obvious. The
def eats of the old system were serious. The time required for
the return of the ball was not uniform, and in its entirety was
slow. If started with a shove, it came more quickly, but, if
merely placed in the trough, it made but slow time at the beginning; and the player, desirous often of using a particular
ball already played became impatient. Whether started with a
shove or not, its velocity steadily increased, and it was running
at its higb.est speed when it came home against the post or
other ball at rest at the player's end. Moreover, this speed
was generally so high that the surfaces of the balls were
broken or chipped, particularly at the vicinity of the finger
holes, and thus soon became unfit for use. This damage put
the alley keeper to considerable expense in keeping the balls
in fair condition, or in getting new balls, and also resulted in
great dissatisfaction among the players at the damaged condition of the balls. There was also constant danger of an incautious player having his hand among the homed balls when
the returning ball smashed in. The evidence shows that this
condition of affairs had lasted for a long time; the old style
of runway persisted for 40 years, during this period there was
a constant demand for an improvement which would remedy
the difficulty, and to that demand the skilled mechanic who put
up bowling alleys responded. Various devices were contrived,
-all of them, save one, independent of the trough itself. Suspended shot bags of various shapes, some with appendages in
the shape of patches or belts, weighted sections of hose pipe,
pieces of stiff leather attached shutter-wise across the trough,
pivoted levers having a piston entering a dashpot, are among
the devices ·independent of the trough. It was also sought to
retard the ball by successive transverse pieces of rope at the
sides or bottom of the trough. So many of these devices are
shown that it is apparent that the skilled mechanics were for
years trying to find some way to properly retard the ball, and
the proof conclusively shows that all of them were unsatis-
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factory. Not one of them secured retardation by a change of

61

grade of the trough itself, until the patentee disclosed his

simple method, which has so commended itself, that now,

within three years after the issuance of the patent, 90 per-

cent of the existing bowling alleys have the new style, or

Reisky, returnways. In the face of this evidence, we can-

not hold that his improvement is devoid of patentable in-

vention."

Precisely this same doctrine has been declared by the Su-

preme Court in the case of Krementz v. Cottle Co. 109 It had

been claimed that the patent, which was for an improved

collar button, formed out of a single piece of sheet metal,

was anticipated by other- devices to the extent that, as the

lower court said, "any competent mechanic, versed in the

manufacture of hollow sheet-metal articles, having before

him the patents of Stokes and Keats, could have made these

improvements and modifications, without exercising inven-

tion, and by applying the ordinary skill of the calling." But

the upper court responded that, "The view of the court be-
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low, that Krementz's step in the art was one obvious to any

skilled mechanic, is negatived by the conduct of Cottle, the

president of the defendant company. He was himself a pat-

entee under letters granted April 16, 1878, for an improve-

ment in the construction of collar and sleeve buttons, and

put in evidence in this case. In his specifications he speaks

of the disadvantages of what he calls 'the common practice

to make the head, back and post of collar and sleeve buttons

separate, and to unite them by solder.' His improvement was

to form a button of two pieces ; the post and base forming one

piece, and then soldering to the post the head of the button as

the other piece. Yet, skilled as he was, and with his attention

specially turned to the subject, he failed to see, what Kre-

mentz afterwards saw, that a button might be made of one

continuous sheet of metal, wholly dispensing with solder, of

an improved shape, of increased strength, and requiring less

109 148 U. S. 556.

factory. Not one of them secured retardation by a change of
grade of the trough itself, until the patentee disclosed his
simple method, which has so commended itself, that now,
within three years after the issuance ·o f the patent, 90 percent of the existing bowling alleys have the new style, or
Reisky, returnways. In. the face of this evidence, we cannot hold that his i_mprovement is devoid of patentable invention."
Precisely this same doctrine has been declared by the Supreme Court in the case of Krementz v. Cottle Co. 109 It had
been claimed t~at the patent, which was for an improved
collar button, formed out of a single piece of sheet metal,
was anticipated by other'.. devices to the extent that, as the
lower court said, "any competent mechanic, versed in the
manufacture of hollow sheet-metal articles, having before
him the patents of Stokes and Keats, could have made these
improvements and modifications, without exercising invention, and by applying the ordinary skill of the calling." But
the upper court responded that, "The view of the court below; that Krementz' step in the art was one obvious to any
skilled mechanic~ is negatived by the conduct of Cottle, the
president of the defendant company. He was himself a patentee under letters granted April I 6, 1878, for an improvement in the construction of collar and sleeve buttons, and
put in evidence in this case. In his specifications he speaks
bf the disadvantages of what he calls 'the common practice
to make the head, back and post of collar and sleeve buttons
separate, and to unite them by solder.' His improvement was
to form a button of two pieces; the post and base forming one
piece, and then soldering to the post the head of the button as
the other piece. Yet skilled as he was, and with his attention
specially turned to the subject, he failed to see, what Krementz afterwarqs saw, that a. button might be made of one
continuous sheet of metal, wholly dispensing with solder, of
an improved shape, of increased strength, ·and requiring less
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148
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material." 111 The court therefore held the device to be the

product of invention rather than mere mechanical skill.
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Immediate acceptance by public. Another circumstance

closely akin to the fact that a device has been long sought for,

is the fact that when the alleged invention was offered to the

public it was., immediately accepted and welcomed. The

theory on which this influence is based is that immediate ac-

ceptance indicates an existing demand on the part of the pub-

lic, which was unsatisfied until the advent of the device in

question. If the device might have been produced by mere

mechanical skill, the public need would, in the foregoing

theory, have called it forth at once instead of remaining un-

satisfied. This has shown marked and admitted influence

upon the courts in inducing them to find the presence of in-

vention in the device. So closely allied is it to the circum-

stance of long search that reference to both is usually found

conjoined, and indeed, confused. 112 In the Krementz case

just quoted from, the court in reasoning to its conclusion of

patentability, further said, "It was also made to appear that
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the advantages of the new button were at once recognized

by the trade and by the public, and that very large quantities

have been sold.

"The argument drawn from the commercial success of a

111 Davis v. Parkman 71 Fed. 961. A claim of invention in turning the

foot-rest of a row-boat upward at an angle of 45 was upheld oh the

ground that "various rude and unsatisfactory expedients had been used

by many persons for the purpose of accomplishing what Davis accomp-

lished by the simple expedient of turning up the foot-board, that this

occurred to none of them, and that after it had been suggested by him

it came into general use.'" American Gramophone Co. v. Universal, 151

Fed. 595. McFarland v. Spencer, 23 Fed. 150. O'Rourke Engineering Co.

v. M'Mullen, 160 Fed. 933, "Where the court has to deal with a device

which has achieved undisputed success and accomplished a result never

attained before, which is new, useful and in large demand it is generally

safe to conclude that the man who made it is an inventor." In one case,

at least, the fact of a long existing desire for a device was held to be

evidence of stupidity on the part of the public concerned, rather than of

material. m 11 The court there.fore held the device to be the
product of invention rather than mere mechanical skill.
Immediate acceptance by public. Another circumstance
closely akin to the fact that a device has been long sought for,
i's the fact that when the alleged invention was offered to the
public it
immediately accepted and we corned. The
theory on which this influence is based is that immediate acceptance ·ndicates an existing deman
the part o t e public, which was unsatisfied until the advent of the device in
question. If the device might have been produced by mere
mechanical skill, the p·ublic need would, in the foregoing
theory, have called it forth at once instead of remaining unsatisfied. This has shown marked and admitted influence
upon the courts in inducing them to find the presence of invention in the device. So closely allied is it to the circumstan~e of long search that reference to both is usually found
conjoined, and indeed, confused. 112 In the Krementz case
just quoted from, the court in reasoning to its conclusion of
patentability, furth_e r said, "It was also made to appear that
the advantages of the new button were at once recognized
by the trade and by the public, and that very large quantities
have been sold.
"The argument drawn from the commercial success of a

genius on the part of him who answered the call. Butler v. Steckel,

27 Fed. 219.

112 Consol. Car Heating Co. v. American, etc. Corp. 82 Fed. 993.

111 Davis v. Parkman 71 Fed. g6I.
A claim of invention in turning the
foot-rest of a row-boat upward at an angle of 45° was upheld oh the
ground that "various rude and unsatisfactory expedients had been used
by many persons for the purpose of accomplishing what Davis accomplished by the simple expedient of turning up the foot-board, that this
occurred to none of them, and that after it had been suggested by him
it came into general use."· American Gramophone Co. v. Universal, 151
Fed. 595. McFarland v. Spencer, 23 Fed. 150. O'Rourke Engineering Co.
v. M'Mullen, 16o Fed. 933, "Where the court has to deal with a device
which has achieved undisputed success and accomplished a result never
attained before, which is new, useful and in large demand it is generally
safe to conclude that the man who m·ade it is an inventor." In one case,
at least, the fact of a long existing desire for a device was held to be
evidence of stupidity on the part of the public concerned, rather than of
geniu on the part of him who answered the call. Butler v. Steckel,
27 Fed. 219.
112 Con ol. Car Heating Co. v. Am rican, etc. Corp. 82 Fed. 993.
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patented article is not always to be relied on. Other causes,

Characteristics of Invention

such as the enterprise of the vendors, and the resort to lavish

expenditures in advertising, may cooperate to promote a large

marketable demand. Yet, as was well said by Mr. Justice

Brown, in the case of Consolidated Brake-Shoe Co. v. Detroit

Co., 47 Fed. Rep. 894, 'When the other facts in the case leave

the question of invention in doubt, the fact that the device

has gone into general use and has displaced other devices

which had previously been employed for analogous uses, is

sufficient to turn the scale in favor of the existence of inven-

tion.'

"Loom Co. v. Higgins, 105 U. S. 580, 591, was a case

where the patented device consisted in a slight modification of

existing mechanism, and it was contended that this slight

change did not constitute a patentable invention ; but this view

did not prevail, the court saying: 'It is further argued, how-

ever, that supposing the devices to be sufficiently described,

they do not show any invention ; and that the combination

set forth in the fifth claim is a mere aggregation of old de-
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vices already well known; and therefore it is not patentable.

This argument would be sound if the combination claimed

by Webster w r as an obvious one for attaining the advantages

proposed, one which would occur to any mechanic skilled

in the art. But it is plain from the evidence, and from the

very fact that it was not sooner adopted and used, that it did

not for years occur in this light to even the most skilful per-

sons. It may have been under their very eyes; they may al-

most be said to have stumbled over it; but they certainly

failed to see it, to estimate its value, and to bring it into

notice, Who was the first to see it, to understand its value,

to give it shape and form, to bring it into notice and urge its

adoption, is a question to which we shall shortly give our

attention. At this point we are constrained to say that we

cannot yield our assent to the argument, that the combination

of the different parts or elements for attaining the object in

view was so obvious as to merit no title to invention. Now

that it has succeeded, it may seem very plain to any one that

he could have done it as well. This is often the case with

patented . article is not always to be relied on. Qther causes,
such as the enterprise of the vendors, and the resort to lavish
expenditures in advertising, may cooperate to promote a large
marketable demand. Yet, as was well said by Mr. Justice
Brown, in the case of Consolidated Brake-Shoe Co. v. Detroit
Co., 47 Fed. Rep. 894, 'When the other facts in the case leave
the question of invention in doubt, the fact that the device
has gone into general use and has displaced other devices
which had previously been employed for analogous uses, is
sufficient to turn the scale in favor of the existence of invention.'
"Loom Co. v. Higgins, 105 U. S. 580, 591, was . a case
where the patented device consisted in a slight modification of
existing mechanism, and it was contended that this slight
change did not constitute a patentable invention; but this view
did not prevail, the court saying: 'It is further argued, .howtver, that supposing the devices to be sufficiently described,
they do not show . any invention; and that the- combination
set forth in the fifth claim is a mere aggregation of old devices already well knowri; and therefore it is not patentable.
This argt1ment would be sound if the combination claimed
by Webster was an obvious one for attaining the advantages
proposed,-one which would occur to any mechanic skilled
in the art. But it is plain from the evidence, and from the
very fact that it was not sooner adopted and used, that it did
not for years occur in this light to even the _m ost skilful persons. It may have been under their very eyes; they may almost be said to have stumbled over it; but they certainly
failed to see it, to estimate its value, and to bring it into
notice, Who was the first to see it, to understand its value,
to give it shape and form, to bring it ·into notice and urge its
adoption, is a question to which we shall shortly give our
attention. At this point we are constrained to say that we
cannot yield our assent to the argument, that the combination
of the different parts or elements for attaining the object in
view was so obvious as to merit no title to invention. Now
that it has succeeded, it may seem very plain to any one that
he could have done it as well. This is often the case with
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inventions of the greatest merit. It may be laid down as a

general rule, though perhaps not an invariable one, that if a

Patents and Inventions

new combination and arrangement of known elements pro-

duce a new and beneficial result never attained before, it is

evidence of invention. It was certainly a new and useful re-

sult to make a loom produce fifty yards a day when it never

before had produced more than forty; and we think that the

combination of elements by which this was effected, even if

those elements were separately known before, was invention

sufficient to form the basis of a patent.' " 113

But the utility of a device can not be relied on absolutely

as indicative of invention. It may not at all indicate a need

that was unsatisfied. The demand may have arisen out of

recent changes in conditions, and have been at once supplied.

An illustration of this is seen in the case of Falk Mfg. Co.

113 Hollister v. Benedict Mfg. Co., 113 U. S. 59, 72. "Such an increased

utility, beyond what had been attained by devices previously in use, in

cases of doubt, is usually regarded as determining the question of inven-

tion." Barbed Wire Patent, 143 U. S. 275, "There are many instances in
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the reported decisions of this court where a monopoly has been sustained

in favor of the last of a series of inventors all of whom were groping to

attain a certain result, which only the last one of the number seemed able

to grasp." Expanded Metal Co. v. Bradford, 214 U. S. 366, 381; Adams

v. Howard, 19 Fed. 317, 318, "The defense that the patent is anticipated

by the lantern described in the prior application for a patent by Anthony

inventions of the greatest mei;it. lt may be laid down as a
general rule, though perhaps not an invariable one, that if a
new combination and arrangement of known elements produce a new and beneficial result never attained before, it is
evidence of invention. It was certainly a new and useful result to make a loom produce fifty yards a day when it never
before had produced more than forty; and we think that the
combination of elements by which this was effected, even if
those elements were separately known before, was invention
·
sufficient to form the basis of a patent.' " 113
But the utility of a device can not be relied on absolutely
as indicative of invention. It may not at all indicate a ne~d
that was unsatisfied. The demand may have arisen out of
recent changes in ·conditions, and have been at once supplied.
An Illustration of this is seen in the case of Falk Mfg. Co.

M. Duburn is not tenable, because there is no evidence, except his appli-

cation for a patent, that he ever invented such a lantern. It was con-

ceded by his solicitors upon the application that the model accompanying

his application would not answer for use as a lantern, although it was

sufficient to illustrate the construction of the device; and the examiner in

charge condemned the model as inoperative. As there is no evidence in

the case to show that such a lantern as was described in the application

and illustrated by the model was ever actually constructed by Duburn,

sufficient does not appear to defeat the novelty of Irwin's invention."

American Caramel Co. v. Thos. Mills & Bro., 149 Fed. 743 ; Carnegie Steel

Co. v. Cambria Iron Company, 185 U. S. 403, 429; Magowan v. New York

Belting Co., 141 U. S. 332 ; Diamond Rubber Co. v. Consolidated Tire Co.,

220 U. S. 428, "It (the law) regards a change as evidence of novelty,

the acceptance and utility of a change as a further evidence, even as

demonstration." "Litigation shows and measures the existence of the

public demand for its use."

113 Hollister v. Benedict Mfg. Co., II3 U. S. 59, 72. "Such an increased
utility, beyond what had been attained by devices previously in use, in
cases of doubt, is usually regarded as -determining the question of inven~
tion." Barbed Wire Patent, 143 U. S. 275, "There are many instances in
the reported decisions of this court where a · monopoly has been ustained
in favor of the fast of a series of inventors all of whom were groping to
attain a certain result, which only the la t one of the number seemed able
to grasp." Expanded Metal Co. v. Bradford, 214 U. S. 366, 381; Adams
v. Howard, 19 Fed. 317, 318, "The defense that the patent is anticipated
by the lantern described in the prior application for a patent by Anthony
M. Duburn is not tenable, because there is no evidence, except his application for a patent, that he ever invented such a lantern. It was conceded by his solicitors upon the application that the model accompanying
his application would not answer for use as a lantern, although it wa
sufficient to illustrate the construction of the device; and the examiner in
charge condemned the model as inoperative. As there i no evidence in
the case to show that such a lantern as was described in the appJjcation
and illustrated by the model was ever actually con tructed by Dubum,
ufficient does not appear to defeat the novelty of Irwin's invention."
American Caramel Co. v. Tho . Mill & Bro., 149 i:ed. 743 · Carnegie Steel
Co. v. Cambria Iron Company, 185 U. S. 403, 429; Magowan v. New York
Belting Co"., 141 U. . 332 · iamond Rub er Co. v. Con otidated Tire Co.,
220 U. S. 428 "It (the law) regards a change as evidence of novelty,
the acceptance and utility of a change as a further evidence, even a
demonstration." "Litigation shows and measures the exi tence of the
public demand for it use."
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v. Missouri R. R. Co. 114 The device here involved was for

welding steel rail- joints, and it varied but little from other

well-known devices. It was argued that the patent was valid,

despite this resemblance, because the extent to which the de-

vice was used, especially for welding electric streetcar rails,

proved its character as an invention. The court held how-

ever, that the utility was due to the fact that electric street

car rails had come into general use only recently, and was

not due to the fact that the device filled a long-felt want. 115

A warning against the overvaluation of utility as an indi-

cation of invention, has been issued by the Supreme Court,

which says, 116 "Counsel for the plaintiff in the case under con-

sideration has argued most earnestly that the only practical

test of invention is the effect of the device upon the useful

arts in other words, that utility is the sole test of invention,

and, inferentially at least, that the utility of a device is con-

clusively proven by the extent to which it has gone into gen-

eral use. He cited in this connection certain English cases

which go far to support his contention. These cases, how-
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ever, must not be construed in such way as to control the

language of our statute, which limits the benefits of patent

laws to things which are new as well as useful. By the com-

mon law of England, an importer the person who intro-

duced into the kingdom from any foreign country any useful

manufacture was as much entitled to a monopoly as if he

114 103 Fed. 295.

115 The court said, of the general topic, "The utility of a machine, article

of manufacture, process, or an improvement thereof, is only allowed to

turn the scale in favor of its patentability in those instances where the

question whether the inventive faculty has been exercised is balanced

with doubt and uncertainty. In such cases the conceded utility of a

patented machine or process, or an improvement thereof, may well be

allowed to sustain the patent; but conceded utility can not be permitted

to have that effect in a case like the one in hand, where the process whicli

is described and claimed as new is clearly old." Duer v. Corbin Lock Co.,

149 U. S. 216, "The mere fact that a patented article is popular and meets

with large and increasing sales is unimportant when the alleged invention

is clearly without patentable novelty."

116 McClain v. Ortmayer, 141 U. S. 419, 427.

v. Missouri R. R. Co. 114 The device here involved was for
welding steel rail-joints, and it varied but little from other
well-known devices. It was argued that the patent was valid,
despite this resemblance, because the extent to which the device was used, especially for welding electric streetcar rails,
proved its character as an invention. The court held however, that the utility was due to the fact that electric street
car rails had come into general use only re.cently, and was
not due to the fact that the device filled a long-felt want. 115
A warning against the overvaluation of utility as an indication of invention, has been issued by the Supreme Court,
which says, 116 "Counsel for the plaintiff in the case under consideration has argued - most earnestly that the only practical
test of invention is .the effect of the device upon the useful
arts-in other words, that utility is the sole test of invention,
and, inferentially at least, that the utility of a device is conclusively proven by the extent to which it has gone into general use. He cited in this connection certain English cases
vvhich go far to support his contention. These cases, howtver, must not be construed in such way as to control the
languag~ of our statute, which limits the benefits of patent
laws to things which are new as well as useful. By the common law _of England, an importer-the person who introduced into the kingdom from any foreign country any useful
manufacture-was as much entitled to a monopoly as if he
103 Fed. 295.
The court said, of the general topic, "The utility of a machine, article
of manufacture, process, or . an impr:-ovement thereof, is only allowed to
turn the scale ~n favor of its patentability ih those instances where the
question whether the inventive faculty has been exercised is balanced
with doubt and uncertainty. In such cases the conceded utility of a
patented machine· or process, or an improvement thereof, may well be
allowed to sustain the patent; but conceded utility can not be permitted
to have that effect in a case like the one in hand, where the proce·ss which
is described and claimed as new is clearly old." Duer v. Corbin Lock Co.,
149 U. S. 216, "The mere fact that a patented article is popular and meets
with large and increasing sales is unimportant when the alleged invention
is clearly without patentable novelty."
116 McClain v. Ortmayer, 141 U. S. 419, 427.
114

115
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had invented it. It is evident that these principles have no

application to the patent system of the United States, whose
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beneficence is strictly limited to the invention of what is new

and useful, and that the English cases construing even their

more recent acts, must be received with some qualification.

That the extent to which a patented device has gone into

use is an unsafe criterion even of its actual utility, is evident

from the fact that the general introduction of manufactured

articles is as often effected by extensive and judicious ad-

vertising, activity in putting the goods upon the market and

large commissions to dealers, as by the intrinsic merit of the

articles themselves. The popularity of a proprietary medi-

cine, for instance, would be an unsafe criterion of its real

value, since it is a notorious fact that the extent to which such

preparations are sold is very largely dependent upon the lib-

erality with which they are advertised, and the attractive man-

ner in which they are put up and exposed to the eye of the pur-

chaser. If the generality of sales were made the test of patent-

ability, it would result that a person by securing a patent upon
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some trifling variation from previously known methods might,

by energy in pushing sales or by superiority in finishing or

decorating his goods, drive competitors out of the market and

secure a practical monopoly, without in fact having made the

slightest contribution of value to the useful arts. The very

case under consideration is not barren of testimony that the

great success of the McClain pads and clasping hooks, a large

demand for which seems to have arisen and increased year by

year, is due, partly at least, to the fact that he was the only

one who made the manufacture of sweat pads a specialty, that

he made them of a superior quality, advertised them in the

most extensive and attractive manner, and adopted means of

pushing them upon the market, and thereby largely increased

the extent of their sales. Indeed it is impossible from this tes-

timony to say how far the large sales of these 1 pads is due to

their superiority to others, or to the energy with which they

were forced upon the market. While this court has held in

a number of cases, even so late as Magowan v. The New York

Belting and Packing Co., ante, 332, decided at the present term,

had invented it. It is evident that these principles have no
application to the patent system of the United States, whose
beneficence is strictly limited to the invention of what is new
and u eful, and that the English cases con:truing even their
more recent acts, must be received with some qualification.
That the extent to which a patented device has gone into
use is an unsafe criterion even of its actual utility, is evident
from the fact that the general intr duction of manufactured
articles is as often effected by extensive and judicious advertising, activity in putting the goods upon the market and
large commissions to dealers, as by the intrinsic merit of the
articles themselves. The popularity of a proprietary medicine, for instance, would be an unsafe criterion of its real
value, since it is a notorious fact that the extent to which such
preparations are sold is very largely dependent upon the liberality with which they are advertised, and the attractive manner in which they are put up and exposed to the eye of the purchaser. If the generality.of sales were made the test of patentability, it would result that a person by securing a patent upon
some trifling variation from previously known methods might,
by energy in pushing sales or by superiority in finishing or
decorating his goods, drive competitors out of the market and
secure a practical monopoly, without in fact having made the
slightest contribution of value to the useful arts. The very
case under consideration is not barren of testimony that the
great success of the McClain pads and clasping hooks, a large
demand for which seems to have arisen and increased year by
year, is due, partly at least, to the fact that he was the only
one who 'made the manufacture of sweat pads a specialty, that
he made them of a superior quality, advertised them in the
most exten ive and attractive manner and adopted means of
pushing them upon the market, and thereby largely increased
the extent of their sales. Indeed it is impossible from this testimony to ay how far the large sales of these pads is due to
their superiority to others, or to the energy with which they
were forced upon the market. While this court has held in
a number of case , even so late as Magowan v. The New York
Belting and Packing Co., a.nte) 332, decided at the pre ent term,
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that in a doubtful case the fact that a patented article had gone

into general use is evidence of its utility, it is not conclusive

even of that much less of its patentable novelty."

The weight of such a factor is therefore absolutely inde-

terminate. Indeed, it is not altogether possible to delimit the

extent to which utility and public appreciation of a device ac-

tually influence the courts to declare the device an invention,

from a mere judicial use of such matters to bolster up an inde-

pendent conclusion of patentability. A recent case well in-

dicates the difference in effect of such a factor. 117 The Circuit

Court of Appeals 118 held the device to be lacking in inventive

novelty and reversed the decision of the District Court, which

had sustained the patent. This court in deciding invention to

be lacking, said, "The decision of the court below appears to

have been largely influenced by the consideration that the

appellees' patent had gone into extensive and successful use.

The fact that a patented device or process has gone into ex-

tensive and successful use is often of value in determining the

question of invention and patentability. It is referred to for
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the purpose of turning the scales in cases of grave doubt. It

is of no value whatever where the question of the invention or

patentability is free from doubt, and in any case its value de-

pends largely upon the causes which produced it. It is often

due to business ability in manufacturing, exploiting, and ad-

vertising, and to the fact that prior conditions have not stimu-

lated development. The appellees' process, originally patented

in Great Britain, has been installed in Australia, Sweden, Fin-

land, Chile, and Wales, and it is in the process of installation in

Cuba. It is not improbable that in those countries the prior

art may have been substantially unknown, and it is possible

that the appellees' success there is referable to the fact alleged

in the bill." The Supreme Court in turn reversed the Circuit

Court of appeals, and as one reason for so doing said, the pro-

cess "promptly came into extensive use for the concentration

of ores in most if not all of the principal mining countries of

the world, notably in the United States, Australia, Sweden,

117 Hyde v. Minerals Separation Co., 242 U. S. 261.

118 214 F. 100.

that in a doubtful case the .fact that a patented article had gone
into general use is evidence of its utility, it is riot conclusive
even of that-much less of its patentable novelty."
The weight of such a factor is therefore absolutely indeterminate. Indeed, it is not altogether possible to delimit the
extent to which utility and public appreciation of a device actually influence the courts to declare the device an invention,
from a mere judicial use of such matters to bolster up an independent conclusion of patentability. A recent case well indicates the difference in effect of such a factor. 117 The Circuit
Court of A ppeals 118 held the device 1.o be lacking in inventive
novelty and reversed the decision of the District Court, which
had sustained the patent. This court in deciding invention to
be lacking, said, "The decision of the court ~elow appears to
have been· largely influenced by the consideration that the
appellees' patent had gone into extensive and success£ ul use.
The fact that a pat.e nted device or process has gone into extensive and successful use is often of value in determining the
question of invention and patentability. It is referred to for
the purpose of turning the scales in cases of grave doubt. It
is of no value whatever where the question of the invent.um -0r
patentability is free from doubt, and in any case its value depends largely upon · the causes which produced it. It is often
due to business ability in manufacturing, exploiting, and advertising, and to the fact that prior conditions have not stimulated development. The appellees' process, originally patented
in Great Britain, has been installed in Australia, Sweden, Finland, Chile, and Wales, and it is in the process of installation in
Cuba. It is not improbable that in those countries the prior
art may have been substantially unknown, and it is possible
that the appellees' success there is referable to the fact alleged
in the bill." The Supreme Court in turn reversed the Circuit
Court of appeals, and as one reason for so doing said, the process "promptly came into extensive use for the concentration
of ores in most if not all of the principal mining countries of
the world, nqtably in the United States, Australia, Sweden,
111

Hyde v. Minerals Separation Co., 242 U. S. 261.

11 8 214

F.

IOO.
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Chile and Cuba and . . . because of its economy and simplic-

ity it has largely replaced all earlier processes. This of itself

68
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is persuasive evidence of that invention which it is the purpose

of the patent laws to reward and protect." 119 Thus we find

the same fact disregarded by one court and given considerable

influence by another, because the reason why the device had

been so generally adopted was not made clear by counsel but

was left to the court's own guess.

The opinion of experts is supposed to have considerable

weight in the court's conclusion. Their testimony may be

heard by the court and usually is heard as a matter of course.

The expert's true function is to explain and interpret techni-

cal matters, and generally to elucidate the principles of the

patented contrivance, and their difference from or resemblance

to those of other contrivances. But the expert may also be

asked his opinion upon the ultimate issue as to whether the

particular device differs from others in such a way as to have

resulted from inventive genius. 119a

119 Doig v. Morgan Mach. Co., 59 C. C. A. 616; Grant v. Walter, 148
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U. S. 547; Keystone Mfg. Co. v. Adams, 151 U. S. 139, "The argument

drawn from the commercial success of a patented article is not always to

be relied upon. Other causes such as the enterprise of the vendors and

the resort to large expenditures in advertising, may cooperate to promote

a large marketable demand." Apple v. Am. Shoe Mach. Co. 232 Fed. 603.

1198 If it be true that the presence or absence of "invention" is a ques-

tion of "law" for the court, rather than of fact for the jury, a mere wit-

ness ought not to be permitted to give his opinion in regard to it. It is

a conclusion for the judicial mind alone, based on all the evidentiary facts

of the case. Even if the question of invention be treated as one of fact

rather than of law, it is nevertheless the ultimate issue in the case. An

Chile and Cuba and . . . because of its economy and simplicity it has largely replaced all earlier processes. This of itself
is persuasive evidence of that invention which it is the purpose
of the patent laws to reward and protect." 119 Thus we find
the same fact disregarded by one court and given considerable
influence by another, because the reason why the device had
been so generally adopted was not made clear by counsel but
was left to the court's own guess.
The opinion of experts is supposed to have considerable
weight in the court's conclusion. Their testimony ~ay be
heard by the court and usually is heard as a matter of course.
The expert's trne function is to explain and interpret technical matters, and generally to elucidate the principles of the
patented contrivance, and their difference from or resemblance
to those of other contrivances. But the expert may also be
asked his opinion upon the ultimate issue as to whether the
particular device differs from others in such a way as to have
resulted from inventive genius. 119 n

answer to it is not a basis for the decision; it is the decision itself. To

ask a witness his opinion as to the presence or absence of invention in

the concept in question, would be to ask him his opinion as to how the

court should decide the case, or what verdict the jury should bring in.

There is some conflict of authority, in cases relating to other branches

of law, as to whether such a question, whose answer "usurps the function

of the jury" is permissible. On the whole, it seems to be proper. Cham-

berlayne, Evidence sec. 1820; Wigmore on Evidence, sec. 1921.

The point seems never to have been passed upon precisely in relation

to inventions, but it is clear that courts do in fact admit the opinions of

Doig v. Morgan Mach. Co., 59 C. C. A. 6!6; Grant v. Walter, 148
U. S. 547; Keystone Mfg. Co. v. Adams, 151 U. S. 139, "The argument
drawn from the commercial success of a patented article is not always to
be relied upon. Other causes such as the enterprise of the vendors and
the resort to large expenditures in advertising, may cooperate to promote
a large marketable demand." Apple v. Am. Shoe Mach. Co. 232 Fed. 6o3.
1 19 a If it be true that the presence or absence of "invention" is a question of "law" for the court, rather than of fact for the jury, a mere witness ought not to be permitted to give his opinion in regard to it. It is
2 conclusion for the judicial mind alone, based on all the evidentiary facts
of the case. Even if the question of invention be treated as one of fact
rather than of law, it is nevertheless the ultimate issue in the case. A~
answer to it is not a basis for the deci ion; it is the decision itself. To
ask a witness his opinion as to the presence or ab ence of invention in
the concept in question, would be to ask him his. opinion as to how the
court should decide the case, or what verdict the jury should bring in.
There is some conflict of authority, in cases relating to other branches
of law, a to whether such a question, whose answer "usurps the function
of the jury" is permis ible. On the whole, it eems to be proper. Chamberlayne, Evidence sec. 1820; Wigmore on Evidence, ec. 1921.
The point eems neyer to have been pa sed upon precisely in relation
to inventions, but it i clear that ·courts do in fact admit the opinion of
11 9
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The personality and mental equipment of the particular

judge by whom the issue is decided undoubtedly has influence

upon the answer. A judge who can not drive a nail, to whom

a mechanical toy is an inexplicable mystery, and chemistry in-

comprehensible, will naturally tend to find invention in that

which a more technically trained judge would recognize as

mere mechanical skill. The reports show that certain judges

experts in regard to the presence or absence of invention. Ideal Stopper

Co. v. Crown Cork, etc. Co. 131 Fed. 244.

The opinion of experts in regard to the facts from which the ultimate

conclusion of invention or non-invention is to be derived may of course

be given. Thus, witnesses may point out and explain the features and

The personality and mental equipment of the particular
judge by whom the. issue is decided undoubtedly has influence
upon the answer. A judge who can not drive a nail, to whom
a mechanical toy is an 'inexplicable mystery, and chemistry incomprehensible, will naturally tend to find invention in that
which a more technically trained judge would recognize as
mere mechanical skill. The reports show that certain judges

characteristics of the device which is described in the patent, and may

state the extent to which any or all of these were already known before

the alleged invention. They may also point out to the court or jury the

essential as well as formal similarity and difference between an alleged

invention and the already known art, or between two particular devices.

"Experts may be examined to explain terms of art, and the state of the

art, at any given time. They may explain to the court and jury the
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machines, models, or drawings, exhibited. They may point out the dif-

ference or identity of the mechanical devices involved in their construc-

tion. The maxim of 'cuique in sua arte credum' permits them to be ex-

amined to questions of art or science peculiar to their trade or profes-

sion ; but professors or mechanics can not be received to prove to the

court or jury what is the proper or legal construction of any instrument

of writing." Winans v. New York & E. R. Co. 21 How. 88, 100. Com-

mercial Mfg. Co. v. Fairbank Co., 135 U. S. 176, 187. In National Cash

Reg. Co. v. Leland, 94 Fed. 502, objection was raised because an expert

was asked to say whether a certain part of one machine was an "equiva-

lent" of a part of another machine. The court held the question proper,

saying, "The mechanism . . . was complicated, and an ordinary man un-

skilled in mechanics, might well have failed to understand it completely.

It was proper, therefore, that a witness skilled in mechanics and under-

standing the term 'mechanical equivalent,' should be allowed to express

to the jury his opinion of the relation of one machine to the other, subject

to further direct examination and to cross examination, in order to bring

out more clearly the grounds of his opinion." But compare Osgood

Dredge Co. v. Metropolitan etc. Co.,. 75 Fed. 670; Jackson v. Allen, 120

Mass. 64.

So, also, experts may be asked whether or not the patent does reveal

anything definite and, if so, just what it is. As stated in the text a patent

which does not describe some real, comprehensible concept is a nullity, but

the description need not be such as is clear to an untrained person. If it

experts in regard to the presence or absence of invention. Ideal Stopper
Co. v. Crown Cork, etc. Co. 131 Fed. 244.
The opinion of experts in regard to the facts from which the ultimate
conclusion of invention or non-invention is to be derived may of course
be given. Thus, witnesses may point out and explain the features and
characteristics of the device- which is described in the patent, and may
state the extent to which any or all of these were already known before
the alleged invention. They may also point out to the court or jury the
essential as well as formal similarity and difference between an alleged
invention and the already known art, or between two particular devices.
"Experts may be examined to explain terms of art, and the state of the
art, at any given time. They may explain to the court and jury the
machines, models, or drawings, exhibited. They may point out the difference or identity of the mechanical devices involved in their construction. The maxim of 'cuiqt(e in sua arte credum' permits them to be examined to questions of art or science peculiar to their trade or profession; but professors or mechanics can not be received to prove to the
court or jury what is the proper or legal construction of any instrument
of writing." Winans v. New York & E. R. Co. 21 How. 88, 100. Co'm mercial Mfg. Co . v. Fairbank Co., 135 U. S. 176, 187. In National Cash
Reg. Co. v. Leland, 94 Fed. 502, objection was raised because an expert
was asked to say whether a certain part of one machine was an "equivalent" of a part of another machine. The court held the question proper,
saying, "The mechanism ... was complicated, and an ordinary man unskilled in mechanics, might well have failed to understand it completely.
It was proper, therefore, that a witness skilled in mechanics and understanding the term 'mechanical equivalent,' should be allowed to express
to the jury his opinion of the relation of one machine to the other, subject
to further direct examination and to cross examination, in order to bring
out more clearly the grounds of his opinion." But compare Osgood
Dredge Co. v. Metropolita>1., etc. Co., 75 Fed. 670; Jackson v. Allen, 120
Mass. 64.
So, also, experts may be asked whether or not the patent does reveal
anything definite and, if so, just what it is. As stated in the text a patent
which does not describe some real, comprehensible concept is a nullity, but
the description need not be such as is clear to an untrained person. If it
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have more often decided in favor of the presence of invention

70
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than against it, while others have the more often decided ad-

versely to invention. One judge by whom many decisions

have been rendered is well known among his friends to be lack-

ing in any mechanical ability, and to hit the nail on the thumb

more often than on the head. To one who has read many of

conveys a clear idea to persons skilled in the particular subject matter,

that is sufficient. It follows therefore that experts may be asked whether

the description is clear to them, and to translate it, as it were. See Loom

Co. v. Higgins, 105 U. S. 580.

It is not only permissible for experts to give their opinion on these

have more often decided in favor of the presence of invention
than against it, while others have the more often decided adversely to invention. One judge by whom many decisions
have been rendered is well known among his friends to be lacking in any mechanical ability, ai:id to hit the nail on the thumb
more often than on the head. To one who has read many of

matters, but it is expressly desired by courts in abstruse and technical

matters. Thus the court in Dececo Co. v. George E. Gilchrist Co., 125

Fed. 293, 296, said, "There may be, and there probably is, an underlying

suggestion applicable to both Mann and the present inventors which is

fundamental, and which was first put to use in this art by the former.

We are lacking, in this case, any explanation of the operation of either

device by any scientific person, capable of applying and making clear the

laws of pneumatics and hydraulics, each of which sciences are here in-
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volved in an occult manner. ... In the absence of the scientific explana-

tion which we say is not in the record, we are unable to find this propo-

sition proved. "Expert testimony should be introduced when difficult tech-

nical questions are involved. Fay v. Mason, 127 Fed. 325 ; Greene v.

Buckley, 135 Fed. 520.

But courts are, of course, not in any way bound by the testimony and

opinions of experts. "The admission of an expert witness is, of course,

entitled to weight in the interpretation of technical terms employed in a

patent. But the court is not necessarily concluded by such interpretation

when other satisfactory evidence is available." Panzl v. Battle, eta Co.,

138 Fed. 48. "Opinions of experts generally, though given under oath, are

but arguments in behalf of the side calling them." Ideal Stopper Co. v.

Crown Cork, etc. Co., 131 Fed. 244, 249; Winans v. New York & E. R. R.

Co., 21 How. 88. Indeed there is occasional judicial suggestion of a

feeling of general unreliability in expert testimony. "Unhappily we can-

not accept without reservation the opinions of the experts who have been

examined as witnesses, for they are necessarily partizans of the side call-

ing them, and essentially advocates, and their opinions are contradictory,

and tend to perplex, instead of elucidating, although they appear to be

gentlemen of great ability and deserved eminence." Ideal Stopper Co.

v. Crown Cork, etc. Co., 131 Fed. 244.

One can find in the opinions suggestions of possible value to witnesses.

For instance, "If the expert who is called to testify in such cases would

only appreciate that he is not addressing electrical engineers, but laymen,

conveys a clear idea to persons skilled in the particular subject matter,
that is sufficient. It follows therefore that experts may be asked whether
the description is clear to them, and to translate it, as it were. See Loom
Co. v. Higgins, 105· U. S. 58o.
It is not only permissible for experts to give their opinion on these
matters, but it is expressly desired by courts in abstruse and technical
matters. Thus the court in Dececo Co. v. George E. Gilchrist Co., 125
Fed. 293, 296, said, "There may be, and there probably is, an underlying
suggestion applicable to both Mann and the present inventors which is
fundamental, and which was first put to use in this art by the former.
We are lacking, in this case, any explanation of the operation of either
device by any scientific person, capable of applying and making clear the
laws of pneumatics and hydraulics, each of whkh sciences -are here involved in an occult manner . . . . In the absence of the scientific explanation which we say is not in the record, we are unable to find this proposition proved. "Expert testimony should be introduced when difficult technical questions are involved. Fay v. Mason, 127 Fed. 325; Greene v.
Bil-ckley, 135 Fed. 520.
But courts are, of course, not in any way bound cy the testimony and
opinions of experts. "The admission of an expert witness is, of course,
entitled to weight in the interpretation of technical terms employed in a
patent. But the court is not necessarily concluded by such interpretation
when other satisfactory evidence is available." Panzl v. Battle, etc: Co.,
138 Fed. 48. "Opinions of experts generally, though given under oath, are
but arguments in behalf of the side calling them." Ideal Stopper Co. v.
Crown Cork, etc. Co., 131 Fed. 244, 249; Winans v. New York & E. R. R.
Co., 21 How. 88. Indeed there is occasional judicial suggestion of a
feeling of general unreliability in expert testimony. "Unhappily we cannot accept without reservation the opinions of the experts who have been
examined as witnesses, for they are necessarily partizans of the side calling them, and essentially advocates, and their opinions are contradictory,
and tend to perplex, instead of elucidating, although they appear to be
gentlemen of great ability and deserved eminence." Ideal Stopper Co.
v. Crown Cork, etc. Co., 131 Fed. 244.
One can find in the opinions suggestions of possible value to witnesses ..
For instance, "If the expert who is called to testify in such cases would
only appreciate that he is not addressing electrical engineers, but laymen,
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his decisions it is apparent that he tends to find invention in

anything mechanically ingenious, and to be loath to see in-

fringement where there is great material change. On the other

hand, another judge whose opinions indicate a highly tech-

nical education, is obviously conservative about dignifying a

production with the name of invention and very ready in hold-

ing an invention to have been infringed. It is, of course, per-

fectly reasonable that what might seem to an untrained mind

impossible of conception by any one but an inspired genius,

and if, when undertaking to describe what some particular patent showed

to a man skilled in the art, he would take the specifications and drawings

of the patent as his text, instead of some conventional paraphrase of his

own devising with its lettering entirely changed, he would materially

lighten the labor of the court." Western Elec. Co. v. Rochester Tel. Co.,

his decisions it is apparent that he tends to find invention in
anything mechanically ingenious, and to be loath to see infringement where there is great material change. On the other
hand, another judge whose opinions indicate a highly technical education, is obviously conservative about dignifying a
productiorr with the name of invention and very ready in holding an invention to have been infringed. It is, of course, perfectly reasonable that what might seem to an untrained mind
impossible of conception by any one but an inspired genius,

145 Fed. 41. Again there is pertinent suggestion, in Bene v. Jeantet, 129

U. S. 683, in the fact that although one witness testified as a matter of

theory that a certain alleged anticipation could not work, the court decided

against his proposition because an opposing witness testified that he had

made a device according to the description of the alleged anticipation
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which did actually work.

One frequent fault of expert testimony is its prolixity and volume. In

Columbia Motor Car Co. v. Duerr, 184 Fed. 893, where the only question

involved was whether the modern Otto type of compression gas engine

was essentially identical with the old Erayton type, the record of the

case filled 36 large volumes. In Am. Stove Co. v. Cleveland Foundry

Co., 158 Fed. 978, the court, in commenting upon another long record of

expert testimony, said, "As a contest between gentlemen learned in the

science .of the subject, it might be interesting if one had leisure, though

it seems sometimes to run into very attenuated points. This prolixity

seems not so much the fault of the witnesses as a mistake of the counsel.

It is not the province of witnesses to advocate the cause of the party who

calls him, nor to pass upon the questions of law and facts presented by

the controversy. Frequently, an expert witness may be of much aid to

the court in explaining matters which can only be appreciated and un-

derstood by learning higher than the ordinary; but his province is to in-

struct and not to decide ; and even the instruction is of uncertain value

when it is colored from standing in the place of a partisan for one of the

parties."

The last sentences of this opinion are quite worth noting: "Usually the

testimony of one competent witness on each side is enough to insure a

full and fair elucidation of what is recondite in the case. The voice of

a single teacher is worth more than a confusion of many tongues. And

the expense is worse than useless."

and if, when undertaking to describe what some particular patent showed
to a man skilled in the art, he would take the specifications and drawings
of the patent as his text, instead of some conventional paraphrase of his
own devising with its lettering entirely changed, he would materially
lighten the labor of the court." Westem Blee. Co. v. Rochester T l!'l. Co.,
145 Fed. 4r. Again there is pertinent suggestion, in Bene v. Jeantet, 129
U. S. 683, in the fact that although one witness testified as a matter of
theory that a certain alleged anticipation could not work, the court decided
against his proposition because an opposiug witness testified that he had
made a device according to the description of the alleged anticipation
which did actually work.
· One frequent fault of expert testimony is its prolixity and volume. In
Colwrnbia Motor Car Co. v. Duerr, 184 Fed. 893, where the only question
involved was whether the modern Otto type of compression gas engine
was essentially identical with the old Brayton type, the record of the
case filled 36 large volumes. In Atl't. Stove Co. v. Cleveland Foundry
Co., 158 Fed. 978, the court, in commenting upon another long record of
expert testimony, said, "As a contest between gentlemen learned in the
science of the subject, it might be interesting if one had leisure, though
it seems sometimes to run into very attenuated points. This prolixity
seems not so much the fault of the witnesses as a mistake of the counsel.
It is not the province of witn~sses to advocate the caus~ of the party who
calls him, nor to pass upon the questions of law and facts presented by
the controversy. Frequently, an expert witness may be of much aid to
the court in explaining matters which can only be appreciated and understood by learning higher than the ordinary; but his province is to instruct and not to decide; and even the instruction is of uncertain value
when it is colored from standing in the place of a partisan for one of the
parties."
The last sentences of this opinion are quite worth noting: "Usually the
testimony of one competent witness on each side is enough to insure a
full and fair elucidation of what is recondite in the case. The voice of
a single teacher is worth more than a confusion of many tongues. And
the expense is worse than useless."
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would be to a mind skilled in the art, nothing but the mechani-

Patents and Inventions

cal answer to recent call. The reality of the influence of the

human factor upon the result is indubitably demonstrated by

the very many flatly conflicting decisions upon the same state

of facts in different circuits. A number of illustrations of

such divergence of personal conclusion are noted in a later sec-

tion. This influence of the unusual upon the result is sug-

gested by the words of Mr. Justice McKenna, in giving very

favorable interpretation to a recent patent. The device cov-

ered by it was a gas check for large breech-loading guns. It

had to withstand enormous pressure and great heat, yet it was

made of tallow and asbestos. "If our purpose was specula-

tive," said he, "not practical, we might pause to wonder how

such substances could produce such results under the conditions

to which they are subjected, and by wondering we express in

a way the quality of the invention." 120 This intrusion of di-

verse personalities into the decisions in patent cases can not

help but make for even greater uncertainty of rights than is

inherent in other subjects depending upon opinion. It fur-
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nishes at least one argument in favor of a special court for the

adjudication of controversies arising under the patent laws.

The opinion of other courts of concurrent or lower jurisdic-

tion, even upon the same facts, is not of any compulsory effect

upon the court which is trying a case. The statutes contain

nothing upon the matter and the courts themselves have never

recognized any obligation to follow the decisions of their co-

adjudicators. 121 Neither are the decisions of other courts of

120 U. S. v. Anciens Etablissements, 224 U. S. 309, 323. As indicative

of the effect of personality on the result, compare the different decisions

of an United States court and an English one upon the same facts, in

Haskell Golf Ball Co. v. Perfect, etc. Co., 143 Fed. 128 and 25 R. P. C.

194. The decision in the Selden Patent case, Columbia, etc. v. Duerr, 184

Fed. 893 is often said to have been affected by the court's disapproval of

the patentee's unconscionably long delay in procuring his patent.

For discussions of the proposal to establish a special court to try patent

cases, see The Report of the Committee on Pat. Law, Am. Bar Assn.,

1910, 43 Chi. Legal News, 63; Editorials, 20 Green Bag 203, 22 Id. 408;

H. K. Wagner, in 21 Case & Comment 265.

121 Elec. Mfg. Co. v. Edison Elec. Lt. Co., 61 Fed. 834; Rubber Tire

Wheel Co. v. Milwaukee Rubber Works Co., 154 Fed 358.

would be to a mind skilled in the art, nothing but the mechanical answer to recent call. The reality of the influence of the
human factor upon the result is indubitably demonstrated by
the very many flatly conflicting decisions upon the same state
of facts in different circuits. A number of illustrations of
such divergence of personal conclusion are noted in a later section. This influence of the unusual upon the result is ·suggested by the words of Mr. Justice McKenna, in giving very
favorable interpretation to a recent patent. The device covered by it was a gas check for large breech-loading guns. It
~ad to withstand enormol,ls pressure and great heat, yet it was
made of tallow and asbestos. "If our purpose was speculative," said he, "not practical, we might pause to wonder how
such substances could produce such results under the conditions
to which they are subjected, and by wondering we express in
a way the quality of the invention." 120 This intrusion of diverse personalities into the decisions in patent cases can not
help qut make for even greater uncertainty of rights than is
inherent in other subjects depending upon opinion. It fur-.
nishes at least one argument in favor of a special court for the
adjudication of controversies arising under the patent laws.
The opinion of other courts of concurrent or lower jurisdiction, even upon the same facts, is not of any compulsory effect
upon the court which is trying a case. The statutes contain
nothing upon the matter and the courts themselves have never
recognized any obligation to follow the decisions of their coadjudicators.121 Neither are the decisions of other courts of
120 U. S. v. Anciens Etablissements, 224 U. S. 309, 323. As indicative
of the effect of personality on the result, compare the different decisions
of an United States court and. an English one upon the· same facts, in
Haskell Golf Ball Co. v. Perfect, etc. Co., 143 Fed. 128 and 25 R. P. C.
194· The decision in the Selden Patent case, Columbia, etc. v. Duerr, 184.
Fed. 8g3 is oft~n said to have been affected by the court's disapproval of
the patentee's unconscionably long delay in procuring his patent.
For discussions of the proposal to establish a special court to try patent
cases, see The Report of the Committee on Pat. Law, Am. Bar Assn.,
1910, 43 Chi. Legal News, 63; Editorials, 20 Green Bag 203, 22 Id. 4o8;
H. K. Wagner, in 21 Case & Comment 265.
121 Elec. Mfg. Co. v. Edison Elec. Lt. Co., 61 Fed. 834; Rubber Tire
Wheel Co. v. Milwaukee Rubber Works Co., 154 Fed 358.
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any appreciable practical influence upon the opinion of later

73

judges. There is an occasional dictum to the effect that the

decision of other courts, especially of the lower courts which

are being reviewed, ought not to be overturned except upon

strong evidence. 122 But even these remarks are seldom found,

and there is a distressing frequency of patents which have been

held valid in one or more jurisdictions and invalid in others,

and the number of times a lower court is reversed upon its

opinion of the validity or scope of a patent is astonishing. 123

The opinion of a superior court, however, has at least a lit-

tle weight when another suit on the same patent Comes before

the lower court. 124

122 Elec. Mfg. Co. v. Edison Elec. Lt. Co., 61 Fed. 834; Nat'l Fold'g Box

& Paper Co. v. Elsos, 65 Fed. 1001.

123 As examples see, Am. Stove Co. v. Cleveland Foundry Co., 158 Fed.

978; Consolidated Rubber Tire Co. v. Firestone Tire & Rubber Co., 151

Fed. 237. The patent involved in this case was held valid in four circuits,

(91 Fed. 978; 116 Fed. 629; 147 Fed. 739; and one unreported). Two of

these decisions were reversed and the patent held invalid by the Circuit
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Court of Appeals, (Goodyear Tire & Riibber Co. v. Rubber Tire Wheel

any appreciable practical influence upon the opinion of later
judges. There is an occasional dictum to the effect that the
decision of other courts, especially of the lower courts whieh
are being reviewed, ought not to be overturned except upon
strong evidence. 122 But even these remarks are seldom found,
and there is a distressing frequency of patents which have been
held valid in .one or more jurisdictions and invalid in others,
and the number of times a lower court is reversed upon its
opinion of the validity or scope of a patent is astonishing. 123
The opinion of a superior court, however, has at least a little weight when another suit on the same patent comes before
the lower court. 124

Co., 116 Fed. 363; Rubber Tire Wheel Co. v. Victor Rubber Tire C., 123

Fed. 85) ; and a writ of certiorari to review one of these decisions was re-

fused by the Sup. Ct. (Rubber Tire Wheel Co. v. Goodyear Tire & Rub-

ber Co., 187 U. S. 641). The circuit court of appeals in the principal case

sustained the validity of the patent. Its validity was declared by the Su-

preme Court in Diamond Rubber Co. v. Consolidated Rubber Tire Co., 220

U. S. 428, Approved, Rubber Tire Co. v. Goodyear Co., 232 U. S. 413;

Mayor of N. Y. v. American Cable Ry. Co., 60 Fed. 1016; Fireball Gas Co.

v. Commercial Acetylene Co., 239 U. S. 156; 168. Compare also the con-

flicting opinions as to who was the real inventor, in 229 Fed. 730 and 234

Fed. 343.

124 Anderson Foundry & Mach. Co. v. Potts, 108 Fed. 379 ; Rawson v.

Western Sand Blast Co., 118 Fed. 575; Rubber Tire Wheel Co. v. Victor

Rubber Tire Co., 123 Fed. 85 ; Cramer v. Singer Mfg. Co., 147 Fed. 917.

When the issue concerns not the validity of a patent or its infringement

but merely the propriety of a temporary injunction it would seem that

final adjudications of other courts ought to have considerable influence.

That they do so, is stated in Elec. Mfg. Co. v. Edison Elec. Lt. Co., 61

Fed. 834, 836, "It may be' difficult to formulate a rule that will comprehend

all the conditions which could be presented, but we think it safe to say

that in general, where the validity of a patent has been sustained by prior

adjudication upon final hearing, and after bona fide and strenuous con-

Elec. Mfg. Co. v. Edison Elec. Lt. Co., 61 Fed. 834; Nat'l Fold'g Box
& Paper Co. v. Elsos, 65 Fed. lOOI . .
123 As examples see, Am. Stove Co. v. Cleveland Foundry Co., 158 Fed.
978; Consolidated Rubber Tire Co. v. Firestone Tire &. Rubber Co., 151
Fed. 237. The patent involved in this case was held valid in four circuits,
(91 Fed. 978; n6 Fed. fo~9; 147 Fed. 739; and one unreported). Two of
these decisions were reversed and the patent held invalid by the Circuit
Court of Appeals, (Goodyear Tfre & Rtfbber Co. v. Rubber Tire Wheel
Co., l 16 Fed. 363; Rubber Tire Wheel Co. v. Victor Rubber Tire C., 123
Fed. 85) ; and a writ of certiorari to review one of these decisions was refused by the Sup. Ct. (Rubber Tire Wheel Co. v. Goodyear Tire --& Rubber Co., 187 U. S. 641). The circuit court of appeals in the principal case
sustained the validity of the patent. Its validity was declared by the Supreme Court in Diamond Rubber Co. v. Consolidated Rubber Tire Co., 220
U. S. 428, Approved, Rubber Tire Co. v. Goodyear Co., 232 U. S. 4i3;
Mayor of N. Y. v. American Cable Ry. Co., oo Fed. 1016; Fireball Gas Co.
v. Commercial Acetylene Co., 239 U. S. 156; 168. Compare also the conflicting opinions as to who was the real inventor, in 229 Fed. 730 and. 234
Fed. 343.
1 2 4 Anderson Foundry & Mach~ Co. v. Potts, lo8 Fed. 379; Rawson v.
Western Sand Blast Co., u8 Fed. 575; Rubber Tire Wheel Co. v. Victor
Rubber Tire Co., 123 Fed. 85; Cramer v. Singer Mfg. Co., 147 Fed. 917.
When the issue concerns not the validity of a patent or .i ts infringement
b.ut merely the propriety of a temporary injunction it would seem that
final adjudications of other courts ought to have co_nsiderable influence.
That they do so, is stated in Elec. Mfg. Co. v. Edison Elec. Lt. Co., 61
Fed. 834, 836, "It may be· difficult to formulate a rule that will comprehend
all the conditions which could be presented, but we think it safe to say
·that in general, where the validity of a patent has been sustained by prior
adjudication upon final hearing, and after bona fide and strenuous con1 22
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The weakness of influence of other adjudications is shown

in the statement and proceedings of the Supreme Court in Rub-

1-1-
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test, the matter of its validity upon motion for preliminary injunction is

no longer at issue, all defense, except that of infringement, being re-

served to the final hearing; subject, however, to the single exception that,

The weakness of influence of other adjudication is shown
in the statement and proceedings of the Supreme Court in Rub-

where a new defense is interposed, the evidence to support it must be so

cogent and persuasive as to impress the court with the conviction that,

if it had been presented and considered in the former case, it would

probably have availed to a contrary conclusion. In the consideration of

such new defense of anticipation, regard should be had to the rule that

such a defense is an affirmative one ; that the burden of proof is upon

him who asserts it; and that the grant of letters patent is frima facie evi-

dence that the patentee is the first inventor of the device described there-

in, and of its novelty. Coffin v. Ogden, 18 Wall. 120; Smith v. Vulcanite

Co., 93 U. S. 486; Lehnbeuter v. Holthaus, 105 U. S. 94; Cantrell v.

Wallick, 117 U. S. 689, 6 Sup. Ct., 970; Barbed- Wire Patent, 143 U. S.

275, 12 Sup. St. 443, 450. The propriety of this rule is enforced by the

consideration that an adjudication in the case of a patent is not only a

judgment inter partes, but is a judicial construction of a grant by the
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government, and in a broad sense deals with and determines the rights

of the public. A patent is sui generis. By it the public, through its

authorized representatives, grants a monopoly for a term of years in

consideration of the surrender of the invention to public use upon ex-

piration of the term. When, upon judicial contest, a competent court

has sanctioned the grant, and determined the right thereunder, the mo-

nopoly hereby granted ought not to be permitted to be invaded except

upon a clear showing that the decision invoked in its favor was wrong.

It is true that the prior adjudication does not deal with the supposed new

defense, and does not affect the merits of that defense upon final hear-

ing; but the fact that it was not presented, especially where the existence

of the claim was known to and considered by counsel, is a circumstance

to be considered by the court in passing judgment upon the merits upon

the hearing for an interlocutory injunction. We are of opinion that the

rule was correctly interpreted by the court below, and properly applied

to the case in hand. We are asked to determine the extent to which this

court should go in review of an exercise of discretion by the court below

in granting a preliminary injunction. There would seem to be some di-

vergence of opinion in the circuit courts of appeals upon this question.

The cases of Dudley E. Jones Co. v. Hunger, etc., Manuf'g Co., 2 U. S.

App. 188, i C. C. A. 668, and 50 Fed. 785, in the fifth circuit; Watch Co.

v. Robbins, 6 U. S. App. 275, 3 C. C. A. 103, and 52 Fed. 337, and Blount

v. Societe Anonyme du Filtre Chamberland Systeme Pasteur, 6 U. S. App.

337, 3 C. C. A. 455, and 53 Fed. 98, in the sixth circuit ; Consolidated

Electric Storage Co. v. Accumulator Co., 3 U. S. App. 579, 5 C. C. A. 202,

test, the matter of its validity upon motion for preliminary injunction i
no longer at issue, all defense, except that of infringement, being reserved to the final hearing; subject, however, to the single exception that,
where a new defense is interposed, the evidence to :mpport it mu t be o
cogent and persuasive as to imprfl(3S the court with the conviction that,
if it had been presented and con idered in the former case, it would
probably have availed to a contrary conclusion. In the consideration of
such new defense of anticipation, regard should be had to the rule that
such a defense is an affirmative one; that the burden of proof i upon
him who as erts it; and that the grant of letters patent is prim a f acie evidence that the patentee is the first inventor of the device described therein, and of its novelty. Coffin v. Ogden, 18 Wall. 120; Smith v. Vulcanite
Co., 93 U. S. 486; Lehnbeuter v. Holthaus, 105 U. S. 94; Cantrell v.
Wallick, II7 U. S. 689, 6 Sup. Ct., 970; Barbed-Wire Patent, 143 U. S.
275, 12 Sup. St. 443, 450. The propriety of this ruJc is enforced by the
consideration tha.t an adjudication in the case of a patent is not only a
judgment inter partes, but is a judicial con truction of a grant by the
government, and in a broad ense deals with and determines the rights
of the public. A patent is sui generis. By it the public, through its
authorized representatives, grants a monopoly for a term of years in
con ideration of the surrender of tne invention to public use upon expiration of the term. When, upon judicial contest, a competent court
has sanctioned the grant, and determined the right thereunder, the monopoly hereby granted ought not to be permitted to be invaded except
upon a clear showing that the decis~on invoked in its favor was wrong.
It is true that the prior adjudication doe not deal with the · supposed new
defense, and does not affect the merits of that defense upon final hearing; but the fact that it was not presented, especially where the existence
of the cla:m was known to and considered by coun ·el, is a circumstance
to be considered by the court in passing judgment upon the merit upon
the hearing for an interlocutory injunction. We are of opinion that the
rule wa correctly interpreted by the court below, and properly applied
to the case in hand. We are asked to determine the extent to which this
court should go in review of an exercise of d! cretion by the court below
in granting a preliminary injunction. There would seem to be some divergence of opinion in the circuit courts of appeals upon this question.
The cases of Dudley E. Jone Co. v. Munger, etc. Manuf'g Co., 2 U. S.
App. 188, 1 C. C. A. 668, and 50 Fed. 7 5, in the fifth circuit; Watch Co.
v. Robbins, 6 U. S. App. 275, 3 C. C. A. 103, and 52 Fed. 337, and Blount
v. Societe Anonyme du Filtre Chamberland Sy teme Pasteur.. 6 U. S. App.
337, 3 C. C. A. 455, and .53 Fed. g8, in the ixth cir uit; Con oEdated
Electric Storage Co. v. Accumulator C ., 3 U. S. App. 579, S C. C. A. 202,
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her Co. v. Goodyear. 120 Referring to the patent in suit, they
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said, ''The validity of the claim of the testator was never

shaken by any adjudication. It has been uniformly affirmed

and sustained. If the subject was never brought here before,

it was doubtless because those who were defeated elsewhere

saw no ground for the hope of a more favorable result in this

court. These considerations are very persuasive to the pre-

sumption that the claim of Chas. Goodyear, the elder, that he

\vas the original and first inventor is impregnable. If it were

not so we can not doubt that it would have been overthrown

in the numerous and several assaults would have been made

upon it. We have, however, examined the question by the light

of the evidence. . . ." The uniformity of opinion of other

courts upon the same matter did not, it appears, so satisfy the

last court as to obviate its independent examination of the

evidence.

and 55 Fed. 485, in the third circuit; American Paper Pail & Box Co. v.

National Folding Box & Paper Co., i U. S. App. 283, 2 C. C. A. 165, and

51 Fed. 229, in the second circuit; and Davis Electrical Works v. Edison
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Light Co., 5 U. S. App. 6n, 60 Fed. 276, in the first circuit, are perhaps

in antagonism, leading the court of the sixth circuit to certify the ques-

tion to the Supreme Court. That court, however, in Watch Co. v. Robbins,

148 U. S. 266, 13 Sup. Ct. 594, held that the fact that courts had reached

contradictory results did not under the statute warrant the submission

of the question or its decision, but might furnish ground for a certiorari

upon proper application. We do not deem it needful at this time to enter

ber Co. v. Goodyear. 126 Ref erring to the patent m. suit, they
said, "The validity of the claim of the testator was never
~haken by any adjudication.
It has been uniformly affirmed
and sustained. If the subject was never brought here before,
it was .doubtless because those who were defeated elsewhere
saw no ground for the hope of a more favorable result in this
court. These · considerations are very persuasive to the presumption that the claim of Chas. Goodyear, the elder, that he
was the original and first inventor is impregnable. If it were
not so we can not doubt that it would have been overthrown
in the numerous and several assaults would have been made
upon it. · We have, however, examined the question by the light
of the evidence. . . . " The uniformity of opinion of other
courts upon the same matter did not, it _appears, so satisfy the
last court as to obviate its independent examination of the
evidence.

that field of discussion, because, assuming the right of the appellate court

to review to the fullest extent the decision of the court below, we are

satisfied with the correctness of the conclusion reached upon the merits

with respect to the issuance of the preliminary injunction." Approved in

Breshnaham v. Tripp Giant Leveller Co., 7 Fed. 920. In National Cash

Reg. Co. v. Am. Cash Reg. Co., 178 Fed. 79 the influence appears to have

been limited to adjudications of appellate courts.

126 9 Wall. 788, 793. The fact that a patent has been judicially declared

to be valid does not obligate another court even to grant a preliminary

injunction against infringement. "While it is a rule of comity, conven-

ience, and expediency that deference shall be paid to the judgment of a

co-ordinate tribunal sustaining the validity of a patent, its obligation is

ot imperative." Vulcan Soot Co. v. Amoskeag Mfg. Co., 255 Fed. 88.

and SS Fed. 485, in the third circuit; American Paper Pail & Box Co. v.
National Folding Box & Paper Co., I U. S. App. 283, 2 C. C. A. 165, and
51 Fed. 229, in the second circuit; and Davis Electrical Works v. Edison
Light Co., 5 U. S. App. 6II, 60 Fed. 276, in the first circuit,-are perhaps
in antagonism, leading the court of the sixth circuit to certify the question to the Supreme Court. That court, however, in Watch Co. v. Robbins,
148 U. S. 266, 13 Sup. Ct. 594, held that the fact that courts had reached
contradictory results did not under the statute warrant the submission
of the question or its decision, but might furnish ground for a tertiorari
upon proper application. We do not deem it needful at this time to enter
that field of discussion, because, assuming the right of the appellate court
to review to the fullest extent the decision of the court below, we are
satisfied with the correctness of the conclusion reached upon the merits
with respect to the issuance of the preliminary injunction." Approved in
Breshnaham v. Tripp Giant Leveller Co., 7 Fed. 920. In National Cash
Reg. Co. v. Am. Cash Reg. Co., 178 Fed. 79 the influence r_ppears to have
been limited to adjudications of appellate courts.
126
9 Wall. 788, 793. The fact that a patent has been judicially declared
to be valid does not obligate another court even to grant a preliminary
injunction against infringement. "While it is a rule of comity, convenience, and expediency that deference shall be paid to the judgment of a
co-ordinate tribunal sustaining the validity of a patent, its obligation is
ot imperative." Vulcan Soot Co. v. Amoskeag Mfg. Co., 255 Fed. 88.
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3. ORIGINALITY PRIOR KNOWLEDGE

ANTICIPATION AND NOVELTY. The foregoing has been a

discussion of the general proposition that nothing amounts to

invention, within the meaning- of the patent laws, which is not

so different from prior existing actualities as to have necessi-

tated a certain degree of uncommon mental operation. If the

new product does not sufficiently differ from the existing

knowledge as to be invention it is, technically, said to be "an-

ticipated" by such knowledge. It is also said to lack novelty.

The expressions are practically synonymous; "anticipated" and

"lacking in novelty" are used interchangeably. 127 As has been

already said, the phrase "lacking in invention" is also syn-

onymous with the others, being merely a different way of say-

ing that a device has been anticipated and is lacking in novelty.

Some writers treat "invention" and "novelty" as distinct, but

it will be observed, that the same cases or type of cases are

used by them to show when invention is present, and when not,

as are used to illustrate the presence or absence of novelty. A

production can not be an invention, when knowledge of all the
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prior art is conclusively presumed to be possessed by the in-

ventor, unless it does possess novelty. It is only when inven-

tion is used in the very broad sense of something actually new

to the producer himself that it can be dissociated from novelty.

For the sake of convenience it is often used in this sense, but

there is no need for further discussion of the determination of

the presence of patentable invention under this head. The con-

text usually shows clearly with which meaning the word in-

vention is employed.

We come now to a discussion of the extent to which knowl-

edge must exist to constitute anticipation, and the degree of

proof of its existence which is necessary.

FOREIGN USE. The one exception to the requirement that

a production must be new, to be a patentable invention, is in the

fact that mere use in a foreign rountry dofts w^prfidiidf pat-

entability of a. d^vfeeTi this country.

127 But see the apparent distinction made in Crandall v. Richards, 8

Fed. 808.

§ 3.

ORIGINALITY-PRIOR KNOWLEDGE

ANTICIPATION AND NOVELTY.
The foregoing has been a
discussion of the gener.al proposition that nothing amounts to
invention, within the meaning- of the patent laws, which is not
so different from prior existing actualities as to have necessitated a certain degree of uncommon mental operation. If the
new product does not sufficiently differ from the existing
knowledge as to be invention it is, technically, said to be "anticipated" by such knowledge. It is also said to lack novelty.
The expressions are practically synonymous; "anticipated" and
"lacking in novelty" are u·sed interchangeably .121 As has been
already said, the phrase "lacking in invention" is also synonymous with the others, bdng merely a different way of saying that a device has been anticipated and is lacking in novelty.
Some writers treat "invention" and "novelty" as distinct, but
it will be observed, that the same cases or type of cases are
used by them to show when invention is present, and when not,
as are used to illustrate the pr~sence or absence of novelty. A
production can not be an invention, ·when knowledge of all the
i:,rior art is conclusively. presumed to be possessed by the inventor, unless it does possess novelty. It is only when invention is used in the very broad sense of something actually new
to the producer himself that it can be dissociated from novelty.
For the sake of convenience it is often used in this sense, but
there is no need for further discussion of the determination of
the presence of patentable invention under this head. The context usually shows clearly with which meaning the word invention is employed.
We come now to a discussion of the extent to which knowltdge must exist to ~onstitute anticipation, and the degree of
proof of its existence which is necessary.
.
~SE. The one exception to the requirement that
a production must be new, to be a patentable invention, is in the
fact that me e use in a £ ·
at- .
entabilit of
12 1 But see the apparent distinction made in Crandall v. Richards, 8
Fed. 8o8.
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Prior Knowledge

If the applicant for a patent appears to have been ignorant

77

oi_suduise,' " and "."tHere fore to be more than a mere importer,

he is entitled to a patent despite the use. The statute of 1836

and those following authorize issue of a patent for an inven-

tion "not known,. jD3L_usedJ>y^^ country . . . and

not patentecLcaijiescxibedJ^^ this or

any foreign country." In the earlier statutes the words "in

this country," following "not known or used" were absent.

Under this phraseology it was held that use even in a foreign

country deprived an inventor of his right to a patent monopo-

ly. 129 But since the act of 1836 the Supreme Court has said

that a patent issued to one who believed himself the true and

first inventor is not avoided by evidence of mere prior use in a

foreign country. 130 In such case "the party who invents is not

strictly speaking the first and original inventor. The law as-

sumes that the improvement may have been known and used

before his discovery. Yet his patent is valid if he discovered

it by the efforts of his o\vn genius, and believed himself to be

the original inventor. The clause in question^ii^TTfies the
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words before used, and shows that by. knowledge and use the

legislature meant knowledge and use existing* in a manner ac-

cessT5Ie~to~the public. If the foreign invention had been printed

or patented, it was already given to the world and open to the

people of this country, as well as of others, upon reasonable

inquiry. They would therefore derive no advantage from the

invention here. It would confer no benefit upon the com-

munity, and the inventor therefore is not considered to be

entitled to the reward. But if the foreign discovery is not

patented nor described in any printed publication it might be

known and used in remote places for ages, and the people of

this country be unable to profit by it. The means of obtaining

knowledge would not be within their reach ; and, as far as their

interest is concerned, it would be the same thing as if the im-

provement had never been discovered. It is the inventor here

that brings it to them, and places it in their possession. And

as he does this by the effort of his own genius, the law regards

129 Whitney v. Emmet, Baldwin 303.

130 Gayler v. Wilder, 10 How. 476, 496.

If the applicant for a atent ~a to a
n ·0 orant
se, an , herefore to be more than a mere importer,
he is entitled to patent des ite the use.· The statute of . I 836
. and those fol owing authorize issue of a patent for an invention "n t know
by: ther in .this country . . . and
not pa en
cribed in
prin
ufi 1cation il_l this or
any oreign tounti:x." In the earlier statutes the words "in
this country," following "not known or used" were absent.
Under this phraseology it was held that use even in a foreign
country deprived an inventor of his right to a patent monopoly.129 But since the act of 1836 the Supreme Court has said
that a patent issued to one who beliey d him
e and
first inventor is not avoided by evidence of mere rior use in a
·gn emmtry. 130 In such case "the party who invents is not
strictly speaking the first and original inventor. The law assumes that the improvement may have been known and used
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'it by the efforts of his o
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vatented nor described in any printed publication it might be
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that brings it to them, and places it in their possession. And
as he does this by the effort of his own genius, the law regards
o
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129 W'hitney v. Emme.t, Baldwin
· 1so Gayler v. Wilder, 10 How.

303.

476, 496.

~
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him as the first and original inventor, and protects his patent,

although the improvement had in fact been invented before,

and used by others." 131

It is to be noted that these cases, even though they sustain

patents for devices already known abroad, do not conflict with

the rule that an importer is not entitled to a patent. They

merely hold that one wko has truly created something by his

own mental action, and therefore believes himself to be not

only a true inventor but also the first inventor, shall not lose

his right to a patent because the same thing was known but

not published in a foreign country. Proof that the alleged in-

ventor had acquired his own knowledge from abroad, and

therefore could not believe himself the inventor, but was merely

an importer, would undoubtedly deprive him of his right to a

patent. 132

The publication of knowledge, or the actual patenting of the

device, even in a foreign country will, as said in Gayler v.

Wilder, supra, be sufficient to deprive a device of patentability

here.
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But if the foreign patent was taken out by the same inventor

who is seeking a patent in this country the statute provides an

exception, in 4887. "No person otherwise entitled thereto

shall be debarred from receiving a patent for his invention or

discovery by reason of its having been first patented or caused

to be patented by the inventor or his legal representatives or

assigns in a foreign country, unless the application for said

foreign patent was filed more than twelve months prior to the

filing of the application in this country, in which case no patent

shall be granted in this country.

"An application for patent filed in this country by any per-

son who has previously regularly filed an application for a

patent for the same invention or discovery in a foreign coun-

131 O'Reilly v. Morse, 15 How. 62, no. Roemer v. Simon, 95 U. S. 214.

Comely v. Marckwald, 17 Fed. 83, Schillinger v. Greenway Brew'g Co.

17 Fed. 244; Worswick Mfg. Co. v. Steiger, 17 Fed. 250, Doyle v. Spauld-

ing, 19 Fed. 744. McFarland v. Spencer, 23 Fed. 150. Vacuum Engineer-

ing Co. v. Dunn. 209 Fed. 219.

132 Roemer v. Simon, 95 U. S. 214 and cases supra.

him as the first and original inventor, and protects his patent,
although the improvement had in fact been invented befo~e,
and used by others. " 131
It is to be noted that these ca·ses, even though they sustain
patents for devices already known abroad, do not conflict with
the rule that an importer is not entitled to a patent. They
merely hold that one wloio has truly created something by his
own mental action, and therefore believes himself to be not
only a t~ue inventor but also the first inventor, shall not lose
his right to a patent because the same thing was known but
not published in a foreign ·country. Proof that the alleged inyentor had acquired his own knowledge from abroad, and
therefore could not believe himself the inventor, but was merely
an importer, would undoubtedly deprive him of his right to a
patent. 132
The publication of knowledge, or the actual patenting of the
device, even in a foreign country will, as said in Gayler v.
Wilder, su.pra·, be sufficient to deprive a device of patentabllity'
here.
But if the ~oreign patent was taken· out by the same inventor
who is seeking a patent in this country the statute provides an
exception, in § 4887. "No person otherwise entitled thereto
shall be debarred from receiving a patent for his invention or
discovery by reason of its having been first patented or caused
to be patented by the inventor or his legal representatives or
assigns in a foreign country, unless the application for said
foreign patent was filed more than twelve months prior to the
filing of the application in this country, in which case no patent
shall be granted in this country.
'An application for patent filed in this country by any person who has previously regularly filed an application for a
patent for the same invention or discovery in a foreign coun131

O'Reilly v. Mor e, 15 How. 62, rm. Roemer v. Simon, 95 U. S. 214.
Cornely v. Marckwald, 17 Fed. 83, Schillinger v. Greenway Brew'g Co.
17 Fed. 244; Worswick Mfg. Co. v. Steiger, 17 Fed. 250, Doyle v. Spaulding, 19 Fed. 744. McFarland v. Spencer, 23 Fed. 150. Vacuum Engineering Co. v. Dunn. 209 Fed. 219.
1 3 2 Roemer v. Simon, 95 U. S. 214 an
cases supra.
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try which, by treaty, convention, or law, affords similar privi-

79

leges to citizens of the United States shall have the same force

and effect as the same application would have if filed in this

country on the date on which the application for patent for the

same invention or discovery was first filed in such foreign

country, provided the application in this country is filed within

twelve months from the earliest date on which any such for-

eign application was filed ; but no patent shall be granted upon

such application if the invention or discovery has been patented

or described in a printed publication in this or any foreign

country, or has been in public use or on sale in this country,

for more than two years prior to the date of filing in this

country."

EXTENT OF PRIOR KNOWLEDGE. 'Knowledge or use in this

country, or description in a printed publication anywhere, con-

stitute sufficient knowledge, by the very words of the statute,

to deprive a production of novelty. The prior knowledge

need not have been widespread to constitute anticipation ; it is

sufficient if it was general enough to be satisfactorily proved.
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In a case as early as 1817, this particular point came before the

court, 133 which said "The law never could intend, that the

greater or less use, in which it might be, or the more or less

widely the knowledge of its existence might circulate, should

constitute the criterion by which to decide upon the validity of

any subsequent patent for the same invention. I hold it, there-

fore, to be the true interpretation of this part of the Statute,

that any patent may be defeated by showing, that the thing

secured by the patent had been discovered and put in actual

use prior to the discovery of the patentee, however limited the

use or the knowledge of the prior discovery might have been."

The Supreme Court itself has said, 134 "Tl^g prior knowledge

and use by a single person is sufficient. The number is imma-

terial." In this particular case the prior knowledgeTappears to

have been held by at least five persons. While this dictum is

133 Bedford v. Hunt, i Mason 302.

134 Coffin v. Ogden, 18 Wall. 120. Twentieth Century Co. v. Loew Mfg.

Co., 243 Fed. 373, 378, "Prior knowledge and use by a single person would

have been sufficient to require denial of the patent."

try which, by treaty, convention, or law, affords similar 'privileges to citizens of the United States shall have the same force
and effect as the same application would have if filed in this;
country on the qate on which the application for patent for the
same invention or discovery was first filed in such foreign
country, provided the application in this country is filed within
twelve months from ·t he earliest date on which any such foreign application was filed; but no patent shall be granted upon
such application.if the invention or discovery has been patented
or described in a printed publication in this or any foreign
country, or has been in public use or on sale in this country,
for more than t~o years prior to the date of filing in this
country.''
EXTENT OF PRIOR KNOWLEDGE. 'Knowledge or use in this
country, or description in a printed publication anywhere, constitute sufficient knowledge, by the very words of the statute,
to deprive a production of novelty. The prior knowledge
need not have been widespread to constitute · anticipation; it is
sufficient if it was general enough to be satisfactorily proved .
In a case as early as 1817, this particular point came before the
court, 133. which said "The law never could intend, that the
greater or less use, in which it might be, or the more or less
widely the knowledge of its existence might circulate, should
constitute the criterion by which to decide upon the validity of
any s.ubsequent patent for the same invention. I hold it, therefore, to be the true interpretation of this part of the Statute,
that any patent may be defeated by showing, that the thing
secured by the patent had been discovered and put in actual
use prior to the discovery of the patentee, however limited the
us~ or the knowledge of the prior discovery might have been."
The Supreme Court itself has said, 134 "~ prior knowledge
cind us~ by a sin le erson is sufficient. The number 1s immaterial. ' In this particular case the "Pfior know~ to
have been held by at least five persons. While this dictum is
Bedford v. Hunt, l Mason 302.
Coffin v. Ogden, 18 Wall. 120. Twentieth Century Co. v. Loew Mfg.
Co., 243 Fed. 373, 378, "Prior knowledge and use by a single person would
have been sufficient to require denial of the patent."
133
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undoubtedly sound as a matter of law, it is obvious that the

actuality could seldom arise. If the knowledge were truly con-

8o

Patents and Inventions

fined to one person, it is clear that the proof of such knowledge

would, almost as a corollary, be confined to the same one per-

son. In view of the tendency of the courts to scrutinize most

carefully the evidence of alleged prior knowledge where, as

they say, the incentive to perjury is extreme, it is decidedly im-

probable that the testimony of one individual, that he, alone,

possessed knowledge of the device before the time of the dis-

puted invention, would be accepted as sufficient to show antici-

pation. But it is not impossible; as is clear from the case of

Bannerman v. Sanford. 135 In this case the prior knowledge

was actually embodied in a wooden model. Although this

model was known to but one individual and no use of the de-

vice had ever been made, the court held that it constituted an-

ticipation, and quoted as authority the dictum of Coffin v.

Ogden. 137

Some confusion as to this proposition, that the extent of the

prior knowledge is immaterial, is caused by the expression of
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courts which have failed to distinguish clearly between knowl-

edge and the proof of knowledge. As we have said,. the fact

that but one or two persons testify as to the existence of the

prior knowledge may well leave effective doubt as to its actu-

ality. If a court being unsatisfied, for some such reason, as

to its existence, puts its decision upon the ground merely of

"absence of prior knowledge," there may be confusion as to

whether the^courj: disbelieved the evidence, or believing it, did

not consider the knowledge proved to be sufficient. An excel-

lent illustration of this looseness of thought and expression is

found in the case of Lincoln Iron Works v. M'Whirter Co. 139

The statement is definitely made in this case that, "It is not

enough to defeat the patent that some one other than Gilmour

(the patentee) had conceived the invention before he did, or

had even perfected it, so long as it had not been in public use

or described in some patent or publication." This is in flat

135 QQ F e( J 294.

137 18 Wall. 120.

139 142 Fed. 967.

undoubtedly sound as a matter of law, it is obvious that the
actuality could seldom arise. If the knowledge were truly confined to one person, it is clear that the proof of such knowledge
would, almost as a corollary, be confined to. the same one person. In view of the tendency of the courts to scrutinize most
carefully the evidence of alleged prior knowledge where, as
they say, the incentive to perjury is extreme, it is decidedly improbable that the testimony of one individual, that he, alone,
possessed knowledge of the device before the time of the disputed invention, would be accepted as sufficient to show anticipation. But it is not impossible; as is dear from the case · of
Bannerman v. Sanford. 135 In this case the prior knowledge
was actually embodied in a wooden model. Although this
model was known to but one individual and no use of the device had ever been made, the court held that it constituted anticipation, and quoted as authority the dictum of Coffin v ..
Ogden. 137
Some confusion as to this proposition, that the extent of the
prior knowledge is immaterial, is caused by the expression of
courts which have failed to distinguish clearly between knowledge and the proof of knowledge. As we have said, .the fact
that but one or two persons testify as to the existence of the
prior knowledge may well leave effective doubt as to its actuality. If a court being unsatisfied, for some such reason, as
to its existence, puts its decision upon the ground merely of
('absence of prior knowledge," there may be confusion as to
whether _!_h~ disbelieved the evidence, or believing it, did
not consider the knowledge proved to be sufficient. An excellent illustration of this looseness of thought and expression is
found in the case of Lincoln Iron Works v. M'Whirter Co. 139
The statement is definitely made in this case that "It is not
enough to defeat the patent that some one other than Gilmour
(the patentee) had conceived the invention before he did, or
had even perfected it, so long as it had not been in public use
or described in some patent or publication." This is in flat
99 Fed. 294.
Wall. 120.
is9 142 Fed. ¢7.
ta5
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conflict with the cases just referred to and contrary to the

Prior Knowledge

81

statute itself. But on examination of the particular case, it

appears clearly that the matter of prior knowledge, as antici-

pation, was not involved in the statement quoted at all. The

question was whether the patentee, Gilmour, had obtained the

idea of the device which he patented from one Brown, to whom

it was claimed the credit for the invention really belonged, and

the court held that Gilmour had not obtained from Brown any-

thing new or patentable. The court then did adjudge -the

patent void, in view of prior knowledge, for lack of novelty.

This case stands as illustration also of the futility and positive

harm of relying for the law upon statements excerpted from

cases, instead of upon the facts and actual holdings thereof.

PROOF OF PRIOR KNOWLEDGE. But .althoughjthe prior knowl-

edge need not have been general, its actual existence must be

coacTusivety "proved This proof takes what may be consid-

ered as two distinct forms, which however are incapable of

exact differentiation. There must first be proved the existence

of some knowledge' as alleged; and then it must be demon-
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strated to the satisfaction of the court that this knowledge, as

proved to have existed, is in truth enough like the subsequent

alleged invention to constitute an anticipation of it. When the

alleged prior knowledge exists in some tangible or substantial

form, as in published works, or well known machines or pro-

cesses, the first proof is comparatively simple; the real issue

arises out of the attempt to identify this earlier knowledge with

that of the patent in suit. On the other hand, if the prior

knowledge is not embodied in any visible form, but rests only

in the memory of witnesses, there is a decided issue of fact,

arising from the necessity of proving the actual existence of

this alleged knowledge, before the issue of similarity can arise

at all. This is equally true where the alleged prior knowledge

is embodied in substantial form, in drawings, or in written de-

scription but the authentic date of these embodiments is dis-

putable. In such case the same issue of existence of the al-

leged knowledge arises before that of identity can be con-

sidered. There are so many correlations, however, between

conflict with the cases just referred to and contrary to the
statute itself. But on examination of the particular case, it
appears dearly that the matter of prior knowledge, as anticipation, was not involved in the statement quoted at all. The
question was whether the patentee, Gilmour, had obtained the
idea of the device which he patented from one Brown, to whom
it was claimed·the credit for the invention really belonged, and
the court held that Gilmour had not obtained from Brown anything new or patentable. The court then did adjudge ,the
patent void, in view of prior knowledge, for lack of novelty.
This case stands as illustration also of the futility and positive
harm of relying for the law upon statemen~s excerpted from
cases, instead of upon the facts and actual holdings thereof.
PROOF OF PRIOR KNOWLEDGE. Bu
h the rior knowl· t nee must be
edge need not have been eneral, its actua
co c us1ve
roved. This proof takes what may be considered as two distinct forms, whi~h however are incapable of
exact differentiation. There must first be proved the existence
of some knowledge· as alleged; and then it must be demonstrated to the satisfaction of the court that this knowledge, as
proved to have existed, is in truth enough like the subsequent
alleged invention to constitute an anticipation of it. When the
alleged prior know ledge exists in some tangible or substantial
form, as in published works, or well known machines or processes, the first proof is comparatively simple; the real issue
arises out of the attempt to identify this earlier k_nowledge with
that of the patent in suit. On the other hand, if the prior
knowledge is not embodied in any visible form, but rests only
in the memory of witnesses, there is a decided issue of fact,
arising from the necessity of proving the actual existence of
this alleged knowledge, before the issue of similarity can· arise
at all. This is equally true where the alleged prior knowledge
is embodied in substantial form, in drawings, or in written description ·but the authentic date of these embodiments is disputable. In such case the s~me issue of existence of the alleged knowledge arises before that of identity can be considered. There are so many correlations, however, between
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the existence and the identity of knowledge, that the issues and
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the proof can not well be separately treated. The whole mat-

ter must be considered as one issue, namely, that of the c.v'st-

ence of identical knowledge.

The uncertainty of oral testimony is commented on by the

Supreme Court, forcefully, in saying, 14i "We have now to deal

with certain unpatented devices, claimed to be complete antici-

pations of this patent, the existence and use of which are

proven only by oral testimony. In view of the unsatisfactory

character of such testimony, arising from the forgetfulness of

witnesses, their liability to mistakes, their proneness to recol-

lect things as the party calling them would have them recol-

lect them, aside from the temptation to actual perjury, courts

have not only imposed upon defendants the burden of proving

such devices, but have required that the proof shall be clear,

satisfactory and beyond a reasonable doubt. Witnesses whose

memories are prodded by the eagerness of interested parties

to elicit testimony favorable to themselves are not usually to

be depended upon for accurate information. The very fact,
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which courts as well as the public have not failed to recognize,

that almost every important patent, from the cotton gin of

Whitney to the one under consideration, has been attacked by

the testimony of witnesses who imagined they had made simi-

lar discoveries long before the patentee had claimed to have

invented 1 his device, has tended to throw a certain amount of

discredit upon all that class of evidence, and to demand that it

be subjected to the closest scrutiny. Indeed, the frequency

with which testimony is tortured, or fabricated outright, to

build up the defence of a prior use of the thing patented, goes

far to justify the popular impression that the inventor may be

treated as the lawful prey of the infringer." 143

ThePaten$_as__ Evidence.

tojjjpre sumption that the device covered thereby_is

novel. ~

1*2 The Barbed Wire Patent, 143 U. S. 275, 284.

143 Mere testimony of a single witness as to the prior existence of a

device held too uncertain to show anticipation. Peters v. Union Biscuit

Co., 120 Fed. 679.

the exi tence and the identity of know ledge, that the is ue and
the proof can not well be separately treated. The whole matter mu t be considered a one is ue, namely, that of the ex." stence of identical knowledge.
The uncertainty of oral testimony is commented on by the
Supreme Court, forcefully, in sayino-, 142 "We have now to deal
with certain unpatented device , claimed to be complete anticipations of this patent the existence and use of which are
proven only by oral testimony. In view of the unsatisfactory
character of such testimony, arising from the forgetfulnes of
witnesses, their liability to mistakes, their proneness to recollect things as the party calling them would have tliem iecollect them, aside from the temptation to actual perjury, court
have not only imposed upon defendants the burden of proving
such devices, but have required that the proof shall be clear,
satisfactory and beyond a reasonable doubt. Witnesses whose
memories are prodded· by the eagerness of intere?ted partie
to elicit testimony favorable to themselves are not usually to
be. depended upon for accurate information. The very fact,
which courts as well as the public have not failed to .recognize,
that almost every important patent, from the cotton gin of
Whitney to the one under consideration, has been attacked by
the testimony of witnesses who imagined .they had made similar discoveries long before the patentee had claimed to have
invented· his device, has tended to throw a certain amount of
discredit upon all that class of evidence, and to demand that it
be subjected t.o the closest scrutiny. Indeed, the frequency
\Vith which testimony is tortured, or fabricated outright, to
build up the defence of a prior use of the thing patented, goes
far to justify the popular .impre ion that the inventor may be
treated as the lawful prey of the infringer." 143
The Patent as Evidence. The i suin
1f
gives nse to a resum tion that the device covere
novel.

-----

The Barbed Wire Patent, 143 U. ~· 275, 2 4.
Mere testimony of a ingle witnes as to the prior exi tence of a
device held too uncertain to how anticipation. Peters v. Union Biscuit_
Co., 120 Fed. 679.
142

143
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The burden of proving the invalidity of a patent is thus

thrown upon the par-ty asse-Ftog it. "The burden. of proof

rests upori-liim^ and every reasonable doubtjshould be resolved

agatnst'him." 140 u Evidence^T~Hour5tTurprobative~Tbrce will

riot overthrow the presumption of novelty and originality

arising from the grant of letters patent for an invention. It

has been frequently held that the defense of want of novelty or

originality must be made out by proof so clear and satisfac-

tory as to remove all reasonable doubt." 141 In the case quoted

from, to overthrow the presumption that the patentee, Bell,

was the first inventor, the other party introduced the testi-

mony of nearly 200 witnesses to prove the priority of a device

quite sufficiently identical with the patented one to deprive it

of novelty. Despite this overwhelming abundance of corrobo-

rative testimony, the court upheld the patent, questioning the

validity of the testimony very largely on the ground that if

such prior device had actually existed it would have been put

into use or, at least, patented.

SIMILARITY OF THE PRIOR KNOWLEDGE AS PROVED. When,
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however, the existence of the prior knowledge has been pfovecTT

theTJsue'then rJecDines nut unt of evidence and credibilit, but

one o^f mere conclusion as tojts^similarity with the patented

rl^yirp .. This may be treated by {He "courts asTa quesHofrrrf

fact, to be proved by expert testimony, or as a mere conclusion

to be reached in some intuitive or logical way.

But in either aspect, it is not a matter to be determined by

rules of law, and could not be. Precedents may influence to

a certain extent, as in other findings on the matter of inven-

The burden of proving the invalidity of a patent is thus
thrown upoll.-the- t3iuty ;;i sseTting it. "The-bnrc.lea of proof
rests upon him, and every reasonable doubt should be resolved
~him.''H 0 "Evidence of doubtfu!probative-torce will
not overthrow the presumption of novelty and originality
arising from the grant of letters patent for an invention. It
bas been frequently held that the defense of want of novelty or
uriginality must be made out by proof so clear and satisfactory as to remove all reasonable doubt." 141 In the case quoted
from, to overthrow the presumption that the patentee, Bell,
was the first inventor, the other party introduced the testimony of nearly 200 witnesses to prove the priority of a device
quite sufficiently identical with the patented one to deprive it
of no~elty. Despite this overwhelming abundance of corroborative testimony, the court upheld the patent, questioning the
validity of the testimony very largely on the ground that if
such prior device had actually existed it would have been put
into use or, at least, patented.

tion, but each case must, in the very nature of the subject, be

determined solely on its own peculiar circumstances. The

expression of individual findings as rules of law is not un-

common in the reports, but it is wholly inaccurate, misleading,

140 Coffin v. Ogden, 18 Wall. 120, 124. Parks v. Booth, 102 U. S. 96,

Condit v. Brush, 132 U. S. 39, Am. Caramel Co. v. Mills & Bro., 149

Fed. 743-

141 Am. Bell Telephone Co. v. People's Telephone Co., 22 Fed. 309, 313,

citing authority. Underwood Typewriter Co. v. Elliott-Fisher Co., 165

Fed. 927.

SIMILARITY OF THE PRIOR KNOWLEDGE AS PROVED.

~en,

however, the existence of the prior knowledge has been pto~
the issue thenoenJmes not-on~f-e~tH:o aR<l eFe6i6ility, 6'dt
c.,ne of mere conclusion as to its similarity with the patented
d,.evice_ This may be treated by the courts as a quesbon oi
fact, to be proved by expert testimony, or as a mere conclusion
to be reached in some intuitive or logical way.
But in either aspect, it is not a matter to be determined by
rules of law, and could not be. Precedents may influence to
B. certain extent, as in other findings on the matter of invention, but each case must, in the very nature of the subject, be
determined solely on its own peculiar circumstances. The
expression of individual findings as rules of law is not uncommon in the reports, but it is wholly inaccurate, misleading,

°Coffin

14

v. Ogden, 18 Wall. 120, 124. Parks v. Booth, 102 U. S. 96,
Condit v. Brush, 132 U. S. 39, Am. Caramel Co. v. Mills & Bro., 149
Fed. 743.
141
Am. Bell Telephone Co. v. People's Telephone Co., 22 Fed. 309, 313,
citing authority. Underwood Typewriter Co. v. Elliott-Fisher Co., 165
Fed. 927.
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and a source of much confusion when other courts come to a
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different conclusion upon similar superficial facts.

Use. JThe fact of use of a prior device has great influence

upon the decision in each of these questions. As is obvious

from the cases just referred to, actual use or absence of use,

may be a determinant factor in the credibility to be given to

evidence of the existence of the alleged prior knowledge. 14 *

So, also, as will be seen, it plays a very great part in determin-

ing the identity of the prior knowledge with that of the patent.

The proposition is that an already existing idea of means

which was never in fact put into use, was probably not essen-

tially identical with the later one which was actually put into

use. "In determining a question of this character (anticipa-

tion) it is a pertinent and reasonable inquiry, if it be true that

the disclosure of an earlier patent was substantially that of

144 Deering v. Winona Harvester Works, 155 U. S. 286, 301, "Granting

the witnesses to be of the highest character, and never so conscientious

in their desire to tell only the truth, the possibility of their being mistaken

as to the exact device used, which, though bearing a general resemblance
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to the one patented, may differ from it in the very particular which makes

it patentable, are such as to render oral testimony peculiarly untrust-

worthy; particularly so if the testimony be taken after the lapse of years

from the time the alleged anticipating device was used. If there be add-

ed to this a personal bias, or an incentive to color the testimony in the

interest of the party calling the witness, to say nothing of downright

and a source of much confusion when other court come to a
c.liff erent conclusion upon similar superficial -facts.
Use . . The fact of use of a prior device has great influence
upon t e decision in each of these questions. As is obvious
from the cases just ref erred to, actual use or absence of use,
may be a determinant factor in the credibility to be given to
evidence .of the existence of the alleged prior knowledge. 144
So, also, as will be seen, it plays a very great part in determining the identity of the prior knowledge with that of the patent.
The proposition is that an already existing idea of means
which was never in fact put into use, was probably not essentially identical with the later one which was actually put into
use. "In determining a question of this character ( anticipation) it is a pertinent and reasonable inquiry, if it be true that
the disclosure of an earlier patent was substantially that of

perjury, its value is, of course, still more seriously impaired. If, as he

says, in 1878, he tried a rigid extension and found it unserviceable, and

subsequently, in the same season, he invented a pivoted extension, and it

worked well, it is improbable that he would have cast it aside altogether

at the end of the season, and taken up again the theory of a rigid ex-

tension, and applied it not only to his own, but to a number of other

machines. His excuse that the binder was incapable of doing satisfactory

work during the season of 1879, by reason of the shortness of the grain

that season, is evidence that it was inoperative. If it had been a success,

he would hardly have thrown it aside permanently. Doubtless he did use

a rigid extension of some sort; but if he ever used a pivoted device at all

of which we have considerable doubt his efforts in that direction must

be relegated to the class of unsuccessful and abandoned experiments,

which, as we have repeatedly held, do not affect the validity of a subse-

quent patent." Gamewell Fire Alarm Telegraph Co. v. Municipal Signal

Co., 6 1 Fed. 948.

14 4 Deering v. Winona Harvester Works, 155 U. S. 286, 301, "Granting
the witnesses to be of the highest character, and never so conscientious
in their desire to tell only the truth, the possibility of their being mistaken
as to the exact device used, which, though bearing a general resemblance
to the one patented, may differ from it in the very particular which makes
it patentable, are such as to render oral testimony peculiarly untrustworthy; particularly so if the testimony be taken after the lapse of years
from the time the allege.a anticipating device was used. If there be add. cd to this a personal bias, or an incentive to color the testimony in the
interest of the party calling the witness, to say nothing of downright
perjury, its value is, of course, still more seriously impaired. If, as he
says, in 1878, he tried a rigid extension and found it unserviceable, and
subsequently, in the same season, he invented a pivoted extension, and it
worked well, it is improbable that he would have cast it aside altogether
at the end of the season, and taken up again the theory of a rigid extension, and applied it not only to his own, but to a number of other
machines. Hi excuse that the binder was incapable of doing satisfactory
work during the eason of 1879, by reason of the hortnes of the grain
that season, is evidence that it was inoperative. If it had been a success,
he would hardly have thrown it aside permanently. Doubtless he did use
a rigid exten ion of some sort; but if he ever used a pivoted device at all
--of which we have considerable doubt-his efforts in that direction must
be relegated to the class of unsuccessful and abandoned experiment~,
which, as we have repeatedly held, do not affect the validity of a subsequent patent." Gamewell Fire Alarm Telegraph Co. v. Municipal Signal
Co., 61 Fed. 948.
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Jones, why during a period of many years was it not practically

85

applied to the same use?" 145

The statute does not provide that the prior knowledge shall

have been put into actual use to constitute anticipation. It is

sufficient to deprive an alleged invention of patentability if it

weie used or known before. In many instances, there is prac-

tical reason why use should be required before a finding of

anticipation will be reached. Actual use often is necessary,

as has been said, to show that the prior knowledge was identi-

cal with the alleged invention; but, except as regards proof, if

the identity of the knowledge is otherwise clear, the prior

knowledge need not have been placed in use. 146

Even in cases where actual use has been held requisite to

show the real similarity of the prior device to the usable one in

question, only enough use to demonstrate this has been de-

manded. Thus in Brush v. Condit 147 only one embodiment of

the earlier known device had ever been made. It had been used

a very short time only, and then discarded. Nevertheless the

court said, "With a strong disinclination to permit the re-
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mains of old experiments to destroy the pecuniary value of a

145 Carnegie Steel Co. v. Cambria Iron Co., 89 Fed. 721, 738.

146 Sayles v. Chi. & N. W. R. R. Co., 4 Fisher Pat. Cases. Hoe v. Miehle

Printing Press Co, 141 Fed. 112. It must, however, be noted that in at least

one case, very positive prior knowledge was held not to constitute anticipa-

tion because it had never gone into practical use. This was so held even

though the identity of knowledge was undisputed. Carnegie Steel Co.

v. Cambria Iron Co., 89 Fed. 721. The case involved a patent for the

process of mixing molten iron so as to produce uniformity by emptying

the contents of several converters into a central basin, from which the

combined contents were drawn off as desired. This was held not antici-

pated by an earlier publication in which it was said, "Uniform results

. . . can hardly be expected unless a number of blast furnace charges are

mixed. This would seem to be the theoretical solution of the problem."

Gayler v. Wilder 10 How. 476, 409, "The case was thus made to turn

not on the priority of invention only, but upon that and the fact of its

having been tested by experiments. This introduces a new principle into

the patent law. The right under the law depends upon the time of the

invention. An experimental test may show the value of the thing invented,

but it is no part of the invention." Stitt v. Eastern R. R. Co., 22 Fed.

649; Crown Cork & Seal Co. v. Aluminum Stopper Co., 108 Fed. 845.

i 132 U. S. 39-

Jones, why during a period of many years was it not practically
applied to the same use ?" 145
The statute does not provide · that the prior knowledge shall
have been put into actual use to constitute anticipation. It is
sufficient to deprive an alleged invention of patentability if it
wet e used or known before. In many instances, there is practical reason why use should be required before a finding of
anticipation will be reached. Actual use of ten is necessary,
as has been said, to show that the prior knowledge was identical with the alleged invention; but, except as regards proof, if
the identity of the knowledge is otherwise clear, the prior
knowledge need not have been placed in use. 146
Even in cases where actual use has been held requisite to
show the real similarity of the prior device to the usable one in
question, only enough use to demonstrate this has been demanded. Thus in Brush v. Condit147 only one embodiment of
the earlier known device had ever been made. It had been used
a very short time only, and then discarded. Nevertheless the
court said, "With a strong disinclination to permit the remains of old experiments to destroy the pecuniary value of a
Carnegie Steel Co. v. Cambria .Iron Co., 89 Fed. 721, 738.
Sayles v. Chi. & N. W. R. R. Co., 4 Fisher Pat. Cases. Hoe v. Miehle
Printing Press Co, 141 Fed. 112. It must, however, be noted that in at least
one case, very positive prior knowledge was held not to constitute anticipa- ·
tion because it had never gone into practical use. This was so held even
though the identity of knowledge was undisputed. Carnegie Steel Co.
v. Cambria Iron Co., 89 Fed. 721. The case involved a patent for the
process of mixing molten iron so as to produce uniformity by emptying
the contents of several converters into a central basin, from which the
co{llbined contents were drawn off as desired. This was held not anticipated by an earlier publication in which it was said, "Uniform results
... c~n hardly be expected unless a number of blast furnace charges are
mixed: This would seem to be the theoretical solution of the problem."
Gayler v. Wilder IO How. 476, 409, "The case was thus made to turn
not on the priority of invention only, but upon that and the fact of its
having been tested by experiments. This introduce~ a new principle into
the patent law. The right under the law depends upon the time of the
invention. An experimental test may show the value of the thing invented,
but it is no part of the invention." Stitt v. Eastern R. R. Co., 22 Fed.
649; Crown Cork & Seal Co. v. Aluminum Stopper Co.; 108 Ftd. 845.
14 5
146

147 132

u. s.
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patent for a useful and successful invention, and remembering

that the defendants must assume a weighty burden of proof,

(' (

u :J

P a.f e11 ts a11 d l m en ; i0 11s

I am of the opinion that the patentee's invention is clearly

proved to have been anticipated by that of Hayes." 1

Abandoned Experiments. Whether or not abandoned ex-

periments are sufficient to anticipate a later production, is a

question of evidence rather than of substantive law. It is

occasionally said that "abandoned experiments do not antici-

pate," as though it were" a matter of law that they could not. 149

This, however, is not correct. Abandoned experiments not

only can anticipate, theoretically, but have been held to do

so. 150 The abandonment of j^xp^rinjentg p^y result not from

the inutility and unsuccessf ulness of the device as developed,

but from wliolry' extraneous causes, such as lackjof capital to

buikLjriachinery. If the essential identity of the prior device,

concerning which the experiments were being made, with the

particular device in issue is clear, no further showing is neces-

sary. 151

But if the alleged anticipated device was different in formal

Generated for facpubupdates (University of Michigan) on 2014-06-13 19:34 GMT / http://hdl.handle.net/2027/uc2.ark:/13960/t3cz3366n
Public Domain in the United States / http://www.hathitrust.org/access_use#pd-us

structure from the later one, the difficulty of proving that it

was essentially identical with the later one is extreme. It is

perfectly obvious that a device which will not work is not the

same in form or construction as a device which will work.

If the prior device has been actually built, so that its formal

characteristics are clearly demonstrated, the question of an-

ticipation becomes merely the usual issue, already discussed,

of whether the change which made the latter device successful

required invention or was merely mechanical.

If the earlier device has not been formally embodied, there

is then a complication arising from the difficulty of determin-

ing exactly what the "experimental" device was, or purported

to be, either in form or essence. With this in view, there are

two possibilities in respect to an alleged anticipated device

148 Hall v. McNeale, 107 U. S. QO; Bedford v. Hunt, i Mason 301.

149 The Corn Planter Pat. 23 Wall. 181, 211. Deering v. Winona Har-

vester Works, 155 U. S. 286, 302.

150 Crown Cork & Seal Co. v. Aluminum Stopper Co., 108 Fed. 845.

15 1 Sayles v. Chi. & N. W. R. R. Co., 4 Fish. 584.

patent for a u ef ul and success£ ul invention, and remembering
that the def end ants must a surne a ~eighty burden of proof,
I am of the opinion that the patentee' in ention is clearly
proved to have been anticipated by that of Hayes. ' 14
ba.nd oned Exf)'eriments. Whether or not abandoned experiments are sufficient to anticipate a later production, is a
question of evidenc,e rather than of sub tantive la\ . It is
occasionally said that "abandon
r en
o- t anticipate," as though it were a atter of law that they could not. 149
This, however, is not correct. Abandoned experiments not
only can anticipate, theoretically but have been held t o do
· ent
not from
so. 1 5 0 The abandonment of ex
the inutility and unsucc f N-1-ne o t:h
ie as developed,
but from v 11 extraneous cause , such as lack of capital to
tuil machinery. If the essential identity of the prior device,
concerning which the experiments were being made, with the
particular device in issue is clear, n0 further showing is necessary .1 5 1
But if the alleged anticipated device was different in formal
structure from the later one the difficulty of proving that it
was essentially identica.l with the later one is extreme. It is
perfectly obvious that a device which will not work is not the
same in form or construction as a device which will work.
If the prior device has been act~ally built, so that its formal
characteristics are clearly demonstrated, the question of anticipation becomes merely the usual issue, already discussed,
of whether the change which made the latter device successful
required invention or was merely mechanical.
If the earlier device has not been formally embodied, there
is then a complication arising from the difficulty of determin~
ing exactly what the "experimental" device was or purported
to be, either in form or essence. With thi in view, there are
two pos ibilities in re pect to an alleged anticipated device

------

Hall v. McN eale, 107 U. S. 90; Bedford v. Hunt, I Mason 30I.
The Corn Planter Pat. 23 Wall. 181, 2n. Deering v. VVinon~ Harvester Works, 155 U. S. 286, 302.
l 50 Crown Cork & Seal Co. v. Aluminum Stopper Co.i 108 Fed. 845.
1 51 Sayles v. Chi. & N . W . R. R. Co., 4 Fish. 584.
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which has never been put into practical use. It may have been

completed on paper, so that a device made according to the

plans and description would \vork, but no device may have

ever been made according to those plans. Or it may never

have been completely developed, either substantially or on

paper, to the extent that it would quite work.

In the former case, it certainly amounts to a prior descrip-

tion of the later device, and the only possible question is

whether this alleged description was in reality so clear that

an expert would, in following it, produce the later device. In

the latter case, the fact that it did not work, and could not be

made to w^ork, so far as the experimenter had proceeded, is

generally treated as rather conclusive evidence that the knowl-

edge represented by it was not sufficiently like the knowledge

represented by a workable device to constitute anticipation.

It is obvious, that the mere fact of prior knowledge not

having been put to actual use, can not be absolutely relied on

as negative invention. If the prior knowledge is clearly quite

identical with the patented device, as for instance if it \vere
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shown in a published statement word for word and completely

descriptive of the device, the anticipation could not logically

be avoided by the fact that the utility of the device had not

been generally recognized or that it had never been constructed.

Even if the prior knowledge were only substantially similar to

the patented device, the failure to use it might be due not to

essential and inventive difference from the later device, but

w r holly to extraneous circumstances. 152

DrawingSj_mpdels f etc. Where the prior knowledge exists

in the form. of a published description, or in the specification of

152 Crown Cork & Seal Co. v. Aluminum Stopper Co., 108 Fed. 845.

Crandall v. Richardson, 8 Fed. 808. "In a defence of prior use it is

often a controlling circumstance, where there is doubt in the proof, that,

considering the success of the later device, if it had been made previously

it would have attracted the attention of the trade and immediately have

gone into use ; but it often happens that from various fortuitous circum-

stances a complete "invention, in a branch of business where much depends

on energy and facilities and capital, fails to attract that attention which,

under different and better auspices, it receives when independently pro-

duced at a later day."

which has never been put into practical use. It may have been
completed on paper, so that a device made according to the
plans and description would work, but no device may have
e\ er been made according to those plans. Or it may neveihave been completely developed, either substantially or on
paper, to the extent that it would quite work.
In the former case, it certainly amounts to a prior description of the later device, and the only possible question i
whether this alleged description was in reality so clear that
an expert ~ ould, in following it, produce the later device. In
the latter case, the fact that it did not work, and could not be
made to work, so far as the experimenter had proceeded, is
generally treated as rather conclusive evidence that the knowltdge represented by it was not sufficiently like the knowledge
represented by a workable device to constitute anticipation.
It is obvious, that the mere fact of prior knowledge not
having been put to actual use, can not be absolutely relied on
as negative invention. If the prior knowledge is clearly quite
identical with the patented device, as for instance if it were
shown in a published statement word for word and completely
descriptive of the device, the anticipation could not logically
be avoided by the fa;ct that the utility of the device had not
Leen generally recognized or that it had never been constructed.
Even if the prior knowledge were only substantially similar to
the patented device, the failure to use it · might be due not to
e sential and inventive difference from the later device, but
wholly to extraneous circumstances. 152
Drawin s models, etc. Where the prior knowledge exists
in the form .of a published description, or in the specification of
Crown Cork & Seal Co. v. Aluminum Stopper Co., 108 Fed. 845.
Crandall v. Richard on, 8 Fed. 8o8. "In a defence of prior use it is
often a controlling circumstance, where there is doubt in the proof, that,
considering the success of the later device, if it had been made previously
it would have attracted the attention of the trade and immediately have
gone into use; but it often happens that from various fortuitous circumstances a complete ·invention, in a branch of business \vhere much depends
on energy and facilitie and capital, fails to attract that attention which,
under different and better au pice , it receive when independent~y produced at a later day."
1 52
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anticipation is, in the first inquiry, one of evidence only. Is

prior knowledge surely proved? Does the publication, the

patent, or the model clearly show the same device as the one

in question? If it does, the device in question is anticipated.

One text writer has taken a different position. 153 He says,

"Novelty of a machine or manufacture, is not negatived by any

prtQr unpublished drawings, no matter how completely they

may exhibit the patented invention, nor by any prior model, no

matter how fully it may coincide with the thing covered by the

gatent. The reason of this rule is not stated with fullness in

either of the cases which support it, but that reason is deducible

from the statute and from the nature of drawings and of

models. The statute provides, relevant to the newness of pat-

entable machines and manufactures that they shall not have

been previously known or used by others in this country. Now,

it is clear that to use a model or a drawing is not to use the

machine or manufacture which it represents ; and it is equally

2~

patent, or in the existence of a mere model, the question of
anticipation is, in the first inquiry, one of evidence only. Is
prior knowledge surely proved? Does the publication, the
patent, or the model clearly show the same device as the one
in question? If it does, the device in question is anticipated.
One text writer has taken a different position. 153 He says,
Novel: of a rnachine or manufa<:ture, is not negatived by any
pr· r unpublished drawings, no matter ho completely they
may~xhibit t e atented invention, nor by any prior model, no
matter how full i may coincide with the thing covere4 by the
at
The reason of this rule is not stated with fullness in
either of the cases which support it, but that reason is deducible
from the statute and from the nature of drawings and of
models. The statute provides, relevant to ~he newness of patentable machines and manufactures that they shall not have
been previously known or used by others in this country. Now,
it is clear that to use a model or a drawing is not to use the
machine or manufacture which it represents; and-it is equally
obvious that to know a drawing or a model is not the same
thing as knowing the article which that drawing or model
more or less imperfectly pictures to the eye. It follows that
neither of those things can negative the newness required by
the statute. Nor is the statutory provision on this point lacking i~ good reasons to support it. Private drawings may be
mislaid or hidden, so as to preclude all probability of the public ever deriving any benefit therefrom; and even if they are
seen by several or by many, they are apt to be understood by
few or by none. Models also are liable to be secluded from
view and to suffer change and thus to fail of propagation.
Moreover, if a patent could be defeated by producing a model
or a drawing to correspond therewith, and by testifying that
it was made at some sufficiently remote point of time in the
past, a strong temptation would be offered to perjury. Several considerations of public policy and of private right combine, therefore, to justify the rule ·o f this section."
This seems to be supported in part at least, by the. case of
1

obvious that to know a drawing or a model is not the same
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thing as knowing the article which that drawing or model

more or less imperfectly pictures to the eye. It follows that

neither of those things can negative the newness required by

the statute. Nor is the statutory provision on this point lack-

ing in good reasons to support it. Private drawings may be

mislaid or hidden, so as to preclude all probability of the pub-

lic ever deriving any benefit therefrom; and even if they are

seen by several or by many, they are apt to be understood by

few or by none. Models also are liable to be secluded from

view and to suffer change and thus to fail of propagation.

Moreover, if a patent could be defeated by producing a model

or a drawing to correspond therewith, and by testifying that

it was made at some sufficiently remote point of time in the

past, a strong temptation would be offered to perjury. Sev-

eral considerations of public policy and of private right com-

bine, therefore, to justify the rule of this section."

This seems to be supported, in part, at least, by the case of

153 Walker, Patents.

•

isa Walker, Patents.

Prior Knowledge
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American Writing Machine Co. vs. Wagner Typewriter Co. 154

in which the court said "It is clear, as pointed out by Mr.

Walker, that knowledge of a model or a machine is not knowl-

edge of the machine itself any more than knowledge of a model

of Brooklyn Bridge is knowledge of that structure. But we

think the rule should be restricted to a model pure and simple

as the word is understood in common parlance, viz. : a pat-

tern, a copy, a representation usually upon a reduced scale.

The word "model" should not be construed to mean the identi-

cal device which is covered by the patent. If this were other-

wise a defendant who produces the exact structure of the

claims and proves that it was known prior to the date of the

alleged invention is completely answered if the complainant

can show -that the anticipating structure was filed as a model."

There are like expressions to be found in other cases. But on

examination it is clear that the true rule is one of evidence

simply. It is perfectly obvious that Mr. Walker has fallen in-

to the common error of confusing the embodiment of the in-

vention with the invention itself, and therefore he forgets that
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an invention might be known, or even used, even though it

had never been tangibly embodied. In the particular case just

referred to the court admits this, although it does lay down

the rule of law quoted, in saying further, "In the case of a

complicated machine a small model incapable of actual use may

be filed for the purpose of explaining and illustrating the draw-

ing ; that such a model alone would not anticipate is, of course,

perfectly clear. On the other hand, it frequently happens that

the applicant files as his* model not a pattern or representation

of the thing invented by him but the thing itself. Take, for

illustration, an application for a patent for a horseshoe nail

where one of the nails made by the inventor is filed as a model,

can it be that a subsequent applicant can hold a patent for that

nail or any feature thereof after proof of its prior existence

and the knowledge thereof by the public."

If one only keeps clearly in mind what Mr. Walker evidently

forgot and the court in the Typewriter case saw but vaguely,

154 151 Fed. 576.

American Writing Machine Co. v ."Wagner Typewriter Co. 154
in which the court said ,.' It is clear, as pointed out by Mr.
Walker, that knowledge of a model or a machine is not knowledge of the machine itself any more than knowledge of a model
of Brooklyn Bridge is knowledge of that structure. But we
think the rule should be restricted to a model pure and simple
a the word is understood in common parlance, viz. : a pattern, a copy, a representation usually upon a reduced scale.
The word 'model should not be construed to mean the identical device which is covered by the patent. If this were otherwise a defendant who produces the exact structure of the
claims and proves that it was known prior to the date of the
alleged invention is completely answered if the complainant
can how .that the anticipating structure was filed as a -model."
There are like exp res ions to be found in other cases. But on
examination it is clear that the true rule is one of evidence
simply. It is perfectly obvious that Mr. Walker has fallen into the common error of confusing the em.bodiment of the invention with the invention itself, and therefore he for gets that
a.n invention might be known, or even used, even though it
had never been tangibly embodied. In the particular case just
referred to the court admits this, although it does lay down
the rule of law quoted, in saying further, "In the case of a
complicated machine a small model incapable of actual use may
be filed for the purpose of explaining and illustrating the drawing; that such a model alpne would not antitipate is, of course,
perfectly clear. On the other hand, it frequently happens that
the applicant files as his model not a pattern or reprnsentation
of the thing invented by him but the thing itself. Take, for
illustration, an application for a paten.t for a horseshoe nail
where one of the nails made by the inventor is filed as a model,
can it be that a subsequent applicant can hold a patent for that
nail or any feature thereof after proof of its prior existence
and the know ledge thereof by the public."
·
If one only keeps clearly in mind what Mr. Walker evidently
forgot and the court in the Typewriter case saw but vaguely,
154 151

Fed. 576.
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namely, that an invention is a concept, not a tangible thing,

90
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then to know a drawing or a model is to know the invention

which they represent. Mr. Walker's reasons why the existence

of the drawing or model should be carefully scrutinized are

sound. But to seriously contend that the concept which con-

stitutes the invention could not be revealed to the public by a

full and clear written description of it, or by its embodiment

in miniature, would be ridiculous.

In the case of Keys v. Grant 155 the Supreme Court said it

was properly left to the jury to decide whether a device de-

scribed in a prior publication was in fact so similar to the

patented device as to anticipate the latter. As the prior knowl-

edge was represented only by this printed description, there

could have been no question for the jury if it were a rule of

law that published drawings could not anticipate. There is

no more reason why unpublished drawings should not also an-

ticipate, except the reason arising from the natural doubt as

to their authenticity.

The confusion arises from the fact that this issue of evi-
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dence is confused with the issue of whether the device as dem-

onstrated in the earlier form is the same in essence as the

later one. This latter issue is not one of evidence but one of

fact, whether for the court or the jury. It is, again, the usual

issue of whether the apparent change is such as amounted to

invention or is a merely formal and mechanical change, and is

determined by the same factors as in all such cases.

But although the foregoing statements of the present writer

are indisputable in theory, it must be recognized that the courts

do in fact hold inventions not to be anticipated by prior knowl-

edge shown by unpublished drawings, no matter how definite

and positive and exact a knowledge those drawings may reveal.

Such holdings are clearly indefensible as a matter of logic, but

they are based rather obviously on the court's opinion of public

good, and they must be reckoned with. 155 '

155 118 U. S. 25.

1558 In addition to cases already cited see, to this effect, Christie v.

Seybold, 55 Fed. 69 ; Automatic Weighing Mach. Co., v. Pneumatic Scale

Corp., 166 Fed. 288; See also the discussion under ''date of invention,"

post.

namely, that an invention ·is a concept, not a tangible thing,
then to know a drawing or a model is to know the invention
which they represent. Mr. Walker's reasons why the existence
of the drawing or model should be carefully scrutinized are
sound. But to seriously contend that the concept which const;tutes the invention could not be revealed to the public by a
full and clear written description of it, or by its embodiment
in miniature, would be ridiculous.
.
55
In the case of Keys v. Grant1 the Supreme Court said it
was properly left to the jury to decide whether a device described in a prior publication was in fact so sirpilar to the
patented device as to anticipate the latter. As the prior kn0wledge was represented only by this printed description, there
could have been no question for the jury if it were a rule of .
law that published drawings could not anticipate. There is
no more reason why unpublished drawings should not also anticipate, except the reason arising from the natural doubt as
to their authenticity:
The confusion arises from the fact that this issue of evidence is confused with the issue of whether the device as demonstrated in the earlier form is the same in essence as the
later one. This latter issue is not one of evidence but one of
fact, whether for the court or the jury. It is, again, the usual
issue of whether the apparent change is such as amounted to
invention or is a merely formal and mechanical change, and is
determined by the same factors as in all such cases.
But although the foregoing statements of the present writer
are indisputable in theory, it must be recognized that the courts
do· in fact hold inventions not to be anticipated by prior knowledge shown by unpublished drawings, no matter how definite
and positive and exact a knowledge those drawings may reveal.
Such holdings are clearly indefensible as a matter of logic, but
they are based rather obviously on the court s opinion of public
·
good, and they must be reckoned with. 1 553
II8 U. S. 25.
In addition to cases already cited see, to thjs effect, Christie v.
Seybold, 55 Fed. 6g; Automatic Weighing Mach. Co., v. Pneumatic Scale
Corp., 166 Fed. 288; See also the di cussion under "date of invention,"
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Prior Knowledge

Summary. The foregoing discussion has been concerned

simply with the evidence on which lack of novelty can be

predicated and the weight usually given to the 'different forms

which the evidence takes. It may be summed up as a general

proposition by saying that a prior patent, model or other

tangible embodiment offered as evidence of lack of novelty

must set forth the knowledge in such clear and unequivocal

form that a true and just comparison can be made of it with

the subsequent device. 156 But in the broadest aspect, after the

weight to be given the evidence is settled, the comparison re-

mains to be made ; the question of identity of the two ideas

of means still remains to be settled. This involves of course

the whole matter of "invention" and "novelty" thus far dis-

cussed. When the existence of the prior patent or other form

of knowledge is shown, so that the existence of the knowledge

is proved, and the issue thereby becomes one of identity, the

form of the prior knowledge ceases to be material, except as

stated in the foregoing discussion. If this is clearly borne in

mind much of the confusion as shown in decisions, between
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conclusions as to identity of concepts, and proof of the exist-

ence and characteristics of a particular concept, will be elimi-

nated a consumption devoutly to be desired.

A warning may be here adverted to, which is sometimes

uttered by the courts, against reading into the prior knowledge

something which is in fact not there. The subsequent device

may, when produced, seem so simple that its actual difference

from prior knowledge may appear immaterial. Whether it is

really immaterial or not, is the whole question of invention as

against mere mechanical skill. As one court has said, 157 "The

line which separates invention from mechanical skill is at best

a narrow one, and the difficulty of demarkation in this case is

156 Underwood Typewriter Co. v. Elliott-Fisher Co., 165 Fed. 927, 930.

"The prior patent or publication relied upon must, by descriptive words or

drawings, or by both, contain and exhibit a substantial representation of

the patented improvement in such full, clear and exact terms as to enable

any person skilled in the art or science to which it appertains to make,

construct, and practice the invention." Hanifen v. Godschalk Co., 84

Fed. 649.

157 Ideal Stopper Co. v. Crown Cork & Seal Co., 131 Fed. 24/1, 246.

S it.mma.ry.

The foregoing discussion has been concerned
simply with the evidence on which lack of novelty can be
predicated and the weight usually given to the · different forms
which the evidence takes. It may be summed up as a general
proposition by saying that a prior patent, model or otber
tangible embodiment offered as evidence of lack of novelty
must set forth the knowledge in such clear and ·unequivocal
form that a true and just comparison can be made of it with
the subsequent device. 156 But in the broadest aspect, after the
weight to be given the evidence is settled, the comparison remains to be made; the question of identity of the two ideas
of means still remains to be settled. This involves of course
the whole matter of "invention" and "novelty" thus far discussed. When the existence of the prior patent or other form
of knowledge is shown, so that the existence of the knowledge
i$ proved, and the issue thereby becomes one of identity, the
form of the prior knowledge ceases to be material, except as
stated in the foregoing discussion. If this is clearly borne in
mind much of the confusion as shown in decisions, .between
conclusions as to identity of ~oncepts, and proof of the existence and characteristics of a particular concept, will be eliminated-a consumption devoutly to be desired.
A warning may be here adverted to, which is sometimes
uttered by the courts, against reading into the prior knowledge
something which is in fact not there. The subsequent device
may, when produced, seem so simple that its actual difference
from prior knowledge may appear immaterial. Whether it is
really immaterial or not, is the whole question of invention as
c:tgainst mere mechanical skill. As one court has said, 157 "The
line which separates invention from mechanical skill is at best
a narrow one, and the difficulty of demarkation in this case is
156 Underwood Typewriter Co. v. Elliott-Fisher Co., 165 Fed. 927, 930.
"The prior patent or publication relied upon must, by de criptive words or
drawings, or by both, cont~in and exhibit a substantial representation of
the patented improvement in such full, clear and exad terms as to enable
any person skilled in the art or science to which it appertains to make,
construct, and practice the invention." Hanifen v. Godschalk Co., 84
Fed. 649.
151 Ideal Stopper Co. v. Crown Cork & Seal Co., 13 r Fed. 244, 246.
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enhanced by the fact that of necessity we look upon Young's
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invention with eyes instructed by Painter's and other subse-

quent patents, and must take care that we do not in such light

so reconstruct Young's patent as to see in it those possibilities

which may seem very obvious now, but which may not have

been disclosed by the patent itself ; for, vague and uncertain

as may be the line of demarkation between mechanical skill

and invention, we could not deny Painter the right of inven-

tion, unless the idea upon which his patent is predicated is so

clearly set forth or suggested by Young that a mechanic, with

Young's patent before him, could by mere mechanical skill so

modify proportions or change the mode of operation as to

overcome the difficulties which excluded the prior device from

commercial utility, and thus make fruitful the inventive idea

which before was futile, merely through lack of the mechanical

skill needed for its development." 158

LOST ARTS. Certain forms of what might be called prior

knowledge, even when proved to exist and to be identical with

that for which patent is sought, are held, as a matter of law,
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not to anticipate so as to deprive a later invention of patent-

ability. Prjojrjcnj^dge-wiikh-had been f orgpttenjt the time

of a later production, will not suffice to deprive thaFIater con-

cepLcrTpatentability. The ^ublicTs no more in possession of

forgotten knowledge than if that knowledge had never ex-

isted. It is generally believed that centuries ago certain arts

existed whose fruits have come down to us today, but whose

methods of procedure have been wholly lost to the world. It

can not be doubted but that if some one were to resurrect,

through his own creative power, the means of producing the

same result, he would not be precluded from a patent by the

fact that an art had once been known for producing the same

result. In Gayler v. Wilder 159 the contention was set up that

the patent involved was void for lack of novelty because one

Conner had used a precisely similar device long before. The

court rejected the contention, saying, "If the Conner safe had'

158 Topliff v. Topliff, 145 U. S. 156, 161.

159 10 How. 477.

enhanced by the fact that of necessity we look upon Young's
invention with eyes instructed by Painter s and other subsequent patents, and must take care that we do not in such light
so reconstruct Young s patent as to see in it those possibilities
which may seem very obvious now, but which may not have
been disclosed by the patent itself; for, vague and uncertain
· as may be the line of demarkation between mechanical skill
and invention, we could not den:y Painter the right of invention, unless the idea upon which his patent is predicated is so
clearly set forth or suggested by Young that a mechanic, with
Youngs patent before him, could by mere mechanical skill so
modify proportions or change the mode of operation a.a to
overcome the difficulties which excluded the prior device from
commercial utility, and thus make fruitful the inventive idea
which before was futile, merely through lack of the mechanical
skill needed for its development." 158
LosT ARTS. Certain forms of what might be called prior
.
knowledge, even when proved to exist arid to be identical with
that for which patent is sought, are held, as a matter of law,
not to anticipate so as to depriv~ a later invention of patentability. Prior kn
· had been for otten at the time
of a later production, will not suffice to deprive that la er concept o a en a 1 1 y. The pu 1c is no more in possession of
forgotten knowledge than if that knowledge had never exi5ted. It is generally believed that centuries ago certain arts
existed whose fruits have come down to us today, but whose
methods of procedure have been wholly lost to the world. It
can not be doubted but that if some one were to resurrect,
thr.o ugh his own creative power, the means of producing the
same result, he would not be precluded from a patent by the
fact that an art had once been known for producing the same
result. In Gayler v. Wilder159 the contention was set up that
the patent involved was void for lack of novelty because one
Conner had used a precisely similar device long before. The
court rejected the contention, sayinO', 'If the Conner safe had·
-
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Topliff v. Topliff, 145 U. S. 156, 161.
ro How. 477.
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passed away from the memory of Conner himself, and of those

. 93

who had seen it, and the safe itself had disappeared, the knowl-

edge of the improvement was as completely lost as if it had

never been discovered. The public could derive no benefit

from it until it was discovered by another inventor. And if

Fitzgerald (the patentee) made his discovery by his own ef-.

forts, without any knowledge of Conner's, he invented an im-

provement that was then new, and at that time unknown ; and

it was not the less new and unknown because Conner's safe

was recalled to his memory by the success of Fitzgerald's

patent" 160

In this particular case there was a strong dissenting opinion

to the effect that Conner's knowledge, merely temporarily for-

gotten, was not truly a "lost" art. Mr. Justice McLean said,

"Conner's safe, as appears from the bill of exceptions, was

used in his counting-house, being accessible to every one, some

six or eight years. In 1838 it passed into other hands; but

into whose hands it does not appear. In 1843, Fitzgerald ob-

tained his patent. How long before that he made experiments
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to test the invention is not proved. At most, the time must

have been less than five years. This is a short period on which

to found a presumption of forgetfulness. The law authorizes

no such presumption. It can never become the law. It is not

founded on probability or reason. The question is, Was Con-

ner's invention prior to that of Fitzgerald? That it was of

older date by some ten or twelve years is proved. And the

instruction, it must be observed, was founded on the supposi-

tion that both inventions were similar.

"The instruction seems to attach great importance to the

fact that Conner's safe was used only for his private purpose.

This is of no importance. The invention is the question, and

not the manner in which the inventor used it. The safe was

constructed at the foundery, and must have been known to the

hands there employed. How can it be ascertained that Fitz-

gerald was not informed by some of these hands of the struc-

ture of Conner's safe, or by some one of the many hundreds

160 Coffin v. Ogden, 18 Wall. 125.

passed away from the.memory of Conner himself, and of those
who had seen it, and the safe itself had disappeared, the knowl- edge of the improvement was as completely lost as if it had
never been discovered. The public could derive no benefit
from it until it was discovered by another inventor. And if
Fitzgerald (the patentee) made his discovery by his own ef-.
forts, without any knowledge of Conner's, he invented an improvement that was then new, and at that time unknown; and
it was not the less new and unknown because Conner's safe
was recalled to his memory by the success of Fitzgerald's
patent. " 160
In this particular case there was a strong dissenting opinion
to the effect that Conner's knowledge, merely temporarily forgotten, was not truly a "lost" art. Mr. Justice McLean said,
"Conner's s~f e, as appears from the bill of exceptions, was
used in his counting-house, being accessible to every one, some
six or ~ight years. In 1838 it passed into other hands; but
into whose hands it does not appear. In 1843, Fitzgerald obtained his patent. How long before that he made experiments
to test the invention is not proved. At most, the time must
have been less than five years. This is a short period on which
to found ~ presumption of forgetfulness. The law author'izes
110 such presumption. It can never become the law. It is not
founded on probability or reason. The question is, Was Conner's invention prior to that of Fitzgerald? That ii wa:s of
older date by some ten or twelve years is proved. And the
.instruction, it must be observed, was founded on the supposition that both inventions were similar.
"The instruction seems to attach great importance to the
fact that Conner's safe was used only for his private purpose.
This is of no importance. The invention is the question, and
not the manner in which the inventor used it. The safe was
constructed at the foundery, and must have been known to the
hands there employed. · How can it be ascertained that Fitzgerald was not informed by some of these hands of the structure of Conner's safe, or by some one o~ the many hundreds
160

Coffin v. Ogden, 18 Wall. 125.
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who had seen it in his counting-house in the city of New

York. It was to guard against this, which is rarely if ever
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susceptible of proof, that the act is express, if the thing pat-

ented was known before, the patent is void. If the fact of this

knowledge in any one be established, it is immaterial whether

the patentee may have known it or not, it avoids his patent."

Mr. Justice Daniel, also dissenting, very pertinently said, "An

attempt has been made to compare the doctrine propounded by

the court to what it might be thought is the law as applicable to

the discovery, or rather recovery, of the processes employed in

what have been called the lost arts. This illustration is in

itself somewhat equivocal, and by no means satisfactory; for

if that process could certainly be shown to be the same with

one claimed by the modern inventor, his discovery could

scarcely have the merit of originality, or be the foundation of

exclusive right. But, in truth, the illustration attempted to be

drawn from a revival of a lost art is not apposite to the pres-

ent case. The term lost art is applicable peculiarly to certain

monuments of antiquity still remaining in the world, the
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process of whose accomplishment has been lost for centuries,

has been irretrievably swept from the earth, with every vestige

of the archives or records of the nations with whom those arts

existed, and the origin or even the identity of which process

none can certainly establish. And if a means of producing

the effect we see and have amongst us be discovered, and none

can either by history or tradition refer to a similar or to the

identical process, the inventor of that means may so far claim

the merit of originality, though the work itself may have been

produced possibly by the same means. But not one principle

drawn from such a state of things can be applied to a recent

proceeding, which counts from its origin scarcely a period of

fifteen years."

That mere temporary forgetfulness of knowledge does not

prevent that knowledge from anticipating is shown in Brush

v. Condit. 161 Here the patent was for a device to hold the

carbon in electric arc lights. It had been preceded by a simi-

isi 132 U. S. 39-

who had seen it in his counting-house in the city of New
Yor:k. It was to guard against this, which is rarely if ever
susceptible of proof, that the act is express,-if the thing patented Wel:S known before, the patent is void. If the fact of 'this.
knowledge in any one be established, it is immaterial whether
. the patentee may ha_ve known it or not, it avoids his patent."
Mr. Justice Daniel, also dissenting, very pertinently said, "An
attempt has been made to compare the doctrine propounded by
the court to what it might be tho.ught is the law as applicable to
the discovery, or rather recovery, of the processes employed in
what have been called the lost arts. This illustration is 1n
itself somewhat equivocal, and by no means satisfactory; for
if that process could certainly be shown to be the same with
one claimed. by the modern inventor, his discovery could
scarcely have the merit of originality, or be the foundation of
exclusive right. But, in truth; the illustration attempted -to be
drawn from a revival of a lost art is not apposite to the present case. The term lost arrt is applicable peculiarly to. certain
monuments of antiquity still remaining in the world, the
process of whose accomplishment has been lost for centuries,
has been irretrievably swept from the earth, with every vestige
of the archives or records of the nations with whom those arts
existed, and the origin or even the identity of which process
none can certainly establish. And if a means of producing
the effect we see and have amongst us be discovered, and none
can either by history or tradition ref er to a similar or to the
identical process, the inventor of that means may so far claim
the merit of originality, though the work itself may have been
produced possibly by the same means. But not one principle
drawn from such a state of things can be applied to a recent
proceeding, which c9unts from its origin scarcely a period of
:fifteen years. '
That mere temporary f a·r getfulness of knowledge does not
prevent that knowledge from anticipating is shown in Brush
v. Condit. 161 Here the patent was for a device to hold the
. carbon in electric arc lights. It had been preceded by a simi~
161
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u. s. 39.
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lar device, as was shown on the trial, but the earlier one had

95

been used on only one lamp, for a very short time, and had

been then relegated to absolute desuetude. In ordinary par-

lance, it had been completely forgotten, till called to mind by

the later device. The court, admitting that the disuse might

tend to show dissimilarity with the later, used, one, but being

satisfied that there was an identity nevertheless, held that the

patented device was not patentable because of this earlier

knowledge.

The law is thus left open as to just how far a device, art,

etc., must have been forgotten to be technically "lost" and

therefore, not anticipatory. Theoretically, if it can be so far

recalled as to be compared with the later device, it is not lost at

all, merely forgotten. Practically, perhaps, the one who

causes its recall to public memory by his new device is quite

as worthy of a patent as one who absolutely creates a device.

The majority opinion in Gayler v. Wilder represents the prac-

tical view ; the dissenting opinion, and such cases as Brush v.

Condit, the theoretical one.
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UNRECOGNIZED RESULTS. Akin to the fact that lost knowl-

edge does not anticipate is the fact that an unrecognized re-

sult, an unperceived actuality, if such a phrase may be used,

will not serve to anticipate a subsequent alleged creation. In

the words of the court, 162 "novelty is not negatived by a prior

accidental production of the same thing, when the operator

does not recognize the means by which the accidental result is

accomplished, and no knowledge of them, or of the method of

its employment, is derived from it by any one." In Andrews

v. Carman, 163 one Green had patented a method of utilizing a

principle of nature. It was claimed that the principle had al-

ready, prior to his invention, been called into operation by

devices accomplishing the same purpose. The court- upheld

the patent, saying, "A chance operation of a principle, unrec-

ognized by any one at the time, and from which no informa-

tion of its existence, and no knowledge of a method of its

employment, is derived by any one, if proved to have occurred,

162 Wickelman v. Dick Co., 88 Fed. 264.

163 13 Blatch. 307, 323.

lar device, as was shown on the trial, but the earlier one had
been used on only one lamp, for a · very short time) a·n d had
teen then relegated to absolute desuetude. In ordinary par1?-nce, it had been completely forgotten, till called to .mind by
the later device. The court, admitting that the disuse might
tend to show dissimilarity with the later, used, one, but being
sati$fied that there was an 'identity nevertheless, held that the
patented device was not patentable because of this -earlier
knowledge.
The law is thus left open as to just how far a device, art,
etc., must have been forgotten to be technically "lost" and
therefore, not anticipatory. Theoretically, if it can be so far
recalled as to be compared with the later device, it is not lost at
all, merely forgotten. Practically, perhaps, thei one who
causes its rec~ll to public memory by his new device is quite
as worthy of a patent as one who absolutely creates a device.
The majority opinion in Gayler v. Wilder represents the practical view; the dissenting opinion, and such cases as Brush v.
Condit, the theoretical one.
UNRECOGNIZED RESULTS. Akin to the fact that lost knowledge does not anticipate is the fact that an unrecognized result, an unperceived actuality, if such a phrase may be used,
will not serve to anticipate a subsequent alleged creation. In
the words of the court, 162 "novelty is not negatived by a prior
·accidental production of the same thing, when the operator
does not recognize the means by which the accidental result is
accomplished, and no knowledge of them, or of the method of
its employment, is derived from it by any one." In Andrews
v. Carman, 163 one Green had patented a method of utilizing a
principle of nature. It was claimed that the principle had already, prior to his invention, been called into operation by
devices accomplishing the same purpose. The court. upheld
the patent, saying, "A chance operation of a principle, unrecognized by any one at the time, and from which no information of its existence, and no knowledge of a method of its
employment, is derived by any one, if proved to have occurred,
162
163

Wickelman v. Dick Co., 88 Fed. 264.
r3 Blatch. 307, 323.
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will not be sufficient to defeat the claim of him who first dis-
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covers the principle, and, by putting it to a practical and in-

telligent use, first makes it available to man." 164

The holding is somewhat differently put in another case. 165

It was admitted that a certain earlier patented device ap-

proached very near the device in question and might have

been made into the same thing by a slight modification. It

was held not to anticipate, however, because it was not de-

signed by its maker for the purpose, and the fact that it could

have been so modified and used, was not evident to an ordi-

nary mechanic. 16 '

SCATTERED KNOWLEDGE. Since an invention is itself, as

such, a single idea, although it may be composed of many

minor constituent ideas, a patent is not necessarily defeated

by showing that some or all of the constituent ideas were al-

ready well known. These constituent ideas,' uncombined, and

each by itself, are not in any sense the one composite idea into

which the patentee has welded them. Knowledge of them by

themselves is not knowledge of the combination or composite
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into which they may be welded. Of course, the combining of

them into one whole may not have required the exercise of

inventive genius. In such case the existence of the separate

ideas would legally invalidate the patent for the composite

idea. The occasional statements to the effect that if the un-

combined elements do not show the combination, the patent

for the latter is therefor valid, are obviously not meant in their

literal significance. Contextually they mean only that if the

elements do not show the combination, the patent may be valid.

It is not necessarily so. But if in fact it did require invention

to create the patented idea out of the separate ideas, then the

patent is valid, however well known the separate ideas may

164 Warren Bros. v. Owosso, 166 Fed. 309.

165 Topliff v. Topliff, 145 U. S. 156, 161.

186 This indicates the substantial identity of invention and novelty. The

particular device was not anticipated because to an ordinary mechanic the

slight change necessary was not obvious it would have taken more than

mechanical skill to have made the change ; hence the later device was a

true invention. Tilghman v. Proctor, '102 U. S. 707, 711.

will not be sufficient to def eat the claim of him who first dis-

covers th~ principle, and, by puttino- it to a practical and intelligent u e, fir t makes it available to man." 164
The holding is somewhat differently put in another case. 16•5
It was admitted that a certain earlier patented device approached very near the device in question and might have
been made into the same thing by a slight modification. It
was held not to anticipate, however, becau e it was not de-.
signed by its maker for the purpose, and the fact that it could
have been so modified and used, was not evident to an ordinary mechanic. 166 ·
SCATTERED KNOWLEDGE. Since an invention i itself, a
such; a single idea, although it may be composed of many
minor constituent ideas, a patent i not nece sarily defeated
by showing that some or all of the constituent ideas were already well known. These constituent ideas," uncombined, and
each by itself, are not in atJ.y sense the one compo ite idea into
"hich the patentee has welded them. Knowledge of them by
themselves is not knowledge of the combination or composite
into which they may be welded. Of course, the combining of
them into one whole inay not have required the exercise of
inventive genius. In such case the existence of the separate
ideas would legally invalidate the patent for the composite
idea. The occasional statements to the effect that if the uncombined elements do not show the combination, the patent for the latter is therefor valid, are obviously not meant in their
literal significance. Contextually they mean only that if the
elements do not show the combination the patent may be valid.
It is not neces arily so. But if in fact it did require invention
to create the patented idea out of the separate ideas then the
patent is valid however well known the eparate ideas may
Warren Bro . v. Owosso, 166 Fed. 309.
Topliff v. Topliff, 145 U. S. 156, 16I.
166 This indicate the sub tant\al identity of invention and novelty. The
particular device was not anticipated becau e to an ordinary mechanic the
sli ht change neces ary was not obvious-it would have taken more than
mechanical skill to have made the change; hence the later device wa a
true invention. Tilghman v. Proctor, ·102 U. S. 707, 7n.
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have been. Proof of the prior knowledge of these separate

97

ideas is, therefore, pertinent in a suit, and should not be ex-

cluded nor disregarded. But it does not of itself invalidate

the patent attacked. It only forms a background against which

the inventive quality of the idea patented can be determined. 166 *

PATENTEE'S PRIOR REVELATIONS. The fact that the prior

knowledge was given to the world by the subsequent patentee

himself does not keep it from being such anticipation as will

render invalid the later patent. To quote from one decision,

"The various improvements or modifications in the process

of manufacturing of solidified collodion which are disclosed

in the earlier patents to the Hyatts are outstanding against this

patent (also issued to the Hyatts) just as much as if they were

issued to strangers." 167

If this prior knowledge has been covered by a patent, granted

to the inventor and still held by him, the fact of anticipation,

will not matter, except as to the greater length of time that

the monopoly would exist if it could be obtained under the

later patent. If the earlier patent represents a subject matter
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sufficiently like that of the later one to constitute. an anticipa-

tion of it, anything that would be an infringement of the later

sought patent ought, theoretically, to be an infringement of

the earlier patent. If the prior knowledge is not protected by

a patent, the inventor may avoid the evils of anticipation by

patenting his earlier device, unless he has been guilty of allow-

ing too great a time to pass. Nevertheless, although the earlier

patent which would anticipate a later one ought to protect the

inventor to the same extent as the later one asked for would

do, the practical result is not always so equally balanced.

Courts tend sometimes to find a device anticipated by a funda-

mental earlier patent when they might not be inclined to find

166a Bates v. Coe, 98 U. S. 31; Smith v. Macbeth, 67 Fed. 137; Imperial

Bottle Co. v. Crown Cork etc. Co., 139 Fed. 312; Packard v. Lacing-Stud

Co., 70 Fed. 66.

167 Celluloid Mfg. Co., v. Cellonite Mfg. Co., 42 Fed. 900, 905; So also

Doig v. Morgan Match Co., 59 C. C. A. 616; Underwood v. Gerber, 149

U. S. 224; Miller v. Eagle Mfg. Co. ,-151 U. S. 186; Bannerman v. Sanford,

99 Fed. 294; Williamson v. Neverslip Mfg. Co., 136 Fed. 210.

have been. Proof of the prior knowledge of these separate
ideas is, therefore, pertinent in a suit, and should not be excluded nor disregarded. But it does not of itself invalidate
the patent attacked. It only forms a background against which
the inventive quality of the idea patented can be determined. 1 668
PATENTEE'S PRIOR REVELATIONS. The fact that the prior
knowledge was given to the world by the subsequent patentee
himself does not keep it from being such anticipation as will
render invalid the later patent. To quote from one decision,
"The various improvements or modifications in the process
of manufacturing of solidified collodion wh.ich are disclosed
in the earlier patents to the Hyatts are outstanding against this
vatent (also issued to the Hyatts) just as _much as if they were
issued to strangers. " 167
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to the inventor and still held by him~ the fact of anticipafion.
will not matter, except as to the greater length of time that
the monopoly would exist if it could be obtained under the
later patent. If the earlier patent represents a subject matter
sufficiently like that of the later one to constitute . an anticipation of ~t, anything that would be an infringement of the later
sought patent ought, theoretically, to be an infringement of
the earlier patent. If the prior knowledge is not protected by
a patent, the inventor may avoid the evils of anticipation by
patenting his earlier device, unless he has been guilty of allowing too great a time to pass. Nevertheless, although the earlier
patent which would anticipate a later one ou.g ht to protect the
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the later device within the protected scope of the earlier patent

98
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if the case should come up from that direction. For this rea-

son, it is sound policy for an inventor to cover all that he is

entitled to in a single patent, or at least in patents applied for

simultaneously, instead of delaying his application for any

part independent of, but closely related to, his main inven-

tion. 168

WHAT CONSTITUTES PRIORITY. The priority of the alleged

anticipating knowledge is not determined in relation to the

date the patent is issued nor even that on which it is applied

for. The knowledge, to anticipate, must have existed at the

time the invention was made. 169 The patent statute 1693 pro-

vides that an im^aii^r^may V^w

r used by other sJp-thJL l'6uiUiy. bpiuifchis invention

or~dkcoyery thereof."

If public knowledge is proved to have existed before the ap-

plication for the patent was filed, the patent is prima facie void

because of anticipation, lack of novelty 'in the invention, or

whatever one chooses to call it. In the absence of any other
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proof the invention is presumed to have first been brought in-

to existence at the time the application was filed, 170 and it would

therefore be subsequent to the public knowledge as proved.

But, inasmuch as the date of the invention is not restricted to

the date of application, the inventor is free to prove the real

ime at which his invention was brought into existence.

DATE OF INVENTION. The sufficiency of the evidence upon

this point takes two forms, which for the sake of true com-

prehension of the cases, must not be confused, although they

are not always clearly distinguished in judicial discussion. 171

The first issue upon the evidence is whether it amounts to proof

168 The right of including more than one invention in a single patent

is discussed infra.

169 Klein v. Russell, 19 Wall. 433, 464.

1698 Section 4886.

170 Drewson v. Hatje, 131 Fed. 734; Automatic Weighing Mach. Co.

v. Pneumatic Scale Corp., 166 Fed. 288.

171 Automatic Weighing Mach. Co. v. Pneumatic Scale Corp., 166 Fed.

288.
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DATE OF INVENTION. The sufficiency of the evidence upon
\ this point takes two forms, which for the sake of true comprehension of the cases, must not be confused, although they
are not always clearly distinguished in · judicial discussion. 171
The fir tissue upon the evidence is whet~er it amounts to proof

\j

l68 The right of including more than one invention in a single patent
is discussed infra.
169 Klein v. Russell, 19 Wall. 433, 464.
169a Section 4886.
17 0 Drewson v. Hatje, 131 Fed. 734; Automatic Weighing Mach. Co.
v. Pneumatic Scale Corp., 166 Fed. 288.
171 Automatic Weighing Mach. Co. v. Pneumatic Scale Corp., 166 Fed.

288.
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of the real existence of any knowledge, regardless of the effect

of that knowledge. The inventor might testify under oath that

he had evolved his invention in complete detail long before he

made his application, but, unless this were corroborated by

other evidence, no court would be apt to fix the date of inven-

tion according to his statement. The possibility of mere mis-

take, to say nothing of deliberate falsehood, would be far too

great. An invention may be an invention even though it be still

locked in the mind of the inventor. But as Lord Justice Brian

said, centuries ago, 172 "The devil himself knows not the thought

of man," and if there has been no revelation of the invention to

others, no substantial embodiment or perceptible expression of

it, the proof, resting itself only in the statement of the soi-

disant inventor is extremely difficult if not impossible. This

was somewhat discussed in the case of Clark Thread Co. v.

Willimantic Linen Co. 173 "The allegation/' said the court,

"that the invention of Conant, for which his said letters patent

were granted, was made before the publication or sealing of

Weild's patent requires more careful consideration. . . . The
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only evidence on the question as to the time of Conant's inven-

tion is his own testimony, a species of evidence which, in cases

of this kind, ought to be received with great caution." The

court felt bound to construe the testimony very strictly against

the patentee, "because such testimony, given for the purpose

that this was, is necessarily subject to the gravest suspicion,

however honest and well intentioned the witness may be." Jif

the inventor could corroborate his statements by the testimony

of others to the effect that he had revealed to them his invention

in perfected form, it is possible that courts would accept such

testimony as sufficient proof, despite its being merely oral

statements depending on honesty and exactness of memory.

Certainly, however, the testimony would be severely scrutin-

ized and would be accepted as proof with the greatest hesi-

tancy. The statements of courts in respect to the strength of

evidence necessary to prove knowledge alleged to anticipate a

172 Yr. Bk. 17 Ed. IV. i, 2.

173 140 U. S. 481. See also, Symington Co. v. National Malleable Co., 39"

Sup. Ct. Rep. 542.

of the real existence of any knowledge, regardless of the effect
of that knowledge. The inventor might testify under oath that
he had evolved his invention in complete det3.il long before he
made his application, but, unless this were corroborated by
other evidence, no court would be apt to fix the date of invention according to his statement. The possibility of mere mistake, to say nothing of deliberate falsehood, would be far too
great. · An invention may be an invention even though it be still
locked in the mind of the inventor. But as Lord Justice Brian
said, centuries ago, 112 "The devil himself knows not the thought
of man," and if there has been no revdation of the invention to
others, no substantial embodiment or perceptible expression of
it, the proof, resting itself only in the statement of the soidisa.n t inventor is extremely difficult if not impossible. This
was somewhat discussed in the case of Clark Thread Co. v.
Willimantic Linen Co. 173 "The allegation," said the court,
"that the invention of Conant, for which his said letters patent
were granted, was made before the publication or sealing of
W eild' s patent requires more careful consideration. . . . The
only evidence on the question as to the time of Conant's invention is his own testimony, a species of evidence which, in cases
of this kind, ought to be received with greJ.t caution." The
court felt bound to construe the testimony very strictly against
the patentee, "because such testimony, given for the purpose
that this was, is necessarily subject to the gravest suspicion,
however honest and well intentioned the witness may be." If
the inventor could corroborate his statements by the testimony
of others to the effect that he had revealed to them his invention
in perfected form, it is possible that c·o urts would accept such
ttstim<E_ly as sufficient proof~ despite its being merely oral
statements depending on honesty and exactness of mefl?.ory.
Certainly, however, the testimony would be severely scrutinized and would be accepted as proof wit the greatest hesi- tancy. The statements of courts in respect to the strength of
evidence necessary to prove knowledge alleged to anticipate a
112

Yr. Bk 17 Ed. IV.

17 3

140

U. S. 48I.
Sup. Ct. Rep. 542.

l, 2.

See also, Symington Co. v. National Malleable Co., 39 ·
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patent, might be applied -equally well to the evidence concern-
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ing the date of invention. 174

Occasional courts have gone to the extreme of saying, in

effect, that the date of invention can not be fixed prior to the

time when the invention has been actually embodied in sub-

stantial form. 175 These statements, while quite frequent, are

logically incorrect, although they do seem to be the law with

some exceptions hereafter discussed. They appear to be based

on either of two ideas. One is the vicious error already re-

ferred to, that an invention is not a mere concept itself, but is

the tangible device resulting from some concept involving in-

ventive genius. On this assumption there could, of course,, be

no ''invention" until there were a tangible contrivance; but the

assumption is, as we have said, wholly unwarranted by the

cases. 176

The other idea behind the statement is, that the existence of

the invention can not be satisfactorily proved without some-

thing more than oral testimony. This idea certainly finds a

great deal of support in the cases; and it is at least possible,
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that no amount of completely credible oral testimony would be

accepted as sufficient, by itself. 177

174 Supra.

17E * Clark Thread Co. v. Willimantic Linen Co., 140 U. S. 481, 489;

Ellithorp v. Robertson, Fed. Cas. 4408, 4 Blatch. 307; Automatic Weighing

Mach. Co. v. Pneumatic Scale Corp., 166 Fed. 288, and cases therein cited ;

Symington Co. v. National Malleable Co., 39 Sup. Ct. Rep. 542.

176 Brown v. Crane Co., 133 Fed. 235, Grosscup J., speaking upon an issue

other than the one here referred to, "Invention is not in my judgment

confined to the concrete mechanical form into which an idea ultimately

evolves. Invention is the idea itself, the burst of new thought, the dis-

covery; and patentable invention is the conjunction cf these with appro-

priate and efficient and mechanical means." See other cases collected

supra.

177 A contrary opinion is expressed in Phila. & Trenton R. R. Co. v.

· patent, might be applied ·equally well to the evidence concerning the date of invention. 174
Occasional courts have gone to the extreme of saying, in
effect, that the date of invention can not be fixed prior to the
time when the invention has been .actually embodied in substant.ial form. 175 These statements while quite frequent, are
logically incorrect, although they do seem to be the law-with
some exceptions hereafter discussed. They appear to be based
on either of two ideas. One is the vicious error already ref erred to, that an invention is not a mere concept itself, but is
the tangible device resulting from some concept involving inventive genius. On this assumption there could, of course, be
no "invention" until there were a tangible contrivance; but the
assumption is, as we have said, wholly unwarranted by the
cases. 176
The other idea behind the statement is, that the existence of
the invention can not be satisfactorily proved without something more than oral testimony. This idea certainly finds a
great deal of support in the cases· and it is at least possible,
tha~ no amount of completely credible oral testimony would be
c;.ccepted as sufficient, by itself .177

Stimpson, 14 Peters 448, 461, "In many cases of invention, it is hardly

possible, in any other manner, to ascertain the precise time and exact

origin of the particular invention. The invention itself is an intellectual

process or operation ; and like all other expressions of thought, can in

"many cases scarcely be made known, except by speech. The invention

may be consummated and perfect, and may be susceptible of complete

Supra.
11~ Clark Thread Co. v. Willimantic Linen Co., 140 U. S. 481, 489;
Ellithorp v. Robertson, Fed. Cas. 44o8, 4 Blatch. 307; Automatic Weighing
Mach. Co. v. Pneumatic Scale Corp., lfJ6 Fed. 288, and cases therein cited;
Symington Co. v. National Malleable Co., 39 Sup. Ct. Rep. 542.
176 Brown v. Crane Co., 133 Fed. 235, Grosscup J., speaking upon an issue
other than the one here referred to, "Invention is not in my judgment
confined to the concrete. mechanical form into which an idea ultimately
evolves. Invention is the idea itself, -the burst of new thought, the discovery; and patentable invention is the conj unction cf these with appropriate and efficient and mechanical means." See other case collected
supra.
111 A contrary op~nion is expressed in Phila. & Trenton R. R. Co. v.
Stimpson, 14 Peters 448, 461, "In many ca es of invention, it is hardly
possible, in any other manner, to a certain the preci e time and exact
origin of the particular invention. The invention itself is an intellectual
process or operation; and like all other expression of thought, can in
many cases scarcely be made known, except by speech. The invention
may be consummated and perfect, and may be su~ceptible of complete
174
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For this reason it behooves an inventor to keep such visible

record of the progress of his concept that, shouldjihejiate of

his invention be called into question, he can demonstrate^ be*

yoiSf a rlnnht flip flat* at wKTch he really evolved thgjxmccpt

that ^OQjistitutGG the invention.

The form which this corroborating evidence takes is not

material, so long as it demonstrates the existence of the in-

vention claimed. In many cases it has been in the shape of

drawings or written description. 178

description in words, a month, or even a year before it can be embodied

in any visible form, machine or composition of matter. It might take a

year to construct a steamboat, after the inventor had completely mastered

all the details of his invention, and had fully explained them to all the

various artisans whom he might employ to construct the different parts

of the machinery. And yet from those very details and explanations,

For this reason it behoo es-2.n inventor to keep-such visible
record of the -progress of his conce t that should the date of ·
his inventio
ca ea into question, he can demonstrate beyonda doubt
e a
.- he reall evolved the concept
that c
·wtes the invent-i~n.
The form which this corroborating evidence takes is not
material, so long as it demonstrates the existence of the invention claimed. In many cases it has been m the shape of
drawings or written description. 178
--0-

another ingenious mechanic might be able to construct the whole appara-

tus, and assume to himself the priority of the invention. The conversa-

tions and declarations of a patentee, merely affirming that, at some for-

mer period, he invented that particular machine, might well be objected to.
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But his conversations and declarations, stating that he had made an

invention, and describing its details and explaining its operations, are

properly to be deemed an assertion of his right, at that time, as an in-

ventor, to the extent of the facts and details which he then makes known ;

although not of their existence at an antecedent time." See also, Bullock

Mfg. Co. v. Crocker-Wheeler Co., 141 Fed. 101, 107.

178 Bullock Elec. Mfg. Co. v. Crocker-Wheeler Co., 141 Fed. 101 ; West-

inghouse Elec. & Mfg. Co. v. Stanley Instrument Co., 133 Fed. 167; Dodge

v. Porter, 98 Fed. 624; Draper v. Potomska Mills Corp., Fed. Cas. No.

4072.

Some confusion has been caused by the cases in which it is said that

drawings and descriptions do not constitute an invention and have no

effect upon a subsequently granted patent unless they are followed up to

practical embodiment, or reduction to practice with proper diligence.

Any such statement is on its face paradoxical, and is unsound. If the

drawings, etc., do not at least evidence the invention, they could have no

effect however diligently they should be followed up. If the invention

does not exist until reduced to practice, it does not exist until then how-

ever diligent the reduction may have been, and could not therefore take

precedence of an invention evolved before the reduction to practice. All

that such cases can stand for, in any sort of harmony with other cases,

description in words, a month, or even a year before it can be ~mbodied
in any visible form, machine or composition of matter. It might take a
year to construct a steamboat, after the inventor had completely mastered
all the details of his invention, and had fully explained them to all the
various artisans whom he might employ to construct the different .parts
of the machinery. Artd yet from those very details and explanations,
another ingenious mechanic might be able to construct the whole apparatus, and assume to himself the priority of the invention. The conversations and declarations of a patentee, merely affirming that, at some former period, he invented that particular machine, might well be objected to.
But his conversations and declarations, stating that he had made an
invention, and describing its details and explaining its operations, are
properly to be deemed an assertion of his right, at that time, as an inventor, to the extent of the facts and details which he then makes known;
although not of their existence at an antecedent time." See also, Bullock
Mfg. Co. v. Crocker-Wheeler Co., I4I Fed. IOI, I07.
118 Bullock Elec. Mfg. Co. v. Crocker-Wheeler Co., I4I Fed. IOI; Westinghouse Elec. & Mfg. Co. v. Stanley Instrument Co., I33 Fed. I67; Dodge
v. Porter, 98 Fed. 624; Draper v. Potomska Mills Corp., Fed. Cas. No.

is either that the strength of evidence of the drawings, etc., is weakened

4072.

by the lapse of time, or that the first inventor has lost his rights because

Some confusion has been caused by the cases in which it is said that
drawings and descriptions do not constitute an invention and . have no
e.ffect upon a subsequently granted patent unless they are followed up to
practical embodiment, or reduction to practice with prop.er diligence.
Any such statement is on its face paradoxical, and is unsound. If the
drawings, etc., do not at least evidence the invention, they could have no
effect however diligently they should be followed up. If the invention
does not exist until reduced to practice, it does not exist until then however diligent the reduction may have been, and could not therefore take
precedence of an invention evolved before the reduction to practice. Alt
that such cases can stand for, in any sort of harmony with other cases,
is either that the · strength of . evidence of the drawings, etc., is weakened
by the lapse of time, or that the first inventor has lost his rights because
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But here again it must be said emphatically that the decis-

102
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ions are not altogether in accord with the logical theory. In

theory, as we have just said, the date of the invention is the

date at which knowledge of the precise invention can be satis-

factorily proved to have existed. And a drawing or a clear

and specific description whose authenticity and existence on

the date alleged is beyond dispute, ought therefore to be suffi-

cient evidence to protect the inventor. But practically they

seem not to be sufficient when there is a question of priority of

invention between rival claimants for a patent. In such cases,

the courts do say, however illogically, that the date of inven-

tion is the date when the concept is first "reduced to practice."

Thus, in Automatic Weighing Machine Co. v. Pneumatic

Scale Corp. 178a One Watson "conceived his invention, illus-

trated it by a drawing, and disclosed it to others, as early as

January 10, 1896. He reduced his invention to practice by the

building of a machine in April, 1897. He filed his application

March n, 1898." One Thomas had filed an application for a

patent for precisely the same invention in December, 1896.
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Thomas' application, therefore, was filed between the admitted

date of Watson's concept in its definite and complete form

and his embodiment of that concept in its tangible form. The

filing was assumed to be the date of Thomas' invention. The

issue was whether on these facts Watson or Thomas should

be considered the first inventor. Logically, of course, Watson

was admittedly the first inventor, he having definitely and pre-

cisely formulated the concept which was the invention nearly

a year before Thomas did so. But the decision of the court is

peculiar. It held the date of Watson's inventionr^to~beTAprtl',

of his long delay. If, in addition to holding that the earlier alleged in-

ventor has lost the right of precedence which his drawings, etc., might

have given and forfeited his possible monopoly, the subsequent and more

diligent inventor's patent is upheld, the result is to uphold a monopoly in

utter disregard of the fact that the invention covered thereby had been

known by others before the patentee evolved it. Pennsylvania Diamond

Drill Co. v. Simpson, 29 Fed. 288; Automatic Weighing Machine Co. v.

Pneumatic Scale Corp., 166 Fed. 288.

i78 j66 Fed. 288.

But here again it must be sa_id emphatically that the deci ions are not altogether in accord with the logical theory. In
theory, as we have just said, the date of the invention is the
date at which knowledge of the precise invention can be satisfactorily proved to have existed. And a drawing or a clear
and specific description whose authenticity and existence on
the date alleged is beyond dispute, ou.ght therefore to be sufficient evidence to protect the inventor. But practically they
seem not to be sufficient when there is a question of priority of
invention between riyal claimants for a patent. In such cases,
the courts do say, however illogically, that the date of invention is the date when the concept is first "reduced to practice."
Thus, in Automatic Weighing Machine Co. v. Pneumatic
Scale Corp. 17811 One Watson "conceived his invention, illustrated it by a drawing, and disclosed it to others, as early as
January 10, 1896. He reduced his invention to practice by· the
building of a machine in April, 1897. He filed his application
March 11, 1898." One Thomas had filed an application for a
patent for precisely the same invention in December, 1896.
Thomas' application, therefore, was filed between the admitted
date of Watson's concept in its definite and complete form
and his embodiment of that concept in its tangible form. The
filing was assumed to be the date of Thomas' invention. The
issue was whether on these facts Watson or Thomas should
be considered the first inventor. Logically, of course, Watson
was admittedly the first inventor, he having definitely and precisely formulated the concept which was the invention nearly
a year before Thomas did so. But the decision o{ the court is
peculiar. It held the date of Watson's inventiQn o e
ril-;of his long delay. If; in addition to holding that the earlier alleged inventor has lost the right of precedence which his drawings, etc., might
have given and forfeited his possible monopoly, the ubsequent and more
diligent inventor's patent is upqeld, the result is to uphold a monopoly in
utter disregard of the fact that the invention covered thereby had been
known by others before the patentee evolved it. Pennsylvania Diamond
Drill ·Co. v. Simpson, 29 Fed. 288; Automatic Weighing Machine Co. v.
Pneumafic Scale Corp., 166 Fed. 288.
118a 166 Fed. 288.
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1897, and declared it to be ft rule that an invention dates not

from the time of its full and definite conception but from the

time it is first reduced to practice!! " ine authorities," savs tne

jm to be conclusive upon the point that a conception

evidenced by disclosure and drawings does not constitute an

invention under the patent laws." The illogicalness of this

position is justified by the court on a basis of public advantage.

But the court states two qualifications to this rule. The first

is that an ^pplicatioToFjrpatent will be treated as alsortrof

i r-tJYfL red "ctSSofiractice : that is to say, invention may

date from the. filing of the application even though the con-

cept has never actually been reduced to practice. As the court

puts it, "From these established and seemingly contradictory

principles of the patent law, first, that an invention in order

to be patentable must be reduced to practice, and, second, that,

under the statutes, reduction to practice is not essential either

before or after the grant of a patent, it follows that there must

be some stage of an invention when it must be presumed as a

matter of law that the inventor has reduced his invention to
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practice ; and that stage is presumed to have been reached when

he has done all that he is required to do to obtain a valid

patent, namely, when he has filed a complete and allowable

application; and hence the Patent Office has adopted the rule

that the filing of such_an_application is^cbnstructi ve TeducHon

to practice, and the federal courts haveTadopted tEeTule that

such an application is conclusive evidence that the patentee has

made his invention that is, reduced his invention to practice

at least as early as that date."

The second qualification is that the jiate of invention may

becarfferl- clcai back to the time of the Conception, even with-

out any reduction to practice, if the inventor has used^due dili-

gence_m attempting to reduce iftcTpractice. "It Js"c6nceded7 r

says the court, "that a patentee who has used 'reasonable dili-

gence in adapting and perfecting' his invention can carry the

date back to his drawings and disclosure. " 178b

i78> xhe right of an admittedly prior conceptor was declared to be lost

because of his unreasonable delay in reducing his concept to practice, and

1~4,

and declared it to be a rule that an invention dates not
_ from the time of its full and definite conception but from the
· time it is first reduced to r c i
e authonttes, says e
, seem to be conclusive upon the point that a conception
evidenced by disclosure and drawings does not constitute an
invention under the patent laws." The illogicalness of this
position is ju.stified by the court on a basis of public advantage.
But the court states two qualifications to this rule. The first
is that ·an p ica ion or a atent will be freated as a ~f
con uc
ractice; that is to say, invention may
date from the . filing of the application ~ven though the concept has never actually been reduced to practice. As the court
puts it, "From these established and seemingly ·contradictory
principles of the patent law, first, that an invention in order
to be patentable must be reduced to practice, and, second, that,
under the statutes, reduction to practice is not essential either
before or after the grant of a patent, it follows that there must
be some stage of an invention when it must be presumed as a
matter of law that the inventor has reduced his invention to
practice; and that stage is presumed to have been reached when
he has done all that he is required to do to obtain a valid
patent, namely, when he has filed a complete and allowable
application; and hence the Pat nt Offic~ has adopted the rule
that the filing of such an a lication is constructive re uc 10n
~' and the federal courts have a opte t e rule that
such an application is conclusive evidence that the patentee has
made his invention-that is reduced. his invention to practice
-at least as early as that date."
The second qualification is that the date of invention may
b~ cleat back to the time of the conception, even withcut any reduction to practice, if the inventor has used due diligence in attempting to reduce itto'practice. "It ·is conceded,"
says the court, "that a patentee who has u;ed 'reasonable diligence i.n adapting and perfecting' his invention can carry the
date back to his drawings and disclosure." 178b
i1sb The right of an admittedly prior conceptor was declared to be lost
because of his unreasonable delay in reducing his concept to practice, and
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A working model_npt_ necessary. An actual working model
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of theTnvention is not required. In the case of Loom Co. v.

Higgins 179 the court quite precisely said, "An invention relat-

ing to machinery may be exhibited either in a drawing or in

a model, so as to lay the foundation of a claim to priority, if

it be sufficiently plain, to enable those skilled in the art^to un-

Identification of knowledge. When a patemee has succeeded

in demonstrating to the court's satisfaction that he really did

have a certain definite idea at the time alleged, there then

arises the very different question whether this idea is the same

one actually embodied in the patent. While it is frequently

left as a fact for the jury, and is in one sense a question of

fact, it is truly a question of psychological fact, a matter of

conclusion, reached by the operation of the judicial mind upon

the patent of a subsequent conceptor of the same idea was upheld, in

One-Piece Lens Co. v. Bisight Co., 246 Fed. 450.

"Now Reno is in this dilemma : if his disclosure was complete in Octo-

ber, 1900, he was not reasonably diligent in waiting until the end of De-

cember, 1902, to file his application; if he was reasonably diligent it was
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because he needed for the completion of his conception the intervening

two years, and he does not antedate Stone & Brenchard. He himself sug-

gests no reason for the delay, but the necessity of engineering study, and

that did not interfere with an application if he had really fully conceived

the invention. . . . He makes no claim that poverty or sickness stood in

A working model not necessary. An actual working model
of the inmtion is not required. In the case of Loom Co. v.
Higgins 179 the court quite precisely said, "An invention relating to machinery may be exhibited either in a drawing or in
a model, so as to lay the foundation of a claim to priority, if
it be sufficiently plain_to enable those s_.!<illed in the art to understan i -: '
Identification of knoi ledge. When a patemee has succeeded
in demonstrating to the court's satisfaction that he really did
have a certain definite idea at the time alleged, there then
arise~ the very different question whether this idea is the same
one actually embodi~d in the patent. While it is frequently
left as a fact for the jury, and is in one s~nse a question of
fact, it is truly a question of psychological fact, a matter of
conclusion, reached by the operation of the judicial mind upon

his way, nor that he was too engrossed with independent affairs, assum-

ing that such would be any excuse. For these reasons his date of inven-

tion must be in my judgment that of his application." United Tunnel Co.

v. Interborough, etc. Co., 207 Fed. 561, 569.

"Diligence is of the essence of a proper relation between the conception

and the reduction to practice of an invention, and must consist of a de-

gree of effort that can fairly be characterized as 'substantially one con-

tinuous act.' " Twentieth Century Co. v. Loew Co., 243 Fed. 373, 384.

"As the evidence shows that both inventors used 'reasonable dilli-

gence in adopting and perfecting' their inventions by reducing them to

practice, each can carry the date of his invention back to the date of his

conception and disclosure . . . and the one who first conceived and 'dis-

closed his invention and with reasonable diligence connected his concep-

tion with its reduction to practice is the 'original and first inventor' under

the statutes, without regard to which of the two first completed the re-

duction to practice." Evans v. Associated, etc. Co., 241 Fed. 252.

" I05 U. S. 580.

the patent of a subsequent conceptor of the same idea was upheld, in
One-Piece Lens Co. v. Bisight Co., 246 Fed. 450.
"Now Reno is in this dilemma : if his disclosure was complete in October, r900, he was not reasonably diligent in waiting until the end of December, 1902, to file his application; if he was reasonably diligent it was
because he needed for the compl_etion of his conception the intervening
two years, and he does not antedate Stone & Brenchard. He himself suggests no reason for the delay, but the necessity of engineering study, and
that did not interfere with an application if he had really fully conceived
the invention . . . . He make~ no claim that poverty or sickness stood in
his way, nor that he was too engrossed with independent affairs, assuming that such would be any excuse. For these reasons his date of invention must be in my judgment that of his application." United ':funnel Co.
v. Interborough, etc. Co., 20'J Fed. 561, 569.
"Diligence is of the essence of a proper relation between the conception
and the reduction to practice of an invention, and must consist of a degree of effort that can fairly be characterized as 'substantially one continuous act.'" Twentieth Century Co. v. Loew Co., 243 Fed. 373, 384.
"As the evidence shows that both inventors used 'reasonable dilligence in adopting and perfecting' their inventions by reducing them to
practice, each can carry the date of his invention back to the date of his.
conception and disclosure ... and the one who first conceived and ·disclosed his invention and with reasonable diligence connected his conception with its reduction to practice is the 'original and first inventor' under
the statutes, without regard to which of the two first completed the reduction to practice." Evans v. A sociated, etc. Co., 241 Fed. 252.
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the perceptible actualities presented. Much the same prece-

105

dents may be used, in arriving at a particular conclusion upon

the evidence presented, as are used for guidance in determin-

ing whether certain prior knowledge constitutes anticipation.

The question is really the same. In the ascertainment of an-

ticipation the inquiry is, whether the knowledge proved to

have existed, prior to the patent, is sufficiently definite and

similar to constitute substantially the same thing. When the

date of invention is in issue, the inquiry, in the particular

phase under discussion is, whether the concept proved to have

existed prior to the application for the patent is sufficiently

definite and similar enough, in essence, to that of the patent to

be substantially the same invention as that patented. The fact

that any change from the original idea whose date is proved,

and that covered by the patent, was made by the originator of

'the idea himself does not matter. If the change has been of

the essence, has required inventive genius, the date of the new

invention can not be carried back to that of the original. 'The

invention or discovery relied upon as a defense must have been
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complete, and capable of producing the result sought to be

accomplished; ... If the thing were embryonic or inchoat;

if it rested in speculation or experiment; if the process pursued

for its development had failed to reach the point of consumma-

tion, it can not avail to defeat [or to protect] a patent founded

upon a discovery or invention which was completed, while in

the other case there was only progress, however near that

progress may have approximated the end in view. The law

requires not conjecture but certainty. If the question relates

to a machine, the conception must have been clothed in sub-

stantial forms which demonstrate at once its practical efficiency

and materiality." 180 And again, 181 " Although prior unsuccess-

ful experiments in part suggested the construction which the

patentee adopted and perfected, this fact will not defeat [nor

protect] the patent." 182 Neither would incomplete, inchoate

180 Coffin v. Ogden, 18 Wall. 120, 124.

181 Whittlesey v. Ames, 13 Fed. 893, syl.

182 Agawam Co. v. Jordan, 7 Wall. 583, 602. "The settled rule of law

is that whoever first perfects a machine is entitled to the patent, and is

the perceptible actualities presented. Mud1 the same precedents may be used, in arriving at a particular conclusion upon
the evidence presented, as are used for guidance in determining whether certain p,r ior knowledge_· constitutes anticipation.
The question is really the same. In the ascertainment of anticipation the inquiry is, whether the knowledge proved to
have existed, prior to the patent) is sufficiently defini~e ·and
similar to constitute substantially the same thing. When the
date of invention is in issue, the inquiry, in the particular
phase under discussion is, whether the concept proved to have
existed prior to the application for the patent is sufficiently
definite and similar enough, in essence, to that of the patent to
be substantially the same invention as that patented. The fact
that any change from the original idea whose date is proved,
and that covered by the patent, was made by the originator of
'the idea himself does ilot matter. If the change has been of
the essence, has required inventive genius, the date of. the new
invention can not be carried back to that of the original. ''The
invention or discovery relied upon as a defense must have been
complete, and capable of producing the result sought to be
accomplished; . . . If the thing were embryonic or irichoat;
if it rested in speculation or experiment; if the process pursued
for its development had failed to reach the point of consummation, it can not avail to def eat [or to protect] a patent founded
upon a discovery or invention which was completed, while in
the other case there was only progress, however near that
progress may have approximated the end in view. The law
requires not conjecture but certainty. If the question relates
to a machine, the conception must have been clothed in sub:- .
stantial forms which demonstrate at once its practical efficiency
and materiality." 180 And again;1 81 "Alt~ough prior unsuccess:iul experiments in_ part suggested the construction which the
pat~ntee adopted and perfected, this fact will not defeat [nor
182
protec~] the patent."
Neither would incomplete, inchoate
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is tpat whoever first perfects a . machine is entitled to the patent, and is
1 81

io6 Patents and Inventions

ideas of the invention suffice to carry the date of invention

106

Patents and Inventions

back of the date of application for the patent, against a show-

ing of knowledge between the dates of the experiments and

that of the application. 183

As illustrative of the effect of collateral circumstances upon

proof of the date of invention, is the case, just referred to, of

Loom Co. v. Higgins. 184 Here, one Davis professed to have

invented a device, prior to Webster's production of it. The

court rejected this claim, for lack of evidence, and said inci-

dentally, "Another circumstance seems to us as having much

weight in this connection. It was found that the loom No.

50, and the Sterling loom, when completed in 1871, worked

with wonderful success ; sometimes as many as sixty yards be-

ing woven on one loom in ten hours. If Davis was the in-

ventor of the wire motion applied to these looms, why did he

never apply for a patent for it? He was already a patentee

of a different and inferior apparatus. He knew all about the

method of going about to get a patent. He belonged to a

profession which is generally alive to the advantages of a
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patent-right. On the hypothesis of his being the real inventor

his conduct is inexplicable."

the real inventor, although others may have previously had the idea and

made some experiments toward putting it into practice. He is the inventor

and is entitled to the patent who first brought the machine to perfection

and made it capable of useful operation."

iss F or further authorities see the discussion of the inquiry as to what

constitutes sufficient knowledge to anticipate. Westinghouse Elec. Co. v.

Beacon Lamp Co., 95 Fed. 462; The Wood-paper Pat., 90 U. S. 566, 594;

Allis v. Buckstaff, 13 Fed. 879; Hillard v. Fisher-Book-Typewriter Co.,

159 Fed. 439, 441, "Statements in a prior application relied upon to prove

anticipation must be so clear and explicit that those skilled in the art "will

have no difficulty in ascertaining their meaning" ; Lincoln Iron Works v.

M'Whirter Co., 142 Fed. 967.
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ideas of the invention suffice to carry the date of invention
back of the date of application for the patent, against a showing of knowledge between the dates of the experiments and
that of the application. 183
As illustrative of the effect of collateral circumstances upon
proof of the date of invention, is the case, just referred to, of
Loom Co. v. Higgins. 184 Here, one Davis professed to have
invented a device, prior to Webster's production of it. The
court rejected this claim, for lack of evidence, and said incidentally, "Another circumstance seems to us as having much
weight in this connection. · It was found that the loom No.
50, and the Sterling loom, when completed in 1871, worlced
with wonderful success; sometimes as many as sixty yards being woven on · ope loom in ten hours. If Davis was the inventor of the wire motion applied to these looms, why did he
never apply for a patent for it? He was already a patentee
of a different and inferior apparatus. He knew all about the
method of going about to get a patent. He belonged to a
profession which is generally alive to the advantages of a
patent-right. On the hypothesis of his being the real inventor
his conduct is inexplicable."
the real inventor, although others may have previously had the idea and
made some experiments toward putting it into practice. He is the inventor
and is entitled to the patent who first brought the machine to perfection
and made it capable of useful operation."
l83 For further authorities see the discussion of the inquiry as to what
constitutes sufficient knowledge to anticipate. Westinghouse Elec. Co. v.
Beacon Lamp Co., 95 F~d. 462; The Wood-paper Pat., 90 U. S. 566, 594;
Allis v. Buckstaff, 13 Fed. 879; Hillard v. Fisher-Book-Typewriter Co.,
159 Fed. 439, 441, "Statements in a prior application relied upon to prove
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