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The statute provides, 50 * "Any person wh$ IfraS invented any

new, original, and ornamental design fo^an article of manu-

facture, not known or used by others in this country before

his invention thereof, and not patented or described in any

CHAPTER X

printed publication in this or any foreign country before his

invention thereof, or more than two years prior to his appli-

cation, and not in public use or on sale in this country for

DESIGNS

more than two years prior to his application, unless the same is

proved to have been abandoned, may, upon payment of the

fees required by law and other due proceedings had, the same

as in cases of invention or discoveries covered by 'section forty-

eight hundred and eighty-six, obtain a patent therefor.^ The.

Commissioner may dispense with models^of designs- when the

design can be sufficiently represented by drawings or photo-'

graphsr~Patenls for de^igns.jiia^be_^ranted : for the term of

three years and six months, or for seven years, or for four-

teenjrears, as the applicantTmay, in his application, elect. All
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The regulations and provisions which apply to obtaining or

protecting patents for inventions or discoveries not inconsistent

with the provisions of this title shall apply to patents for de-

signs." "Hereafter, during the term of letters patents for

a design, it shall be unlawful for any person other than the

owner of said letters patent, without the license of such owner,

to apply the design secured by such letters patent, or any color-

able imitation thereof, to any article of manufacture for the

purpose of sale, or to sell or expose for sale any article of

manufacture to which such design or colorable imitation shall,

without the license of the owner, have been applied, knowing'

that the same has been so applied. Any person violating the

provisions, or either of them, of this section, shall be liable in

509 R. S. 4829-31-33, and "Act of Feb. 4, 1887."
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the amount of two hundred and fifty dollars; and in case the

total profit made by him from the manufacture or sale, as

aforesaid, of the article or articles to which the design, or

colorable imitation thereof, has been applied, exceeds the sum

of two hundred and fifty dollars, he shall be further liable for

the excess of such profit over and above the sum of two hun-

dred and fifty dollars ; and the full amount of such liability

may be recovered by the owner of the letters patent, to his own

use, in any circuit court of the United States having jurisdic-

tion of the parties, either by action at law or upon a bill in

equity for an injunction to restrain such infringement."

As the section providing for a patent is in the same phrase-

ology precisely as the section 510 providing for patents for the

invention of an art, machine, etc., it is evident that the same

inquiries and issues must arise in regard to design patents as

come before the courts in other patent cases. It follows equal-

ly that the decisions should be arrived at upon the same prin-

ciples and by the influence of the same factors.

DISTINCTION BETWEEN DESIGNS AND MANUFACTURES. The
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greatest difficulty in discussion involving designs, so far as the

law and not mere fact is concerned, is to distinguish between

a design and a manufacture or composition of matter. A de-

sign is broadly definable in its patent law use, as well as in com-

mon parlance, as the delineation or configuration of matter.

It depends for its effect, for its distinction from anything else,

upon arrangement of matter. Every design is necessarily con-

stituted by the contour of substance or the relation of various

substances, the relation of ink and paper .for instance. A

~

the amount of two hundred and fifty dollars; and in case the
total profit made by him from the manufacture or sale, as
aforesaid, of the article or articles to which the design, or
colorable imitation then~<?f, ·4a~ b~en applied, exceeds the sum
of two hundred and fifty dollars, he shall be further liable for
the excess of such profit over and' above the sum of two hunc;lred . and. fifty dollars; ancl the full amount of such liability
~ay .be recovered by the owner: ·of the letters patent, to his .o wn
\lSe, .i~ any c~rcuit court of the United States having jurisdiction of the parties, either by action at law .or upon a bill in
equity for an. injunction to restrain such infringement."
As the section providing for a patent is in the same phraseology precisely as the section 510 providing for patents for the
invention ·o f an art, machine, etc., it is evident that the .same
iriqui~ie~ and issues m~st ~rise in regard to design patents as
~ome befor:e the courts in other patent cases. It. follows equally that .the decj~ion~ shoulc;l be arrived at upon. th~ same principles and by the infi uence <? f the .same factors. .

design, to be patentable. is undeniably artificial. In a certain

sense, and wholly proper use of the terms, a design is there-

fore both a manufacture and a composition of matter. In

common parlance, the name of design is probably restricted to

the idea of outline as projected upon a plane surface ; the silhou-

ette contour or arrangement, of matter. Even the "design of

a church" and similar phrases convey the meaning not of three

dimentional substance, but of planes, of flat outlines, which

sio R. s.
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may however be so arranged dihedrally that the whole forms

a three dimentional body. It is difficult for the average mind

to think of ''design" in any other way. The patent law, how-

ever, extends the scope of the section allowing design patents

to solid as well as to plane contour. 511

One of the comparatively few elements by which one manu-

facture can be distinguished from another is its physical out-

line, its contour. One collar button, for instance, may be of

the same material as another and its static purpose the com-

mon one of holding a collar to the collar band, but its essen-

tial idea of means for accomplishing that purpose may be so

different from that of known collar buttons as to amount in

itself to an invention. Yet its only perceptible difference from

other collar buttons may be its physical contour. More funda-

mentally, its essential difference is in its idea of means and

in the method of manufacturing which gave its peculiar shape.

Both of these elements are considered in determining identity,

but. the only direct impression of difference comes from its

sensible contour. As the effectuation of its peculiar purpose
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is also the result of its peculiar configuration, it might be said

that the configuration of the collar button was the invention,

the essential idea of means. Is this invention then, this con-

figuration, which constitutes an idea of means and which, in

its tangible embodiment, is a new manufacture, to be patented

as a "design," or as a "manufacture" embodying a new idea

of. means. If it be assumed that the design is "ornamental,"

511 Prior to 1902 the statute itself read, "Any person who has invented

any new, original, and ornamental design for an article of manufacture,

not known or used by others in this country before his invention thereof,

and not patented or described in any printed publication in this or any

foreign country before his invention thereof, or more than two years

prior to his application, and not in public use or on sale in this country

for more than two years prior to his application, unless the same is proved

to have been abandoned, may, upon payment of the fees required by law

and other due proceedings had, the same as in cases of invention or dis-

coveries covered by section forty-eight hundred and eighty-six, obtain a

patent therefor." The earlier statutes expressly included with designs,

"any new and original shape or configuration of any article of manufac-

ture." The present statute speaks of "models of designs."

may however be so arrangeq dihedrally that the ·whole forms
a three dimentional body. It is difficult for the average mind
to think of "design" in any other way. The patent law, however, extends the scope of the section allowing design patents
to solid as weli as to plane contour. 511
One of the comparatively few elements by which one manufacture can be distinguished from another is its physical outline, its contour. One collar button, for instance, may be of
the same material as another and its static purpo,se the common one .of holding a collar to the collar band, but its essential idea of means for accomplishing that purpose may be so
different from that of known collar buttons as to amount in
itself to an invention. Yet its only perceptible difference from
other collar buttons may be its physical contour. More fundamentally, its essential difference is in its idea of means and
in the method of manufacturing which gave its peculiar shape.
Both of these elements are considered in determining identity,
but. the only direct impression of difference comes from its
sensible contour. As the effectuation of its peculiar purpose
is also the result of its peculiar configuration, it might be said
that the configuration of the collar button was the invention,
the essential idea of means. Is this invention then, this configuration, which constitutes an idea of means and which, in
its tangible embodiment, is a new manufacture, to be patented
as a "design," or as a "manufacture" embodying a new idea
of , means. If it be assumed that the ·design is "ornamental,"
511 Prior to 1902 the statute itself read, "Any person who has invented
any new, original, and ornamental design for an article of manufacture,
not known or used by others in this country before his invention thereof,
and not patented or described in any printed publication in this or any
foreign country before his invention thereof, or more than two years
prior to his application, and not in public use or on sale in this country
for more than two years prior to his application, unle<:;s the same is proved
to have been abandoned, may, upon payment of the fees required by law
and other due proceedings had, the same as in cases of invention or discoveries covered by section forty-eight hundred and eighty-six, obtain a
patent therefor." The earlier statutes expressly included with designs,
"any new and original shape or configuration of any article of manufacture." The present statute speaks of "models of designs."
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as required by the statute, it might be patented under either

section, in the choice of the patentee. 512

This duplex character of the invention, as a design and a

manufacture, at once gives rise to the possibility of such ques-

tions as the following; Automobile "all-year round" tops have

been known and used for some years; if one should by mere

mechanical skill evolve certain advantages of shape, the im-

proved top would not be patentable as a manufacture because

lacking in invention. This new shape would, however, be in

ordinary sense a design. Could the mechanic secure a design

patent, and thereby preclude others from making or using tops

of that design? If he could, his monopoly would be as effec-

tive as though he had secured the patent for a manufacture

from which lack of invention precluded him. Again, if one

has a design patent for a peculiar shape and contour of a knob

or stud for hanging pictures on walls, can he preclude others

from making, using and selling collar-buttons which happen

to be of that exact contour? An affirmative decision on either

question would be wholly incongruous with the spirit of the
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patent law.

The answer to the first type of issue depends upon whether

a design patent ought to be granted under such circumstances.

If granted, it would seem to preclude the use suggested. In

the second type of case the answer depends on the scope of

protection that a design patent gives.

The first inquiry, then^ is for what designs a design patent

may be issued. It is impossible to make any exact distinction

between those manufactures and compositions of matter which

may be patented as designs only under 4929 and those w r hich

may be patented as nominally manufactures or compositions

of matter under 4886. Broadly it may be said that those

512 Clark v. Bousefield, 10 Wall, (77 U. S.) 133; Williams Calk Co. v.

Nevefslip Mfg. Co., 136 Fed. 210; Bradley v. Eccles, 126 Fed. 945; It

should be noted, however, that "ornamental" is synonymous, with "visi-

ble" and nothing, practically speaking, has been refused patentability under

4929, except when, as in the last case cited, where the design was for a

packing for a joint, it is by the nature of its purpose invisible. Dominick

& Haff v. Wallace & Sons Co., 209 Fed. 223.

as requfred by the statute, it might be patented under either
section in the choice of the patentee. 512
This duplex character of the invention, as a design and a
manufacture, at once gives rise to the possibility of such questions as the following; Automobile "all-year round" tops have
. been known and used for some years; if one should by mere
mechanical skill evolve certain advantages of shape, the improved top would no be patentable as a manufacture because
lacking in invention. This new shape would, however, be in
ordinary sense a design. Could the mechanic secure a design
patent, and tl~ereby preclude others from making or using tops
of that design? If he could, his monopoly would be as effective as though he had secured the patent for a manufacture
from which lack of invention precluded him. Again, if one
has a design patent for a peculiar shape and contour of a knob
or stud for hanging pictures on walls, can he preclude others
from making, using and selling collar-buttons which happen
.to be of that exact contour? An affirmative decision on either
question would be wholly incongruous with the spirit of the
patent law.
The answer to the first type of issue depends upon whether
a design patent ought to be granted under such circumstances.
If granted, it would seem to preclude the use suggested. In
the second type of case the answer depends on the scope of
protection that a design patent gives.
The first inquiry, then: is for what design5 a design patent
may be issued. It is impossible to make any exact distinction
between those manufactures and compositions of matter whichmay be patented as designs only under § 4929 and those which
may be patented as nominally manufactures or compositions
of matter under § 4886. Broadly it may be said that those

--------

512 Clark v. Bousefield, IO Wall, (77 U. S.) 133; Wi1liams Calk Co. _v.
Never lip Mfg. Co., i36 Fed. 210; Bradley v. Eccles, 126 Fed. 945; It
hould be noted, however, that "ornamental' is synonymous, with "visible" and nothing, practically speaking, has been refused patentability under
§ 4929, except when, as in the last case cited, where the de ign was for a
packing for a joint, it is by the nature of its purpose invi ible. Dominick
& Haff v. Wallace & Sons Co., 209 Fed. 223.
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whose jsole_ p^rpose_js_JH*kase-^

desigrt THs lack of purpose other than pleasure to the eye,

is often loosely and confusingly spoken of as 'lack of util-

ity." 513

As it is impossible to dissociate visual impression from the

composition and configuration of matter out of which it arises,

it is impossible to separate a design from the matter which

gives it concrete existence. It is therefore the peculiar compo-

sition or configuration of matter that is really patented,

whether the thing covered by the patent be looked upon as a

concrete idea of means or the physical embodiment of a con-

crete idea. 514 So, even those creations which, because of their

purpose may be patented as designs, are of the same character

as those whose less esthetic purpose requires them to be pat-

ented under section 4886. It is impossible in the case of a

manufacture or composition of matter to say that it must be

patented under either section.

513 The lack of distinction to be drawn from the use of "ornamental"

is referred to above. The interrelation of patentability is also shown by
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the fact that a design patent will serve to anticipate a mechanical patent

Williams Calk Co. v. Neverslip Mfg. Co., 136 Fed. 210 and a mechani-

cal patent will serve to anticipate a design patent Roberts v. Bennett,

136 Fed. 193.

514 N. Y. Belting Co. v. N. J. Rubber Co., 137 U. 8/445, "There is one

feature of this patent which presents an interesting if not a novel aspect.

We are in the habit of regarding a design as a thing of distinct and

,. . . .__,_.......w.;~"-J::'urpose
. eye must
atent
as,- - -desi
1s lack of purpose other than pleasure to the eye,
is often loosely ai:id 'c onfusingly -spoken of as "lack of util...
ity. '513
s it is impossible to dissociate visual impression from the
composition and configuration of matter. out of which it arises,
it is impossible to separate a design · from the matter which
gives it concrete existence. It is therefore the peculiar composition or configuration of matter - that is really ·patentea,
whether the thing covered by -the patent be looked upon as a
concrete idea of means or the physical embodiment of ·a concrete idea. 514 So, even those creations which, because of their
purpose may be patented as designs, are of the same character
as those whose less esthetic purpose requires them to be patented under section 4886. It is impossible in the· case of a
manufacture or composition of matter to say that it must be
patented under either -section.

fixed -individuality of appearance a representation, a picture, a delinea-

tion, a device. A design of such a character, of course, addresses itself

to the senses and the taste, and produces pleasure or admiration in its

contemplation. But, in the patent before us, the alleged invention is

claimed to be something more than such a design. It is claimed to have

an active power of producing a physical effect upon the rays of light, so

as to produce different shades and colors according to the direction in

which the various corrugated lines are viewed a sort of kaleidoscope

effect. It is possible that such a peculiar effect, produced by such a par-

ticular design, impressed upon the substance of india-rubber, may consti-

tute a quality of excellence which will give to the design a specific char-

acter and value and distinguish it from other similar -designs that have not

such an effect. As this is a question which it is not necessary now to de-

cide, we express no opinion upon it." Pelouze Scale & Mfg. Co. v. Am.

Cutlery Co., 102 Fed. 916; Hammond v. Stockton, etc. Works, 70 Fed. 716.

513 The lack of distinction to be drawn from the u ~ e of ''ornamental"
is referred to above. The interrelation of patentability is also shown by
the fact that a design patent will serye to.. anticipate a mechanical paten.t
-Williams Calk Co. v. Neverslip Mfg. Co .. 136 Fed. 210-and a mechani ..
cal patent will serve to anticipate ~ design patent-Roberts v. Bennett,
136 Fed. 193· .
,
514 N. Y. Belting Co. v. N. ]. Rubber Co., 137 U. S. 445, "There is one
feature of this patent which presents an interesting if not a novel aspect.
We are in the habit of regarding a design as a thing of distinct and
fixed .. individuality- of appearance-a representation, a picture, a delineat~on, a device. A design of such a character, of course, addresses itself
to the senses and the taste, and produces pleasure or admiration in its
contemplation. But, in the patent before us, the alleged invention is
claimed to be something more than such a design. It is claimed to have
an active power of producing a physical effect" upon the rays of light, so
as to produce different shades and colors according to the direction in
which the various corrugated· lines are viewed-a sort of kaleidoscope
effect. It is possible that such a peculiar effect, produced by such a particular design, impressed upon the substance of india-rubber, may constitute a quality of excellence which will give to the design a specific character and value and distinguish it from other similar .designs that have not
such an effect. As this is a question which it is not ntcessary now to decide, we express no opinion upon it." Pelouze Scale & Mfg. Co. v. Am .
. Cut~e_ry Co., 102 Fed. 916; Hammond _v. Stockton, ~tc. Works, 70 Fed. 716.
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This identity of character is hardly demonstrable by refer-

ence to cases, but it is clearly the implication throughout them.

Assuming it to be the fact, it follows that the same principles

and influencing factions ought to be followed in decisions upon

design patents as upon others. The cases state that the same

ones are followed. 'The law applicable to design patents does

not materially differ from that in cases of mechanical patents,

and all the regulations and provisions which apply to the ob-

taining or protection of patents for inventions or discoveries

shall apply to patents for designs." 515

INVENTIVE QUALITY REQUIRED. It follows, therefore, that,

like all other patentable creations, a design" to be patentable

mjj&t-be-^fcrre piodutt uf mventiyje..getHs-.- M^re^-skt&fiiLadap-

tati5nTreadjustmeiitrg r '^ designs is not

ofTrEse'Ti' sumcienFTowarrant a patent, there must be present

in the_jie3\ij)roduction the same psychological factor of in-

vention that isrequisue for other patents. 516 It sequentially

follows that the same factors are active in determining the

psychological fact, that is to say, in inducing the opinion as
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to the presence or absence of invention. 517

515 Mr. Ch. Justice Fuller in Smith v. Whitman Saddle Co., 148 U. S.

674, 679, quoting from Northrup v. Adams, 12 O. G. 430, 2 Bann & Ard.

567.

516 Smith v. Whitman Saddle Co., 148 U. S. 674 ; Foster v. Crossin, 44

Fed. 62; Ripley v. Elsom Glass Co., 49 Fed. 927; N. Y. Belting, etc. Co.

v. N. J. Car Spring Co., 53 Fed. 810; Soehner v. Favorite Stove Qo., 84

Fed. 182; Westinghouse Elec. & Mfg. Co. v. Triumph Electric Co., 97

Fed. 99, "utility" not necessary; Cary Mfg. Co. v. Neal, 98 Fed. 617; Am.

Elec. Novelty Co., v. Newgold, 113 Fed. 877; Mygatt v. Schaufrer-Flaum

Co., 91 Fed. 836; Chas. Boldt Co. v. Turner Bros. Co., 199 Fed. 139;

This identity of character is hardly demonstrable by reference to cases, but it is clearly the implication throughout them.
Assuming it to be the fact, it follows that the sam~ principles
and influencing factions ought to be followed in decisions upon
design patents as upon others. The cases state that the same
~nes are followed. "The law applicable to design patents does
not materially differ from that in cases of mechanical patents~
and all the regulations and provisions which apply to the obtaining or protection of patents for inventions or discove~ies
shall apply to patents for designs." 515
INVENTIVE QUALITY ·REQUIRED. It follows, therefore, that,
like all other patentable creations, a
e pa en able
must be t:he pt oduct of i&v:
il:l .
·
adaptati.on, rea . JUstmen ,
o ment of known destgns is not
of. 1 se su c1ent to warrant a patent, there must be present
~...;:.;:..;~-..i;;..r=--:oduction the same psychological factor of inventidn that is reqm e or ot er patents. 516 It sequentially
follows that the same factors are active in determining the
psychological fad, that is to say, in inducing ·the op1mon as
to the presence or absence of invention. 517

Bergner v. Kaufman, 52 Fed. 818, aggregation held not to be invention ;

Post v. Richards Hardware Co., 26 Fed. 618, mere substitution of ma-

terials held not invention ; Dominick & Haff v. Wallace & Sons Co.,

209 Fed. 223.

517 In Smith v. Whitman Saddle Co., supra, it was expressly declared that

"where a new or original shape or configuration of an article of manu-

facture is claimed, its utility may be also an element for consideration."

The statute under which this case was determined provided for the pat-

enting not only of "new and original designs" but also of "New, useful

and original shapes." Lehnbeuter v. Holthaus, 105 U. S. 94, holding also

that the design patent is, like other patents, "prima facie evidence of both

Mr. Ch. Justice Fulle~ in Smith v. Whitman Saddle Co., 148 U. S.
674,· 679, quoting from Northrup v. Adams, 12 0. G. 430, 2 Bann & Ard.
567.
516 Smith v. Whitman Saddle Co., 148 U. S. 674; Foster v. Crossin, 44
Fed. 62; Ripley v. Elsom Glass Co., 49 Fed. 927; N. Y. Belting, etc. Co.
v. N. ]. Car Spring Co., 53 Fed. 810; . oehner v. Favorite Stove · Co., 84
Fed. 182; Westinghouse Elec. & Mfg. Co. v. Triumph Electric Co., 97
Fed. 99, "utility" not necessary; Cary Mfg. Co .. v. Neal, 98 Fed. 617; Am.
Elec. Novelty Co., v. Newgold, n3 Fed. 877; Mygatt v. Schauffer-Flaum
__Co~, 91 Fed. 836; Cha·s. Boldt Co. v. Turner Bros. Co., 199 Fed. 139;
Bergner v. Kaufman, 52 Fed. 818, aggregation held not to be invention;
Post v. Richards Hardware Co., 26 Fed. 618, mere substitution of materials held not invention; Dominick & Haff v. Wallace & .Sons Co.,
209 Fed. 223.
517 In Smith v. Whitman Saddle Co., supra, it was expressly declared that
·" where a new or original shape or configuration of an article of manufacture is claimed, its util~ty may be also an element for consideration."
The statute under w·hich this case was determined provided for the patenting not only of "new and original designs" but ajso of "New, useful
and original shapes." Lehnbeuter v. Holthaus, 105 U. S. 94, holding also
that the design patent is, like other patents, "Prima facie evidence of both
515
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To revert to the possible questions suggested, it would ap-

pear that whether the design for an automobile top could be

patented or not would depend on whether it was the product

of inventive genius or merely the result of mechanical skill.

The issue would be precisely the same as if the patent had

been sought under 4886 instead of the section allowing pat-

ents for designs. If it did not involve invention to produce

the new shape it could not be patented. If it had been pat-

ented, its use by another for purposes other than pleasure to

the eye would be merely the usual question of infringement.

Such would be the issue, also, in the suggested case of a collar-

button made in the configuration of a picture-knob whose de-

sign had been patented. The patentee of the design would be

entitled to all analogous uses for which matter revealing his

design might be used, just as a patentee under 4886 is en-

titled to all analogous uses to which the matter embodying his

idea of means may be put. But in any case, one is not pre-

cluded, by another's patent for one idea of means, from using

the precise substantial embodiment of that idea for an un-
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^.nalogous purpose. It is the concept, as we have said before,

that is patented, not the particular form of matter. So the

fact that matter of a certain design is used for a purpose not

ascriptable to the design itself might take the use out from

the preclusion of the design patent. The actual decision in

any particular case depends upon the opinion of the particular

court, but the law itself is definite enough, if the distinction

between the concept and the matter upon which it is impressed

be kept in mind. The question of whether a design patent has

been infringed is also the same as the question of infringe-

ment in other cases.

OBJECTIVE DESIGNS. As a design patent covers, theoretic-

ally, an idea of means for pleasing the eye, and those out of

novelty and utility.'' In accord on point that patent is prima facie evi-

dence of novelty is Ripley v. Elson Glass Co., 49 Fed. 927. Scofield v.

Browne, 158 Fed. 305, reception of the improvement by the public may

aid in determining its inventive quality; Chas. Boldt Co. v. Turner Bros.

Co., 199 Fed. 139, public reception may be considered in determining pres-

ence of invention.

To revert to the possible questions suggested, it would. appear that whether the design for an automobile top could be
patented or not wou1~ depend on wh.e ther it was the pn~duct
of. inventive genius or merely the result of mechanical .skill.
The issue would be precisely the same as if the_patent had
been sought under § 4889 instead of the section allowing patents for designs. If it did not involve invention to produce
the new shape it could not be patented. If it had been pat. ented, its use by another for purposes other than pleasure to
the eye would be m.ereJy the usual question of in~ringement.
Such would be the issue, also, in the suggested case of a collarbutton made in the configuration of a picture-knob whose design had been patented. The patentee of the design would be
entitled to all analogous uses for which ,matter revealing his
design might be used, just as a patentee under § 4886 is entitled to all analogous uses to which the matter embodying his
idea of means may be put. ~ut in any case, one is not precluded, by another's patent for one idea of means, from using
the precise substantial embodiment of that idea for an un-analogous purpose. It is the concept, as we have said before,
that is patented, not the particular form of matter. So the
fact that matter of a ·c ertain design is used for a purpose not
ascriptable to the design itself might take the use out from
the preclusion of the design patent. The actual decision in
any particular case depends upon the opinion of the particular
court, but the law itself is definite enough, if the distinction
between the concept and the matter upon which it is impressed
be kept in mind. The question of whether a design patent has
been infringed ·is also the same as the question of infringement in other cases.
OBJECTIVE DESIGNS.
As a design patent covers. theoretically, an idea of means for pleasing the eye; and those out of
novelty and utility.'' In accord on point that patent is prima facie evidence of novelty is Ripley v. Elson Glass Co., 49 Fed. 927. Scofield v.
Browne, 158 Fed. 305, reception of the improvement by the public may
aid ih determining its inventive quality; Chas. Boldt Co. v. Turner Bros.
Co., r99 Fed. r39, public reception may be considered in determining presence of invention.
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which litigation most frequently arises are actually of this

sort, all factors determinative of the presence of invention or

the fact of infringement are usually omitted from considera-

tion except that of the effect on the eye. Other factors may

be considered, but the cases in which they do not appear and

could not have a part are so frequent that they are usually

ignored in judicial expression. In very many cases, there-

fore, the inventive quality of a design seems to have depended,

and probably did depend, solely upon its visible similarity to

those already known, or its difference from them. So also

the infringement of a later design seems to have been decided

wholly by the distinction between them which could be per-

ceived through the eyes.

In regard to this identity of visible characteristics the rule

is probably that laid down in Gorham Co. v. White; 518 "the

thing invented or produced, for which a (design) patent is

given, is that which gives a peculiar or distinctive appearance

to the manufacture, or article to which it may be applied, or

to which it gives form. ... It is the appearance itself, there-
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fore, no matter by what agency caused, that constitutes main-

ly, if not entirely, the contribution to the public which the

law deems worthy of recompense." 519 It must be remembered

that the court is here expressing itself in regard to a design

whose sole purpose was its effect upon the eye. It was defi-

nitely stated by the later case of Smith v. Whitman Saddle

Co., 520 in direct reference to the statement of rule just quoted,

that appearance is not the only criterion, but that such ele-

ments as the more material usefulness of a design, or its effect

upon other senses, than sight, may be considered if they enter

into its character. But to the extent that visible character is

the test of invention or infringement, the court held that it is

the appearance to the eye of "an ordinary observer," It said,

"The court below was of the opinion that the test of a patent

for a design is not the eye of an ordinary observer. The

5 * 8 14 Wall. 511.

519 Accd. Dobson v. Dorman, 118 U. S. 10; Braddock Glass Co. v. Mac-

beth, 64 Fed. 118.

520 148 U. S. 674.

which litigation mo t frequently arises are actually of thi
sort, all factor determinative of the presence of invention or
the fact of infringement are usually omitted from consideration except that of the effect on the eye. Other factors may
be considered but the cases in which they do not appear and
· could not have a part are so frequent that they are usually
ignored in judicial expression. In very many cases, there£ore, the inventive quality of a design seems to have depended,
and probably did depend, solely upon its visible similarity to
those already known, or its difference from them. So al o
the infringement of a later design seems to have been decided
wholly by the distinction between them which could be perceived through the eyes.
In regard to this identity of visible characteristics the rule
is probably that laid down in Gorham Co. v. White ;518 the
thing invented or produced, for which a (design) patent is
given, is that which gives a peculiar or distinctive appearance
to the manufacture, or article to which it may be applied, or
to which it gives form . . . . It is the appearance itself, therefore, no matter by what agency caused, that constitutes mainly, if . not entirely the contribution to the public ~hich the
law deems worthy of recompense." 519 It must be remembered
that the court is here expressing itself in regard to a design
whose sole purpose was its effect upon the eye. It was definitely stated by the later case of Smith v. Whitman Saddle
Co., 520 in direct reference to the statement of rule just quoted,
that appearance is not the only criterion, but · that such elements as the more material usefulness of a design, or its effect
upon other senses, than . sight, may be considered if they enter
into its character. But to the extent that visible character is
the test of invention or infringement, the court held that it is:
the appearance to the eye of "an ordinary observer." It said,
"The court below was of the opinion that the test of a patent
for a design is not the eye of an ordinary observer. The
sis 14 Wan.

sn.

Aced. Dobson v. Dorman, n8 U. S. ro; Braddock Glass
beth, 64 Fed. I 18.
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learned judge thought there could be no infringement unless

there was substantial identity 4 in view of the observation of

a person versed in designs in the particular trade in question

of a person engaged in the manufacture or sale of articles

containing such designs of a person accustomed to compare

such designs one with another, and who sees and examines

the articles containing them side by side.' There must, he

thought, be a comparison of the features which make up the

two designs. With this we cannot concur. Such a test would

destroy all the protection which the act of Congress intended

to give. There never could be piracy of a patented design,

for human ingenuity has never yet produced a design, in all

its details, exactly like another, so like, that an expert could

not distinguish them. No counterfeit bank note is so identical

in appearance with the true that an experienced artist cannot

discern a difference. It is said an engraver distinguishes im-

pressions made by the same plate. Experts, therefore, are

not the persons to be deceived. Much less than that which

would be substantial identity in their eyes would be undistin-
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guishable in the eyes of men generally, of observers of ordi-

nary acuteness, bringing to the examination of the article upon

which the design has been placed that degree of observation

which men of ordinary intelligence give. It is persons of the

latter class who are the principal purchasers of the articles to

which designs have given novel appearances, and if they are

misled, and induced to purchase what is not the article they

supposed it to be, if, for example, they are led to purchase

forks or spoons, deceived by an apparent resemblance into the

belief that they, bear the 'cottage' design, and, therefore, are

the production of the holders of the Gorham, Thurber, and

Dexter patent, when in fact they are not, the patentees are

injured, and that advantage of a market which the patent was

granted to secure is destroyed. The purpose of the law must

be effected if possible; but, plainly, it cannot be if, while the

general appearance of the design is preserved, minor differ-

ences of detail in the manner in which the appearance is pro-

duced, observable by experts, but not .noticed by ordinary ob-

learned judge thought there could be no infringement unless
there was substantial identity 'in view of the observation of
a person versed in designs in the particular trade in question....-of a person engaged in the manufacture or sale of articles
containing such designs-of. a person accustomed to compare
such designs one with another, and who sees and examines
the articles containing them side by side.' There must, he
thought, be a comparisort of the features which make up the
two designs. With this we cannot concur~ Such a test would
destroy all the protection which the act of Congress intended
to give. There never could be piracy of a patented design,
for human ingenuity has never yet produced a design, in all
its details, exactly like another, so like, that an expert could
not distinguish them. No counterfeit bank note is so identical
in app<:arance with the true that an experienced artist cannot
discern a difference. It is said an engraver distinguishes impressions made by the same plate. Experts, therefore, are
not the persons to be deceived. Much less than that which
would be substantial identity ~!1 their eyes would be undistinguishable ill: the eyes of men generally, of observers of ordi:nary acuteness, bringing to the examination of the article u on
which the design has · ~een placed that degree of observation
which men of ordinary intelligence give. It is persons of the
latter -class who are the prinCipal purchasers of the articles to
which designs have given novel appearances, and if they are
misled, and induced to purchase what is not the article they
supposed it to be, if, for example, they are led to purchase
for ks or spoons, deceived by an apparent resemblance into the
belief that they_bear the 'cottage' design, and, therefore, are
the production of the holders of the Gorham, Thurber, and
Dexter patent, when in fact they are not, the patente~s are
injured and that advantage of a market which the patent was
granted to secure is destroyed. The purpose of the law must
be effected if possible; but, plainly, it cannot be if, while the
general appearance of the design is preserved, minor differences of detail in the manner in which the appearance is pro-duced, observable by experts, but not .noticed by ordinary ob-
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servers, by those who buy and use, are sufficient to relieve an

imitating design from condemnation as an infringement. We

hold, therefore, that if, in the eye of an ordinary observer,

giving such attention as a purchaser usually gives, two de-

signs are substantially the same, if the resemblance is such as

to deceive such an observer, inducing him to purchase one

supposing it to be the other, the first one patented is infringed

by the other." 521

As the principles which apply to design patents are identical

with those which have already been discussed throughout the

book nothing further need be said of them in this connection.

521 Accord. Jennings v. Kibbie, 10 Fed. 669, holding that testimony of

witnesses as to apparent identity is not necessary, and that the trial judge

may properly reach a decision as a result of the impression on his own

visual senses only.

The very slight difference of appearance necessary to constitute novelty

servers by those who buy and use, are sufficient to relieve an
imitating design from condemnation as an infringement. We
hold, there£ ore, that if in the eye of an ordinary observer,
giving such attention as a purchaser u ually gives, two designs are substantially .the same, if the resemblance is such as
to deceive such an observer, inducing him to purchase one
supposing it to be the 0th.er, the first one patented is infringed
by the other." 521
As the principles which apply to design patents are identical
with those which have already been discussed throughout the
book nothing further need be said of them in this connection.

in some cases where the appearance is the real purpose of the invention

is illustrated by the case of Pelouze Scale & Mfg. Co. v. Am. Cutlery Co.,

102 Fed. 916.
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Ripley v. Elson Glass Co., 49 Fed. 927 Byram v. Friedberger, 100 Fed.

963; Macbeth-Evans Glass Co. v. Rdsenbaum Co., 199 Fed. 154, the eye

of the ordinary observer decides the question.

52 1 Accord. Jennings v. Kibbie, IO Fed. 669, holdi:1g that testimony of
witnesses as to apparent identity is not necessary, and that the trial judge
may properly reach a decision as a result of the impression on his own
visual senses only.
The very slight difference of appearance necessary to constitute novelty
in some cases where the appearance is the real purpose of the invention
is illustrated by the case of Pelouze Scale & Mfg. Co. v. Am. Cutlery Co.,
102 Fed. 916.
Ripley v. Elson Glass Co., 49 Fed. 927 Byram v. Friedberger, 100 Fed.
963; Macbeth-Evans Glass Co. v. Rosenbaum Co., 199 Fed. 154, the eye
of the ordinary observer decides the question.

