CHAPTER IX

PROTECTION OF THE MONOPOLY

i. JURISDICTION OF THE COURTS

PATENT MONOPOLY WITHIN JURISDICTION OF FEDERAL

COURTS. The rights and privileges conferred by a patent are

protected and enforced by the Federal courts, and these have

jurisdiction that is exclusive of the state courts in such mat-

ters. 447

PATENT RIGHT, AS PROPERTY, is WITHIN JURISDICTION OF

STATE COURTS. This does not deprive the State courts of

jurisdiction of matters which do not determine rights granted

by a patent, even though the ownership of such rights, what-

ever they may be, is involved. Whenever the patent is in-

volved in controversy merely as a piece of property, without

calling into questi orf the errective^vaine. c>i surf] property, the

state" courtsTiave the same jurisdiction that they would have

in any other cases involving the ownership and control of

property. Contracts concerning the patent right are likewise

subject to the same jurisdiction that other contracts are. In
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many instances the owner of a patent who has contracted with

another in regard to its enjoyment has a choice of remedies.

The wrongful act of the defendant may be a branch of the

contract, through a use of the invention which has been clearly

forbidden by the terms of his agreement. This same act, being

done without the patentee's permission, would also be an in-

fringement of the patentee's exclusive right. If the owner

chooses to treat the wrong as a breach of the contract, his

suit is not within the limited jurisdiction of patent law but

must be brought in the courts having proper jurisdiction of

breaches of contract. If however he choosgs-fee-treat the mat-

ter as an unauthorized infringelnenT~oThis patent monopoly,

447 Act of March 3, 1911 (Judicial Code) 247

l urisdiction of C owrts

Jurisdiction of Courts 267

actionjnust be_in the Federal .courts. As the court has put

it, 448 "When a contract is made respecting a right under a

patent, and the parties get into litigation, confusion has some-

times arisen over the question whether the cause of action

originates in the contract or in the patent laws. The test is

this: If the plaintiff is seeking a judgment for debt or dam-

ages, or a decree for cancellation or specific performance, on

account of the defendant's breach of his covenants, the cause

of action arises out of the contract ; and, though the determina-

tion of the issue of breach or no breach may involve the in-

terpretation of the patent and of the prior art, the insistence of

the defendant that his device, according to the true construc-

tion of the patent and of the prior art, is not within the patent

right granted him in the contract, cannot change the nature of

the action. Standard Sewing Machine Co. v. Leslie, 118 Fed.

557, 55 C. C. A. 323. On the other hand, if the plaintiff is

seeking a judgment for damages, or a decree for an injunction

and an accounting, on account of the defendant's unauthorized
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use of the patent right in making or using or selling the device

without license, the cause of action arises out of the patent

laws; and, though the determination of the issue of infringe-

ment or no infringement may involve the interpretation of the

contract, the insistence of the defendant' that his act was

within his rights under the contract, if properly construed,

cannot change the nature of the action." 449

448 Victor Talking Machine Co. v. The Fair, 123 Fed. 424. Accd., Carle-

ton v. Bird, 94 Me. 182.

449 A suit for specific performance of a contract to furnish' money for

development purposes, in consideration of an interest in the profits of an

invention, and for an injunction against claiming title to the patent under

a fraudulent assignment, was held not to give the federal courts any

jurisdiction. Kurtz v. Straus, 106 Fed. 414.

On the other hand, in Henry v. Dick Co., 220 U. S. I, where the licensee

had expressly contracted not to use anything but plaintiff's ink with the

patented mimeograph but had used other ink, it was held that even though

suit might have been brought in the State courts for breach of contract

it might also be brought in the Federal courts for infringement of the

patent. Wilson v. Sanf ord, 10 How. 208 ; Kartell v. Tilghman, 99 U. S.

action must be in the Federal courts. As the court has put
it, 448 "When a contract is made respecting a right under a
patent, and the parties get into litigation, confusion has sometimes arisen over the question whether the cause of action
originates in the contract or in the patent laws. The test is
thi : If the plaintiff is seeking a judgment for debt or damages or a decree for cancellation or specific performance, on
.account of the defendant's breach of his covenants, the cause
of action arises out of the contract; and, though the determination of the issue of breach or no breach may involve the int~rpretation of the patent and of the prior art, the insistence of
the defendant that his device, according to the true construction of the patent and of the prior art, is not within the patent
right granted him in the contract, cannot change the nature of
the action. Standard Sewing Machine Co. v. Leslie, u8 Fed.
557, SS C. C. A. 323. On the other hand, if the plaintiff is
seeking a judgment for damages, or a decree for an injunction
and an accounting, on account of the defendant's unauthorized
use of the patent right in making or using or selling the device
without license, the cause of ~ction arises out of the patent
laws; and, though the determination of the issue of infringement or no infringement may involve the interpretation of the
contract, the insistence of the def endanf that his act was
within his rights under the contract, if properly construed,
cannot change the nature of the action." 449

547; Albright v. Teas, 106 U. S. 613, to recover royalties no invalidity of

Victor Talking Machine Co. v. The Fair, 123 Fed. 424. Aced., Carleton v. Bird, 94 Me. 182.
4 _4 9 A suit for specific performance of a contract to furnislf money for
development purposes, in consideration of an interest in the profits of an
invention, and for an injunction against claiming title to the patent under
a fraudulent assignment, was held not to give the federal courts any
'
jurisdiction. Kurtz v. Straus, 106 Fed. 414.
On the other hand, in Henry v. Dick Co., 220 U. S. l, where the licensee
had expressly contracted not to use anything but plaintiff's ink with the
patented mimeograph but had used other ink, it was held that even though
suit might have been brought in the State courts for breach of contract
it might also be brought in the Federal courts for infringement of the
patent. Wilson v. Sanford, IO How. 2o8; Hartell v. Tilghman, 99 U. S.
547; Albright v. Teas, lo6 U. S. 613, to recover royalties-no invalidity of
448
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Care must be taken to distinguish those cases in which the

remedy is optional from those in which the wrong done is not

something actually precluded by the contract but something

outside of it and not covered by it at all. In this latter type

of case there can be no action on the contract, and the suit

must be in the Federal courts, for infringement.

REMEDIES. The Federal courts have authority; to^ protect

the owner of the patenTby awarding him compensation for the

damages he has suffered by infringement, with a penalty added

in certaTrTTa-5e^r- : tr^^ral : 3Tiim the amount of profit the in-

f ringer has made; and to^preyerrLiurther infringement by in-

junction. 450 The procedure by which these remedies are se-

cured is not discussed in this book. It requires a knowledge

of federal procedure in general, and should properly be stud-

ied as a part of that subject. To separate that part of the

federal procedure which pertains particularly to patents, would

still leave so much of the common fundamentals to be eluci-

dated as to necessitate almost another volume. This treatise is,
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therefore, confined to the substantive part of the patent law.

Whichever remedy the plaintiff may choose to ask for, the

defendant is privileged by the statute 451 to show as a defense

that the patent on which suit is brought was secured by fraud

of some sort and is void on that account ; that it is void because

the right to it had been lost through abandonment, or public

use or sale more than two years prior to the application; that

the patentee was not in fact the first inventor or any inventor

at all and therefore was not entitled to a patent ; and that even

if the patent be valid the defendant has not infringed it. 452 The

patent set up; U. S. v. Palmer, 128 U. S. 262; Excelsior Wooden Pipe

Co. v. Pacific Bridge Co., 185 U. S. 282.

450 The courts can not award the patentee title to the things unlaw-

fully made by an infringer of the patent. Belknap v. Schild, 161 U. S. 10.

i R. S. 4920.

452 This broad statement covers practically the entire range of patent

law. Since the defendant may attack the validity of the patent, he may

do it on any ground anticipation, public use, fraud, or anything else.

Likewise he may set up anything that supports his defense of non-infringe-

ment. These matters are all discussed under their appropriate headings,

Care must be taken to distingui h those cases in which the
remedy is optional from those in which the wrong done is not
something actually preclud~d by the contract but something
outside of it and not covered by it at all. In this latter type
of case there ~an be no action on the contract, and the suit
must be in the Federal courts, for infringement.
REMEDIES. The Federal courts have authority ;-to protect
the owner of the patent y awar -mg him compensatioi110r the
amages he has suffered by infrino-ement, with a penalty added
ar him the amount of profit the inin certain
er ·nfringemeHt by inf ~inger has made; and to prevent
450
jt!!J.C±ion.
The proce ure by which these remedies are secured is not discussed in this book. It requires a knowledge
of federal procedure in general, and should propei-ly be studied as a part of that subject. To separate that part of the
federal procedure which pertains particularly to patents, would
still leave so much of the common fundamentals to be elucidated as to necessitate almost another volume. This treatise is,
therefore, confined to the subst~f!tive part of the patent law.
Whichever remedy the plaintiff may choose to ask for, the
defendant is privileged by the statute 451 to show as -a defense
that the patent on which suit is brought was secured by fraud
of some sort and is void on that account; that it is void because
the right to it had been lost through abandonment, or public
use or sale more than two years prior to the application; that
the patentee was not in fact the first inventor or any inventor
at all arid therefore was not entitled to a patent; and that even
if the patent be valid the defendant has not infringed it. 452 The
patent set up; U. S. v. Palmer, 128 U. S. 262; Excelsior Wooden Pipe
Co. v. Pacific Bridge Co., 185 U. S. 282.
45 0 The courts can not award the patentee title to the things unlawfully made by an infringer of the patent. Belknap v. Schild, 161 U. S. ro.
451 R. s. § 4920.
4 52 This broad statement covers practically the entire range of patent
law. Since the defendant may attack the validity of the patent, he may
do it on any ground-anticipation, public use, fraud, or anything else.
Likewise he may set up anything t?at supports his defen e of non-infringement. These matters are all discussed under their appropriate headings,
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defendant is not restricted to any one of these defenses but

may avail himself, so far as his evidence allows, of them all

In short, the defendant may both attack the validity of the

patent and deny infringement of its monopoly.

The patent as evidence. The burdn_of__2rogf in his at-

tack on the patent is thrown upon the defendant, because the

existence o_f_the patent is prima farAe evidence of its own

validity in whatever respect it may be attacked. In the

sence of any evidence to the contrary the legal conclusion is

that it was issued without fraud, to the proper person, for a

real invention. 453 This presumption of validity has been car-

ried in judicial statement to the extent that "every reasonable

doubt should be resolved against" the person attacking the

validity and effectiveness of the patent. 454

Patent not real evidence of invention. But while the patent

is pnrna /aoFevidence of its own validity, the evi3ence~~ts not

stfong^nough to have much real effect on the issue when

countervailing evidence is given. 4 " 5 ' This lack of evidenciary
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f orce-~nr~a~^)atenT ITasTeen a potent cause of the often ex-

pressed opinion, that a patent is never worth much of anything

and the patent statute is a delusion and snare. There can be

no doubt but that the layman believes the fact that a patent

and it is quite unnecessary to repeat that discussion under the title of

"defenses", a's is done by at least one text writer who states, and parti-

ally re-discusses, twenty-nine defenses.

453 Condit v. Bush, 132 U. S. 39; Am. Caramel Co. v. Mills & Bro., 149

Fed. 743 ; Parks v. Booth, 102 U. S. 96, "Neither damages nor profits can

be recovered unless the complaining party alleges and proves that he or

the person under whom he claims was the original and first inventor of the

patented improvement, and that the same has been infringed by the party

against whom the suit is brought. Both of those allegations must be

proved to maintain the siiit; but the patent, if introduced in evidence by

the complaining party, affords him prima facie evidence that the patentee

was the original and first inventor. That presumption, in the absence of

any satisfactory proof to the contrary, is sufficient to entitle him to re-

cover if he proves the alleged infringement/' West v. Frank, 149 Fed. 423.

454 Coffin v. Ogden, 18 Wall. 120, 124; Cantrell v. Wallick, 117 U. S. 689.

455 Palmer v. Corning, 156 U. S. 342; Hollister v. Benedict Mfg. Co., 113

U. S. 59, 7i ; N. Y. Belting Co. v. Sierer, 149 Fed. 756, 770; Warren Bros,

v. Owosso, 166 Fed. 309.

defendant is not restricted to any one of these defenses but
may avail himself, so far as his evidence allows, of them alL
In short, the defendant may both attack the validity of the
patent and deny infringement of its monopoly.
The patent a ~vidence. The bur
of roof in his attack on.___
the patent is thrown u on the defendant, because the
existence of the _patent i p_ri1 a f aci
v ·dence of its own
validity in whatever respect it may be attacked. In t e absence of any evidence to the contrary the legal conclusion is
that it was issued without fraud, to the proper person, for a
real invention. 453 This presumption of validity has been carried in judicial statement to the extent that "every reasonable
doubt should be resolved against' the person attacking the
validity and effectiveness of the patent. 4 5 4
Pa.tent not real evidence o invention. But while the patent
is prirna a-cie evidence of its O\\ n validity1 the evidence ii not
srrong enough to have much real effect on the issue when
1s ack o ev1 enciary
countervailing evi ence 1s given.
fore tn a pa ent as een a potent cause of the often expressed opinion, that a patent is never worth much of anything
and the patent statute is a delusion and snare. There can be
no doubt but that the layman believes the fact that a patent
and it is quite unnecessary to repeat that discussion under the title of
"defenses", a·s is done by at lea t one text writer who states, and partially re-discusse , twenty-nine defen es.
4 5 3 Condit v. Bush, 132 U. S. 39; Am. Caramel Co. v. Mills & Bro., 149
Fed. 743; Parks v. Booth, 102 U. S. 96, "Neither damages nor profits can
be recovered; unless the complaining party alleges and prove.s that he or
the person under whom he claims was the original and first inventor of the
patented improvement, and that the same has been infringed by the party
against whom the suit is brought. Both of those allegations must be
proved to maintain the suit; but the patent, if introduced in evidence by
the complaining party, affords .him prinza faci e evidence that the patentee
was the original and first inventor. That presumption, in the absence of
any satisfactory proof to the contrary, is sufficient to entitle him to recover if he proves the alleged infringement.-" West v. Frank, 149 Fed. 423.
4 5 4 Coffin v. Ogden, 18 Wall. 120, 124; Cantrell v. Wallick, 117 U. S. 68g.
45 5 Palmer v. Corning, 156 U. S. 342; Hollister v. Benedict Mfg. Co., II3
U. S. 59, 71; N. Y. Belting Co. v. Sierer, 149 Fed. 756, 770; Warren Bros.
v. Owosso, 166 Fed. 309.
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has been granted is legally supposed to be proof of its valid-

ity, and that a successful defense to an infringement suit

amounts to some sort of an evasion of the law, and of the pro-

tection which the statute intended a patent should give. If it

were the intent of the statute that the granting of a patent

should be anything more than the merest prima facie evidence

of its validity, the feeling that patents are generally undesir-

able, because useless, would be justified by the great number

of them which the courts have declared worthless, in compari-

son with those which have been held valid.

But the statute clearly never intended any such effect of ab-

solute validity to follow the issue of a patent. The procedure

of the Patent Office is necessarily such that the prior art can

not be examined for existing knowledge except as that knowl-

edge has been recorded in the office, and the issue of a patent

can signify nothing whatever as to the novelty of the alleged

invention, except as to such recorded knowledge. A particular

device might have been on sale in every shop in San Francisco,
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or even in Washington, for years and a patent nevertheless be

issuecLjor it, if the prior patents recorde^~nrtEe~Patent Office

did not show it. The Patent Office does not purport to be

omniscient in any respect. Furthermore, since the statute was

not intended to give a monopoly for every bright idea and me-

chanical change in the prior art, and the decision of the Com-

missioner of Patents is not final as to what amounts to such

narrow change from even the recorded art, it is obvious that

the issue of a patent means nothing as to whether the patentee

was really entitled to the monopoly he claimed. The patent

simply gives him the_jrigjit-4o--tt--rnr^^ no one

dis^tS-4t7~aTTdTHeria right to prove the validity of his claim

in court. When one realizes the number of persons who, hav-

ing conceived what appears to be a new and useful idea of

means, immediately ask for a patent on it, without any com-

petent investigation of existing knowledge, the number of

patents found by the courts to be invalid is not in the least de-

rogatory of the protection which the patent law gives to real

and original inventors.

has been granted is legally supposed to be proof of its validity, and that a successful defense to an infringement suit
amounts to some sort of an evasion of the law, and of the protection which the statute intended a patent shouid give. lf it
were the intent of the statute that the granting of a patent
should be anything more than the merest prima f acie evidence
of its validity, the feeling that patents are generally undesirable, because useless, would be justified by the great number
of them which the courts have declared worthless, in comparison with those which have been held valid.
But the statute dearly never intended any such effect of ab- solute validity to follow the issue of a patent. The procedure
of the Patent Office is ne~essarily such that the prior art can
not be examined for existing knowledge except as that knowledge has been recorded in the office, and the issue of a patent
can signify nothing whatever as to the novelty of the alleged
invention, except as to such recorded knowledge. A particular
device might have been on sale in every shop in San Francisco,
or even in Washington, for years and a patent nevertheless be
issu$.d_f.or it, if the prior patents recorde m t e Patent Office
did'" not show~it. The Patent Office does not pu~port to be
omniscient in any respect. Furthermore, since the statute was
not intended to give a monopoly for every bright idea and mechanical change in the prior art, and the decision of the Commissioner of Patents is not final as to what amounts to such
narrow change from even the recorded art, it is obvious that
the issue of a patent means nothing as to whether the patentee
was really entitled to the monopoly he claimed. The atent
simply gives-him the ri
long as no one
di~ ,
t en a right to prove the validity of his claim
in ceurt. When one realizes the number of persons who, having conceived what appears to be a new and useful idea of
means, immediately ask for a patent on it, without any competent investigation of existi~g knowledge, the number of
patents found by the courts to be invalid is not in the least derogatory of the protection which the patent law gives to real
and original inventors.
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2. PROOF OF INFRINGEMENT

Thus far we have been discussing the various matters relat-

ing to the patent itself and its validity. We come now, as-

suming the existence of a valid patent, to a discussion of in-

fringement of the patent monopoly.

ISSUES WHICH ARISE. This involves two fundamental ques- .

tions in each case; first, what is the invention that is covered

by the patent ; second, has the defendant made, used or vended

anything embodying this particular invention.

THE FORM CLAIMED. The first of these is a question of law,

to be decided by the court, 457 and it involves, in- itself, two dis-

tinct possibilities of issue. The simpler of these inquiries is,

what is the invention literally set out and claimed. In other

words, what is the formal embodiment described in the patent.

It is possible that the patent is so defective in its description as

not to set out anything definite at all. 458 Or there may be well

founded dispute as to the thing actually described in words and

phrases. To determine this seems to be a matter of interpre-
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tation of the instrument by the court.

The ordinary rules for the construction of contracts apply

here. The literal scope of the patent is limited by the claims

457 Winans v. Dennead, 15 How. 329, 337; Corning v. Burden, 15 How.

252; Parker v. Hulme, I Fish Pat. Cases 44, Fed. Cas. No. 10,740; Coupe

v. Royer, 155 U. S. 565, syll. "In letters patent No. 77,920 granted to

Herman Royer and Louis Royer, May 12, 1868, for "an improved machine

for treating hides," the first claim, viz., for a "vertical shaft," and the

second claim, viz., for a "groved weight," are restricted to a shaft and

crib in a vertical position, and to a weight operating by the force of

gravity aided by pressure ; and they cannot be extended so as to include

shafts and cribs in a horizontal position, and pressure upon the hides by

means of false heads, actuated and controlled by gearing wheels, springs,

and a crank. In jury trials in actions for the infringement of letters

2 . .PROOF

OF INFRINGEMENT
Thu far we have been discu ing the various matter relating to the patent it elf and it validity. We come now, assuming the exi tence of a valid patent, to a discussion of infringement of the patent monopoly.
I UES WHICH ARISE. This involves two fundamental question in each ca e · first, what i the invention that is -covered
by the patent; econd, has the defendant made, used or vended
anything embodying this particular invention.
THE FORM CLAIMED. The fir t of these is a question of law,
to be decided by the court, 457 and it involves, in. itself, two distinct possibilities of issue. The simpler of these inquiries .,is,
what is the invention literallyi et out and claimed. In other
words what is the formal embodiment described in the patent.
It i po sible that the patent i so defective in its description as
not to set out anything definite at all. 458 Or there may be well
founded dispute as to the thing actually described in words and
phrase . To determine this seems to be a matter of interpretation of the instrument by the court.
The ordinary rules for the construction of contracts apply
here. The literal scope of the patent is limited by the claims

patent, it is the province of the court, when the defense denies that the

invention used by the defendant is identical with that included in the

plaintiff's patent, to define the patented invention, as indicated by the lan-

guage of the claims; and it is the province of the jury to determine whe-

ther the invention so defined covers the art or article employed by the

defendant."

458 This is discussed supra.

Winan v. Dennead, rs How. 329, 337; Corning V. Burden, rs How.
Parker v. Hulme, r Fish Pat. Cases 44, Fed. Cas. No. ro,740; Coupe
v. Royer, r5S U. S. 565, syll. "In 1etters patent No. 77,920 granted to
Herman Royer and Louis Royer, May r2, r868, for "an improved machine
for treating hides," the first claim, viz., for a "vertical shaft," and the
econd claim, viz., for a "groved weight," are restricted to a shaft and
crib in a vertical position, and to a weight operating by the force of
gravity aided by pressure; and they cannot be extended so as to include
hafts and cribs in a horizontal position, and press.u re upon the hides by
means of false heads, actuated and controlled by gearing wheels, springs,
and a crank. In jury trials in actions for the infringement of letters
patent, it is the province of the court, when the defense denies that the
invention u ed by the defendant is identical with that included in the
plaintiff' patent, to define the patented invention, as indicated by the language ·o f the claim ; and it is the province of the jury to determine whe ther the invention so defined covers the art or article employed by the
defendant."
45 This i
discussed supra.
457
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and these are to be construed with the interest of both the in-

ventor and the public in mind. 459

The meaning and extent of the claim may be interpreted by

reference to the description and drawings, 460 although it can

not be expanded to include matter described but not claimed.

THE IDEA CLAIMED. But the monopoly of the patent is not

necessarily limited to the device as literally set out in the de-

scription. If it were so limited, the inventor of any device

would be compelled to foresee and describe all the forms in

which his idea might be materially embodied, and anyone who

was able by mere mechanical skill to construct a device dif-

fering in material form from those described in the patent

would not be an infringer. But, as we have said before,

it is not the material device actually described in the patent

that constitutes the invention protected by it. And nowhere

does it more clearly appear, that it is the idea of an art, ma-

chine, etc. that really constitutes the invention, than it does in

decisions upon infringement.
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In a very large proportion of cases one form of material

embodiment is set forth in the patent, and only one; yet the

courts, have held that the patent was infringed by the use of a

material device quite unlike, in substantial form, the one de-

scribed. In Tilghman v. Proctor, 461 for instance, the claim of

the patent was for 'The manufacturing of fat acids and glycer-

ine from fatty bodies by the action of water at a high temper-

ature and pressure." The only material means of accomplish-

ing this separation pointed out in the description, consisted of

a long- coil of strong iron pipe passing through an oven or

furnace where it was subject for 10 minutes to a temperature

of 612 F., that of melting lead. The defendant accomplished

the same result by an obviously different material means ; he

used a boiler in which the fatty substances were subject for

several hours to a temperature of only 400 F. The same

patent had been considered, on these facts, in the case of

459 Cases supra. O. H. Jewell Filter Co. v. Jackson, 140 Fed. 340, 343.

460 O. H. Jewell Filter Co. v. Jackson, 140 Fed. 340.

461 102 U. S. 707.

and these are to be construed with the interest of both the inventor and the public in mind. 459
The meaning and extent of the claim may be interpreted by
reference to the description and drawings,460 although it can
not -be expanded to include matter described but not claimed.
THE IDEA CLAIMED. But the · monopoly of the patent is not
necessarily limited to the device as literally set out in the description. . If it were so limited, the inventor of any device
·would be compelled to foresee and describe all the fo·rms in
which his idea might be materially embodied, and anyone who
was able by mere mechanical skill to cqnstruct a device differing in material form from those described in the patent
would not be an infringer. But, as we have said before,
it is not the material device actually described in the patent
that constitutes the invention protected by ·it. And nowhere
does it more clearly appear, that it is the idea of ~n art 1 machine, etc. that really constitutes the invention, than it does in
decisions upon infringement.
In a very large proportion o.f cases one form of material
embodiment is set forth in the patent, and only one; ) et the
courts,haye held that the patent :was infri~ged by the use. of a
material device quite unlike, in substantial form, ·the one described. In Tilghman v. Proctor, 4 6 1 for instance, the claim of
t~e patent was for "The manufacturing of fat acids and glycerine from fatty bodies by the action of water at a high temperature and pressure." The only material means of accomplishing this separation pointed out in the description, consisted of
a long coil of strong iron pipe passing through an oven or
furnace \\here it was subject for ro minutes to a temperature
of 612 °, F., that of melting lead. The defendant accomplished
the same result by an obviously different material means; he
used a boiler in which the fatty sub tances were subject for
several hours to a temperature of only 400° F . . The same
patent had been considered, on these facts, in the case of
supra. 0. H. Jewell Filter Co. v. Jackson, 140 Fed. 340, 343.
0. H. Jewell Filter Co. v. Jackson, 140 Fed. 340.
102 u. s. 707.

4 5 9 Cases
4 60
461
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Mitchell v. Tilghman, 462 and the court in that case found that

the patent was limited to the means pointed out in the specifi-

cation and that there was no infringement because of this dif-

ference in material means of accomplishing the result. This

decision was overruled in the Proctor case and the court held

that the device used by the defendant was in fact an infringe-

ment of the patent despite its material difference. (^ This de-

cision of the court was based on the ground that the patent was

"for a process, and not for any specific mechanism for carrying-

such process into effect." Exactly what a "process" is the

court does not explain, save that it comes within the meaning

of "art" as used in the patent statute. ) But, whatever the

meaning of the terms employed, it is clear that Tilghman was

given protection beyond the limits of the material embodi-

ment described in his patent. In the case of Expanded Metal

Co. v. Bradford 463 the court went so far as to hold that no

material means need be described at all if what the court called

the "method" of reaching the specified result be so clearly
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set out that anyone skilled in the art could find the substan-

tial means of accomplishing it.

Even where the invention purports to be the concept only

of a machine, in its strict sense, and not an art or a process,

the monopoly of the patent is not restricted to the mere de-

scription given, but the patentee is often protected against the

use of machines quite dissimilar in material form to the one

described. As an illustration is the case of Ives v. Hamilton. 464

The patent w r as for a saw mill, consisting of the combination

of a saw, levers, rods, guides, etc., constituting a machine

which gave to the saw a rocking or rolling motion desirable

for certain purposes. The defendant secured the same rock-

ing motion by using two straight guides set at an angle, where

the plaintiff used a single, curved one, and by reversing the

plaintiff's connections, at two places, so that the ultimate mo-

462 19 Wall. 287.

463 214 U. S. 366.

464 92 U. S. 426.

Mitchell v. Tilghman, 462 and the court in that case found that
the patent was limited to the means pointed out in the specification and that there was no infringement because of this cliff erence in material means of accomplishing the result. This
decision was overruled in the Proctor case and the court held
that the device used by the defendant ¥.as in fact a17 infringement of the patent despite it material difference. This decision of the court was based on the ground that the patent was
"for a process, and not for any specific mechanism for carrying
such process into effect." Exactly what a · "process'' is the
court does not explain, 5ave that it come within the meaning
of "art" as used in the patent stat~te. But, whatever the
meaning of the terms employed, it is clear that Tilghman was
given protection beyond the limits of the material embodiment described in his patent. In the case of Expanded Metal
Co. v. Bradford 463 the court went so far as to hold that no
material means need be described at all if what the court called
v
the "method" of reaching the specified result be so clearly
set c;:mt that anyone skilled in the art could find the substantial means of accomplishing ~t.
Even where the in ~ention purports to be the concept only
of a machine, in its strict sense, and not an art or a process,
the monopoly of the patent is not restricted to the mere description given, but the patentee is often protected against the
use of machines quite dissimilar in material form. to the one
described. As an illustration is the case of Ives v. Hamilton. 4 6 4
The patent was for a saw mill, consisting of the combination
of a sa", levers, rods, guide , etc., constituting a machine
which gave to the aw a rocking or rolling motion desirable
for certain purposes. The defendant secured the same rocking motion by using two straight guides set at an angle, where
the plaintiff used a single, curved one, and by reversing the
plaintiff's connections, at two places, so that the ultimate mo46 2

19 Wall. 287.

463 214
464

u. s.

366.

92 U. S. 426.
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tion was the same. This formally and substantially different

device was held to be an infringement of the patent. 465

Neither is the scope of a patent limited to the particular use

described. A patentee is entitled to all uses to which it may be

fiut, which dtTnot themselves ittVolve^ invention:

The changes in form which do not in fact evade the

monopoly of the patent are usually spoken of as "equiva-

lents." Customarily, the proposition set out in the foregoing

paragraphs is reversed, and it is said that the substitution of

equivalents does not constitute invention, nor avoid infringe-

ment. Some writers have even attempted to lay down "rules"

as to what will constitute an "equivalent." But, on examina-

tion, it appears that these rules are only the statements of in-

dividual cases. The truth is that the existence of invention

and non-infringement is not ascertained from the fact that

a change is an equivalent; it is_an equivalent because its sub-\

stitution did not require inventive genius. 'There is no such \

thing as attefinite ^equivalent" from which non-invention may
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be predicated ; its limits and scope can no more be defined

than can the concrete inclusiveness of "invention." The so-

called "doctrine of equivalents" means nothing more than that

the protection of a patent is not limited to the precise ma-

terial embodiment of the invention as described.

It appears, therefore, that whatever the invention may be

called by the inventor or the courts, it may be, in its scope,

something more than the concept literally depicted by the

words of the description Just how much more, if any, the

invention as patented does cover, constitutes the second di-

vision of the first issue referred to above, and is the real issue

in most patent litigation. This question is one to be answered

by the court, and is therefore a question of law, so-called.

465 Ace. Water-Meter Co. v. Desper, 101 U. S. 332, "It is equally well

known that if any one of the parts is only formally omitted, and is sup-

plied by a mechanical equivalent, performing the same office and produc-

ing the same result, the patent is infringed" ; Westinghouse v. Boyden

Power Brake Co., 170 U. ' S. 537, 568, "We have repeatedly held that a

charge of infringement is sometimes made out, though the letter of the

claims be avpided."

tion was the ame. This formally and substantially different
device wa held to be an infringement of the patent. 465
Neither i the scope of a patent limited to the particular use
described. A patentee is entitled to all uses to which it may be
~which d no
emse ves in ve
The changes in form which do not in fact evade the
monopoly of the patent are usually spoken of as "equivalents. ' Customarily, the proposition set out in the foregoing
1Jaragraphs i reversed, and it is said that e sub titution f
equivalents does not constitute invention, nor avoid infringement. Some writers have even attempted to lay down "rules"
as to what will constitute an "equivalent." But, on examination, it appears that these rules are only the statements of individual cases. The truth is that the existence of invention
and non-infringement is .not ascertained from the fact that
a change is an equivalent; it is an equivalent because its substitution did not require inventive enius. There · no such
thing as a definite 'eqmvalent" from which non-invention may
be · predicated; its limits and scope can no more be defined
than can the concrete inclusiveness of "invention.'.' The socalled "doctrine of equivalents" means nothing more than that
the protection of a patent is not limited to the precise ma-·
terial ·embodiment of the invention as described.
It appears, therefore, that whatever the invention may be·
called by the inventor or the courts, it may be, in its scope,
something more than the concept literally depicted by the·
words of the description Just how much more, if any, the
invention as patented does cover, constitutes the second di-·
vision of the first issue ref erred to above, and is the real issue·
in most patent litigation. This question is one to be answered
by the court, and is therefore a question of law, so-called.
465 Acc. Water-Meter Co. v. Desper, 101 U. S. 332, "It is equally well'
known that if any one of the parts is only formally omitted, and is sup-plied by a mechanical equivalent, performing the same office and producing the ame re ult, the patent is infringed"; Westinghouse v. Boyden
Power Brake Co., 170 U. · S. 537, 568, "We have repeatedly held that a
charge of infringement is sometimes made out, though the letter of the ~
claims be avoided."
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It is obvious that the whole actual scope of the invention

can not be decided in any one case. The courts can not forsee

all the formal changes, the substitution of mere equivalents,

which may be made, any more than the inventor himself could.

The only matter, therefore, that can be decided is, whether

the scope of the invention covers the particular device which

is alleged, in the suit, to infringe. The question therefore

takes the true form of an inquiry whether the defendant's

dcince is within the scope of the patent, and not, what is the

scope of the patent. Some courts have made it appear as

though there were two distinct questions, namely, the scope of

the patent and, whether the defendant's device comes within

it. They have said that the first is of law, the second of fact.

Properly, there is no such distinction. As the first question

can not be answered except by reference to the particular in-

stance, its determination settles ipso facto the other question,

and there is nothing left by way of further inquiry. Obvi-

ously, if the scope of the patent is broad enough to include the
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defendant's device, the defendant's device is within the scope

of the patent, and there is nothing further to be decided. It

is important to realize this, in order not to be confused by

the apparently different cases in which the courts are deciding

"the scope of the patent" and those in which they are deciding

"whether the defendant has infringed."

Unless the alleged infringing device is identical with the

description of the patent, this decision, any way it is looked at,

can be nothing else than a matter of opinion. It can not be

treated as a matter that is governed by "rules," for, by the

very nature of the subject, the circumstances of two cases will

never be precisely alike. Even the value of other decisions as

persuasive guides is less than in other branches of substantive

law, because of the essential dissimilarity of facts. The most

that can be said for the value of precedents in affecting this

decision is, that certain circumstances appear to have been

given more weight than others by the courts and should, there-

fore, be of similar effect upon the opinions of later courts.

It is obvious that the whole actual scope of the invention
can not be decided in _a ny one case. The ~ourts can not forsee
all the formal changes, the substitution of mere equivalents,
which may be made, any more than the inventor himself could.
The only matter, therefore, that can be decided is, whether
the ·scope of the invention covers the particular device which
is alleged, in the suit, to infringe. The question therefore
takes the true form of an inquiry whether the def enda.n t' s
evice is within the scope of the patent, and' not, what is the
scope o the P'a.tent. Some courts have made it appear as
though there were two distinct questions, namely, the scope of
the patent and, whether the defendants device comes within
it. They have said that the first is of law, the second of fact.
Properly, there is no such distinction. As the first question
can not be answered except by reference to the particular instance, its determination settles ip'So facto the other question.
and there is nothing left by way of further inquiry. Obviously, if the scope of the patent is broad enough to include the
def end ant's device, the defendant's device is within the scope
of the patent, and there is nothing further to be decided. It
is important to realize this, in order not to be confused by
the apparently different cases in which the ~ourts are deciding
"the scope of the patent ' and those in which they are deciding
"whether the defendant has infringed. '
Unless the alleged infringing device is identical with the
description of the patent, this decision, any way it is looked at,
can be nothing else than a matter of opinion. It can not be
treated as a matter that is _governed by "rules, ' for, by the
very nature of the subject, .the circumstances of two cases will
never be precisely alike. Even the value of other decisions as
- persuasive guides is less than in other branches of substantive
law, because of the essential dissimilarity of facts. The most
that can be said for the value of precedents in affecting this
decision is, that certain circumstances appear to have been
given more weight than others by the courts and should, therefore, be of similar effect upon the opinions of later courts:
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Particular cases holding one way or other on particular facts

need not be given here as they can be found, classified, in the

digests.

FACTORS INFLUENCING THE DECISION. The circumstances

which affect the finding of infringement or non-infringement

are, in theory, the same as those which affect a finding of in-

vention or anticipation. If a production is so like something

that preceded it as to lack the inventive quality, and be antici-

pated, it logically follows that it would be an infringement of

the earlier device were that protected by a patent. Converse-

ly, were a device held not to be anticipated by an earlier one,

it would, theoretically, be held not to be infringed by it were

the suit to come up in that way. Even the courts have said

that "that which infringes, if later, would anticipate if earl-

ier." 466 ^Conversely, it is said, "A device which, if existent be-

fore the making of a patented invention, would not anticipate

it, cannot if made after the issue of the patent, be said to

infringe it." 467 In Cook v. Sandusky Tool Co. 468 the opinion
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of Mr. Chief Justice Waite is short and to the point, being in

its entirety, "If the hoe made by the Tool Company infringes

the patent of the appellant, it was an anticipation of the in-

vention, and the patent is void, for the testimony leaves no

~

doubt whatever in our minds that the company made and sold

466 Knapp v. Morss, 150 U. S. 221, 228; Peters v.' Active Mfg. Co., 129

U. S. 530, 537; Miller v. Eagle Mfg. Co., 151 U. S. 186, 203.

467 Cleveland Pneumatic Tool Co. v. Chicago Pneu. Tool Co., 135 Fed.

783. In this case a certain tool existent before the patent had been held

not to make it void by anticipation and the court held the defendant's tool

not to be an infringement because it was materially identical with the

prior one. In Peerless Rubber Co. v. White, 118 Fed. 827, the court pro-

ceeded on the assumption that a device which would not have anticipated

an invention could not reasonably be held to infringe it. To the writer

this seems fallacious. It is quite conceivable that a device might be such

an improvement on old ones as to be an invention, while if it had come

first, in its entirety, the faulty one, constructed later, would be merely a

clumsy infringement of the invention.

I!

:Particular cases holding one way or other on particular facts
need not be given here a they can be found, classified, in the
digests.
FACTORS INFLUENCING THE DECISION.
The circumstance.
which affect the finding of infringement -or non-infringement
are, in theory, the ame as tho e which affect a finding of invention or anticipation. If a production is so like something
that preceded· it as to lack the inventive quality, and be anticipated, it logically follows that it would be an_infringement of
the earlier device "ere that ·protected by a patent. Conversely, were a device heid not to be anticipated by an earlier one,
it would, theoretically, be held not to be infringed by it were
the suit to come up in that way. Even the courts have said
that "that which infringes, if later, · would anticipate if earlier."466 Conversely, it is· said, "A device which, if existent before the making of a patented invention, would not anticipate
it, cannot if made af~er the issue of the patent, be said to
infringe it." 467 In Cook v. Sandusky Tool Co. 468 the opinion
of Mr. Chief Justice \Vaite is short and to the point, being in
its entirety, "If the hoe made by the Tool .Company infringes
the patent of the appellant, it was an anticipation of the invention, and the patent is void, for the testimony leaves no
doubt whatever in our minds that the company made and sold

468 28 L. Ed. 124.

46 6

Knapp v. Mor s, 150 U. S. 221, 228; Peters v: Active Mfg. Co., 129
U. S. 530, 537; Miller v. Eagle Mfg. Co., 151 U. S. 186, 203.
4 67 Cleveland Pneumatic Tool Co. v. Chicago Pneu. Tool Co., 135 Fed.
783. In this case a certain tool existent before the patent had been held
not to make it void by anticipation and the court held the defendant's tool
not to be an infringement because it was materially identical with the
prior one. In Peerless Rubber Co. v. White, l 18 Fed. 827, . the court proceeded on the assumption that a device which would not have anticipated
an invention could not reasonably be held to infringe it. To the writer
this seems fallacious. It is quite conceivable that a device might be such
an improvement on old one as to be an invention, while if it had come
first, in its entirety, the faulty one, constructed later \vould be merely a
clumsy infringement of the invention.
468 28 L. Ed. 124.
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its hoes long before the date of the invention patented. If it

277

is not an anticipation, it is not an infringement.'' The bill

was therefore dismissed.

It does not appear in this case whether the dismissal was be-

cause there was no infringement, or because the patent was

void for anticipation. The case is unique and it seldom ap-

pears that the alleged infringing device has actually existed

prior to the patented invention. Ordinarily a decision of in-

fringement or non-infringement must be made. Judging from

many of these decisions, one may reasonably doubt, in actual

practice, whatever be the theory, that what would have an-

ticipated if earlier will infringe if later. In a great number

of cases the defendant's device has been found not to be an

infringement, although one is morally certain that it would

have been held sufficient to anticipate the plaintiff's invention

had the case arisen under different circumstances. As a per-

haps extreme illustration may be cited the case of Poirier v.

Clementson. 469 The plaintiff in this case held a patent for an

improvement in pack-straps. One of its claims was for a bag
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having shoulder straps secured to a piece of leather across the

top of the bag and their other ends arranged to fasten, after

passing across the shoulders, to buckles on the lower corners

of the bag. He contended that defendant's pack differed from

his only in the fact that the straps were attached at a some-

what lower point. Defendants insisted that the method of at-

tachment was different and that the load was carried in a dif-

ferent position. The validity of the patent was not disputed

by the defense and the court dismissed the bill on the ground

that there was no infringement. If the validity of the patent

had been attacked and the device of the defendant had been

set up as pre-existing, it seems incredible that the court would

not have held the patent void as exhibiting only mechanical

change from the earlier device. 470

It appears often that the case is determined on a finding of

469 70 Fed. 617.

470 See also Bragg v. Fitch, 121 U. S. 478 ; Crawford v. Heysinger, 123

U. S. 589; Boyd v. Janesville Tool Co., 158 U. S. 260.

its hoes long before the date of the invention patented. If it
is not an anticipation, it is not an infringement. ' The bill
was therefore dismissed.
·
It does not appear in this C9-Se whether the dismissal was because there was no infringement or because the patent was
void for anticipation. The case i unique and it seldom appears that the alleged infringing device has actually existed
prior to the patented invention. Ordinarily a decision of infringement or non-infringement must be made. Judging from
many of these decisions, one may reasonably doubt, in actual
practice, whatever be the theory, that what would have anticipated if earlier will infringe if later. In a great number
of cases the defendant's -device has been found not to be an
infringement, although one is morally certain that it would
have been held sufficient to anticipate the plaintiff's invention
had the case arisen under different circumstances. As a perhaps extreme illustration may be cited the case of Poirier v.
Clementson. 469 The plaintiff in this case held a patent for an
improvement in pack-straps. One of its claims was for a bag
having shoulder straps secured to a piece of leather across the
top of the bag and their other ends arranged to fasten, after
passing across the shoulders, to buckles on the lower corners
of the bag. He contended that defendant's pack differed from
his only in the fact that the straps were attached at a some:what lower point. Defendants insisted that the method of attachment was different and that the load was carried in a different position. The validity of the patent was not disputed
by the defense and the court dismissed the bill on the ground
that there was no infringement. If the validity of the patent
had been attacked and the device of the defendant had been
set up as pre-existing, it eems incredible that the cqurt would
not have held the patent void as exhibiting only mech~nical
change from the earlier device. 470
It appears often that the case is determined on a finding of
469
470

70 Fed. 617.

See also Bragg v. Fitch, 121 U. S. 478; Crawford v. Heysinger,
U. S. S 9; Boyd v. Jane ville Tool Co., 158 U. S. 26o.
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non-infringement in order that, by a narrow construction, the
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court may evade the actual invalidity of the patent which would

follow a construction broad enough to make the subsequent de-

vice an infringement. 471 Because of this, it is not safe to

rely on cases in which a certain similarity has been held to

constitute anticipation, as precedents for the contention that

the same degree of similarity should be held to constitute in-

fringement.

Another matter that is judicially declared to affect the

court's conclusion as to the scope of a patent is the patentee's

own acquiescence in its delimitation by the Commissioner of

Patents. The courts have "often held that when a patentee,

on the rejection of his application, inserts in his specification,

in consequence, limitations and restrictions for the purpose of

obtaining his patent, he cannot, after he has obtained it, claim

that it shall be construed as it would have been construed if

such limitations and restrictions were not contained in it." 480

"If an applicant, in order to get his patent, accepts one with

a narrower claim than that contained in his original applica-
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tion he is bound by it. If dissatisfied with the decision reject-

ing his application, he should pursue his remedy by appeal." 481

Although these statements are not infrequent, it may fairly be

said that they are not adhered to, except when the court is

471 Scaife & Sons Co. v. Falls City Woolen Mills, 209 Fed. 210; Roemer

v. Peddie, 78 Fed. 117.

480 Roemer v. Peddie, 132 U. S. 313. In this particular case the lower

court had reached the same conclusion of narrow scope in order to escape

the necessity of holding the patent void, as it would have been if a wider

scope had been ascribed to it. Roemer v. Peddie, 78 Fed. 117. It is not

at all certain that the Supreme Court would have followed the letter of its

own statement had there not been this additional reason.

481 Shepard v. Carrigan, 116 U. S. 593. Here again it appears that if

the scope claimed had been allowed, the patent would undoubtedly have

been void for lack of novelty. Ace. Phoenix Caster Co. v. Spiegel, 133

U. S. 360; Sutter v. Robinson, 119 U. S. 530; Sargent v. Hall Safe & Lock

Co., 114 U. S. 63; Singer Mfg. Co. v. Cramer, 192 U. S. 265; Computing

Scale Co. v. Automatic Scale Co., 204 U. S. 609; Morgan Envelope Co. v.

non-infringement in order that, by a narrow construction, the
court may evade the actual invalidity of the patent which would
follow .a construction broad enough to make the subsequent device an infringement. 471 Because of this it is not safe to
rely on cases in which a certain similarity has been held to
constitute anticipation, as precedents for the contention that
the same degree of similarity should be held to constitute in·
fringement.
Another matter that is judicially declared to affect the
court's ·conclusion as to the scope of a patent is the patentee's
own acquiescence in its delimitation by the Commissioner of
Patents. The courts have "often held that when a patentee,
on the rejection of his application, inserts in his specification,
in consequence, limitatio_ns and restrictions for the purpose of
obtaining his patent, he cannot after he has obtained it, claim
that it shall be construed as it would have been construed if
such limitations and restrictions were not contained in it." 480
"If an qpplicant, in order fo get his patent accepts one with
a narrower claim than that contained in his original application he is bound by it. If dissatisfied with the decision rejecting his application, he should pursue his remedy by appeal.' 481
Although these statements are· not infrequent, it may fairly be
said that they are not adhered to, except when the court is

Albany Perforated Wrapping Paper Co., 152 U. S. 425; Ventilated Cush-

ion & Spring Co. v. D'Arcy, 232 Fed. 468.

411 Scaife & Sons Co. v. Falls City Woolen Mills~ 209 Fed. 210; Roemer
v. Peddie, 78 Fed. II7.
480 Roemer v. Peddie, 1J2 U. S. 313.
In this particular case the lower
. court had reached the same conclusion of narrow scope in order to escape
the necessity of holding the patent void, as it would have been if a wider
scope had been ascribed to it. Roemer v. Peddie, 78 Fed. n7. It is not
at all certain that the Supreme Court would have followed the letter of its
own statement had there not been this additional reason.
4 81' Shepard v. Carrigan, u6 U. S. 593.
Here again it appears that if
the scope claimed had been allowed, the patent would undoubtedly have
been void for lack of novelty. Acc. Phoeni~ Caster Co. v. Spiegel, 133
U. S. 360; Sutter v. Robinson, n9 U. S. 530; Sargent v. Hall .Safe & Lock
Co., II4 U. S. 63; Singer Mfg. Co. v. Cramer, 192 U. S. 265; Computing
Scale Co. v. Automatic Scale Co., 204 U. S. 6og; Morgan Envelope Co. v.
Albany Perforated Wrapping Paper Co., 152 U. S. 425; Ventilated Cushion & Spring Co. v. D' Arey, 232 Fed. 468.
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influenced toward a narrow construction by other reasons, such

as that a wider scope would invalidate the patent.

Occasional statements are also found to the effect that

"When the terms of a claim in a patent are clear and distinct 482

the patentee, in a suit brought upon the patent, is bound by it.

He can claim nothing beyond it." 4 "It is his (the paten-

tee's) province to make his own claim and his privilege to re-

strict it. If it be a claim to a combination, and be restricted to

specified elements, all must be regarded as material, leav-

ing open only the question whether an omitted part is sup-

plied by an equivalent device or instrumentality." 484 As

has already been said, the scope of a patent is not limited to

the material form of the embodiment of the invention as de-

scribed. Such statements as these are in general merely loose

expressions of the fact that the particular invention is not de-

serving of a range of equivalents or protection outside of its

literal description. It is not impossible that a patentee who is

ignorant of the principle embodied in his device, or who is

careless in the very precision of his language, may limit him-
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self so expressly to the specific formal embodiment claimed,

that the other forms to which his protection might have been

spread can only be looked upon as dedicated to the public. But

the cases are few, in which a patentee who might have had

greater protection under a proper claim is deprived of it be-

cause of the wording of his actual claim.

Another thing which has materially af-

fected courts in their decisions as to the scope of an invention

is the distance of relationship between it and the knowledge

which preceded it, or, in other words, the length of the step

forward which the inventor has made. The thing patented is

not the substantial thing actually described in the patent, but

the, idea embodied in that substantial form. It appears from

the cases that, in a figurative sense, this idea must be symmetri-

cal ; it can reach so far forward to cover improvements, and

482 As they always should be.

483 Keystone Bridge Co. v. Phoenix Iron Co., 95 U. S. 274.

484 Fay v. Cordesman, 109 U. S. 408. The court had already found that

"this patent stands on very narrow ground" in view of the prior art.

influenced toward a narrow construction by other reasons, such
, as that a wider scope would invalidate the patent.
Occasional statements are also found to the effect that
"When the terms of a claim in a patent are clear and distinct 482
the patentee, in a suit brought upon the patent, is bound by it.
He can claim nothing beyond it.' 4 3 "It is his (the paten- /
tee's) province to make his own claim and his privilege to restrict it. If it be a claim to a combination, and be restricted to
specified elements, all must be regarded as material, leaving op.en only the question whether an omitted part is supplied by an equivalent device or instrumentality." 484 As
has already been said, the scope of a patent is not limited to
the material form of the embodiment of the invention as described. Such statements as these are in general merely loose
expressions of the fact that the ·particular invention is not de-·
serving of a range of equivalents or protection outside of its
literal description. It is not impossible that a patentee who is
ignorant of the principle embodied in his device, or who is
careless in the very precision of his language, may limit himself so expressly to the specific formal embodiment claimed,
that the other forms to which his protection might have been
spread can only be looked upon as dedicated to the public. But
the cases are few, in which a patentee who might have had
greater protection under a proper claim is deprived of it because of the wording of his actual claim .
.:J:::::»--..W__......._.........,__.~Ts. Another thing which has materially affected courts in their decisions as to the scope of an invention '-""
is the distance of relationship between it and the knowledge
which preceded it, or, in other words, the length of the step
forward which the inventor has made. The thing patented is
not the substantial thing ·actually described in the patent, but
the. idea embodied in that substantial form. It appears from
the cases that, in a figurative sense, this idea must be symmetrical; it can reach so far forward to cover improvements, and
As they always should be.
Keystone Bridge Co. v. Phoenix Iron Co., 95 U. S. 274.
484 Fay v. Cordesman, 109 U. S. 4o8.
The court had already found that
"this patent stands ·on very narrow ground" in view of the prior art.
482

483
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only so far, as it is itself in advance of the prior state of the

art. If it is but a slight improvement upon the known art, it

has but a narrow scope of protection against infringements;

if it be a long step forward, its monopoly has a wide scope of

inclusiveness. Such an invention, far in advance of th-known

art, is usuallysppkenof.

reports are replete with statements of the broad scope

of protection which is to be given to such patents. "If one

inventor precedes all the rest, and strikes out something which

includes and underlies all they produce, he acquires a monopoly,

and subjects them to tribute. But if the advance toward the

thing desired is gradual, and proceeds step by step, so that no

one can claim the complete whole, then each is entitled only

to the specific form of device which he produces, and every

other inventor is entitled to his own specific form, so long as

it differs from those of his competitors and does not include

theirs. These general principles are so obvious, that they need

no argument or illustration to support them." 472 Another

opinion says, "If he (the patentee) be the original inventor
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of the device or machine called the divider, he will have a right

to treat as infringers all who make dividers operating on the

same principle, and performing the same functions by the same

or analogous means or equivalent combinations, even though

the infringing machine may be an improvement of the origi-

nal, and patentable as such. But if the invention claimed t>e

itself but an improvement on a known machine by a mere

change of form or combination of parts, the patentee can not

treat another as an infringer who has improved the original

machine by use of a different form or combination perform-

472 Railway Co.-V. Sayles, 97 U. S. 554, 556. The patent in this case was

for a double-acting railway car brake. The plaintiff's invention was of

such excellence as to supersede other types of brakes, but it did not em-

body an unprecedented idea. Other double-brakes had been earlier in-

vented, employing... the same fundamental principle as his. His new idea

of means was therefore only an improvement in the manner of utilizing

that principle. The court restricted him therefore to a range of equiva-

lents limited by the particular novelty of the mere improvement which

he had engrafted upon the known principle.

only so far, as it is itself in advance of the prior state of the
art. If it is but a ~light improvement upon the knov\ n art, it
has but a narrow scope of protection against infringements;
if it be a long step forward, its monopoly has a wide scope of
inclusiveness. Such
'n ention far in advance of the known
1;1,;
art, is usually spoke~n~o:..!.f..!a~s~...-.1;~~...,._..__,_
reports are replete with statements of the broad scope
of protection which is to be given to such patents. "If one
inventor precedes all the rest, and strikes out something which
includes and underlies all they produce, he acquires a monopoly,
and subjects them to tribute. But if the adyance toward· the
thing desired is gradual, and proceeds step by step, so that no
one can claim the complete whole, then each is entitled only
to the specific form of device which he produces, and every
other inventor is entitled to his own specific form, so long as
it differs from those of his competitors · and does not include
theirs. These general principles are so obvious, that they need
no argument or illustration to support them." 472 Another
opinion says, "If he (the patentee) be the original inventor
of the device or machine called the divider, he will have a right
to treat as infringers all who make dividers operating on the
same principle, and performing the same functions by the same
or analogous means or equivalent combinations, even though
· the infringing machine may be an improvement of the origiV: nal, and patentable as such. But if the invention claimed pe
itself but an improvement on a known machine by a mere
change of form or combination of parts, the patentee can not
treat another as an infringer who has improved the original
machine by use of a different form or combination perform~
472

Railway Co.""v. Sayles, 97 U. S. 554, 556. The patent in this case was
for a double-acting railway car brake. The plaintiff's invention ·was of
such exc~llence a to super ede other type of brakes, but it did not embody an unprecedented idea. Other double-brakes had been earlier invented, employin the same fundamental principle as his. His new idea
of means was therefore only an improvement in the manner of utilizing
that principle. The court restricted him therefore to a range of equivalents limited by the particular novelty of the mere improvement which
he had engrafted upon the known principle.
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ing the same functions. The inventor of the first improve-

ment can not invoke the doctrine of equivalents to suppress

all other improvements which are not mere colorable invasions

of the first" 473

Just what constitutes a pioneer invention is not capable of

precise delimitation. 'This word (pioneer)/' says Mr. Justice

Brown, "although used somewhat loosely, is commonly un-

derstood to denote a patent covering a f unttion never

per4errerlra wnollvnoyel device, or one of such novelty and

importance as to mark a distinct step in the progress of the

art, as distinguislTerMj^m-ar-ftreFe- -improvement or perfection

of whatjhajijrpne before. Most conspicuous examples of such

patents are : The one to Howe of the sewing machine ; to

Morse of the electric telegraph; and to Bell of the telephone.

The. record in this case would indicate that the same honor-

able appellation might be safely bestowed upon the original

air-brake of Westinghouse, and perhaps also upon his auto-

matic brake." 4733 The inventions referred to, all embodied the

use of a theretofore unrecognized principle of nature, or the
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utilization of a natural force, for a function or purpose not

before conceived of in connection with it. This fact and the

verbiage of all the statements in regard to pioneer patents in-

dicate, that a true pioneer invention is the idea of accomplish-

ing a result by means of a principle which is sufficiently funda-

mental to come within that vaguely limited term "law of na-

ture" and which has never before been thought of as useful

for the particular end desired. Morse used the principle of

electro-magnetism, which while well known in itself had not

been used for the particular purpose. In Bell's invention, the

various electrical actions and reactions had been known, but

the idea of using them to reproduce articulate sounds at a

distance from their place of utterance, was inchoate. Westing-

473 McCormick v. Talcott, 20 How. 402, 404 ; Morley Machine Co. v.

Lancaster, 123 U. S. 263; Royer v. Coupe, 146 U. S. 524, Morton v. Jen-

sen, 49 Fed. 859; Miller v. Eagle Mfg. Co., 151 U. S. 186, 207; Paper Bag

Patent Case, 210 U. S. 405; Kokomo Fence Machine Co. v. Kitselman,

189 U. S. 8; Clark Thread Co. v. Willimantic Linen Co., 140 U. S. 481, 492.

4739 Westinghouse v. Boyden Power Brake Co., 170 U. S..537, 561.

ing the same functions. The inventor of the first improvement can not invoke the doctrine of equivalents to suppress
all other improvements which are not mere colorable invasions
of the first." 473
Just what constitutes a pioneer invention is not capable of
precise delimitation. "This word (pioneer Y," says Mr. Justice
Brown, "although used somewhat loosely, is commonly understood to denote a patent covering a fun ion never fore
ed
a w o y nove ev1ce or one of s
novelt and
importance as to mark a distinct step in the progress of the
__-.....__as distingui
ovement or er£ection
of what had one before. Most conspicuous ·examples of such
patents are: The one to Howe of the sewing machine; to
Morse of the electric telegraph; and to Bell of the telephone.
The~ record in this case would indicate that the same honorable appellation might be safely bestowed upon the original
air-brake of Westinghouse, and perhaps also upon his automatis:: brake. " 473 a The inventions referred to, all embodied the
use of a theretofore unrecognized principle of n~ture, or the
utilization of a natural force, for a function or purpose not
before conceived of in connection with it. This fact and the
verbiage of all . the statements in regard to pioneer patents · indicate, that a true pioneer invention is the idea of accomplishing a result by means of a principle which is sufficiently fundamental to come within that vaguely limited term "law of nature" and which 'has never before been thought of as useful
for the particular end desired. Morse used the principle of
electro-magnetism, which while well known in itself had not
been used for the particular purpose. In Bell's invention, the
various electrical actions and reactions had been known, but
the idea of using them to reproduce articulate sounds · at a
distance from their place of utterance, was inchoate. Westing473 McCormick v. Talcott, 20 How. 402, 404; Morley Machine Co. v.
Lancaster, 123 J]. S. 263; Royer v. Coupe, 146 U. S. 524, Morton v. Jensen, 49 Fed. 859; Miller v. Eagle Mfg. Co., 151 U. S. 186, 207; Paper Bag
Patent Case, 210 U. S. 405; Kokomo Fence , Machine Co. v. Kitselman,
18g U. S. 8; Clark Thread Co. v. Willimantic Linen Co., 140 U. S. 481, 492.
47
3n Westinghouse v. Boyden Power Brake Co., 170 U. S .. 537, 561.

Patents and· biventions
282 Patents and Inventions

house's application of pneumatic pressure was to produce a

result never practically connected with it. So all other ad-

mittedly pioneer_inventions are found to be such as for the

test time connect a desired result with any definite means of

accmiplilnrig-it. Such connection of means and desideratum

may be imperfect, and later inventions may excel it in utility,

but those more successful ones are not the first to make the

connection; they follow the pioneer. The "result" can not be

patented, its accomplishment is open to other persons by means

of other principles ; neither can the "principle" be patented, it

is said; 474 but the means of utilizing a principle for a result

may, if sufficiently novel, be given a scope of protection prac-

tically equivalent to the principle itself when used for the par-

ticular result.

Not all pioneer patents are given the same scope, of course.

An inventor, like a homesteader, may be a discoverer of the

unknown; may "pioneer" into a known but unexplored land;

or into a merely unsettled territory. And his reward differs in

accord with what he has done. Bell and Morse went into a
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practically unknown land and were given a wide monopoly. 475

Tilghman was the real discoverer of the fact that fatty sub-

stances would separate into their constituent parts under the

action of water at a high temperature and pressure, and he was

accordingly awarded the monopoly of that process. 476 As the

court said, "Had the process been known and used before, and

not been Tilghman's invention, he could not then have claimed

anything more than the particular apparatus described in the

patent; but being the inventor of the process, as we are satis-

fied was the fact, he was entitled to claim it in the manner he

did." But the fact that the ground has been fairly well ex-

plored and its possibilities realized does not deprive an in-

ventor, who first effectuates a utilization of those possibilities,

of a comparative .range of equivalents. In the Paper Bag

474 As in O'Reilly v. Morse, 15 How. 62, see the explanation of this

case in Tilghman v. Proctor, 102 U. S. 707, 727 ff.

475 The Telephone Cases, 124 U. S. I ; O'Reilly v. Morse, 15 How. 62.

476 Tilghman v. Proctor, 102 U. S. 707.

~ou

e's application of pneumatic pre ure was to produce a
result never practically connected with it. So all other admittedly pioneer inventions are found to be ueh a for the
~st time ·~a desired result with an de .nite means of
---"-Y.~u.i~h~i~n~g it. Such· connection of means and desideratum
may be imperfect, and· later inventions may excel it in utility,
but those more successful ones are not the ·first to make the
connection; they follow. the pioneer. The ' result ' can not be
patent~d, its accomplishment is open to other persons by means
of other-principles; neither can the "principle" be patented, it
is said ;474 hut ~the means of utilizing a principle for a result
may, if sufficiently novel, be given a scope-of protection practically equival~nt tG the priii.ciple itself when used for the par. ·
ticular result. .
- ; Not all pioneer -patents· are given the same scope, of course.
J\n Inventor, like a homesteader, may be a ·d iscoverer of the
unknown; may "pioneer" into a known but unexplored land;
or into a merely unsettled territory. And his reward differs in
accord with what he has done. Bell and Mor e went into a
practically unknown land and were given a wide monopoly. 475
Tilghman was the real discoverer of the fact that fatty substances would separate into their constituent parts under the
action of water at a high temperature and pressure, and he was
accordingly awarded the monopoly of that process. 476 As the
court said, "Had the process been known and used before, and
not been Tilghman' s· invention, he could not then have claimed
anything more _than the particular apparatu described in the
patent; but being the inventor of the process, as we are satisfied was the fact, he was entitled to claim it in the manner he
did." But the fact that the ground has been fairly well explored and its possibilities realized does not deprive an inventor, who first effectuates a utilization of those possibilities ~
of a comparative .range o.f equivalents. In the Paper Bag
474 As in O'Reilly v. Morse, rs How. 62, see the explanation of this
case in Tilghman v. Proctor, IO~ U. S. 707, 727 ff.
475 The Telephone Cases, r24 l!· S. I ; O'Reilly v. Morse, is How. 62 . .
47 6 Tilghman v. Proctor, · 102 U . S. 707.
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Patent Case 477 it was contended by the defendants that the inr

Yention, not being first in its line, could not be infringed by a

device materially different from the one described in the

patent. The court, however, decided that, in the words of the

syllabus, 'The previous decisions of this court are not to be

construed as holding that only pioneer patents are entitled to

invoke the doctrine of equivalents, but that the range of equiva-

lents depends upon the degree of invention ; and infringement

of a patent not primary is therefore not averted merely because

defendant's machine may be differentiated." "The more meri-

torious the invention, the greater the step in the art, the less

the suggestion of the improvement in the prior art, the more

liberal are the courts in applying in favor of the patentee the

doctrine of equivalents. The narrower the line between the

faculty exercised in inventing a device and mechanical skill,

the stricter are the courts in rejecting the claim of equivalents

by the patentee in respect of alleged infringements." 478

In cases where the invention is scarcely more than a me-

chanical change from the art which preceded it, and is given

Generated for facpubupdates (University of Michigan) on 2014-06-13 19:36 GMT / http://hdl.handle.net/2027/uc2.ark:/13960/t3cz3366n
Public Domain in the United States / http://www.hathitrust.org/access_use#pd-us

validity at all only by the narrowest margin, its range of

equivalents is so correspondingly narrow as to be practically

nothing. In such cases infringement occurs only when the un-

authorized device corresponds precisely with the formal de-

scription of the patent. 479

SUMMARY. The other factors, extraneous to the patent it-

self, such as the personality of the judge, earlier opinions, etc.,

which were discussed under the head of invention, influence the

findings on infringement just as they do those on invention.

When allowance is made for the influence of these factors,

particularly the tendency to find non-infringement rather than

477 210 U. S. 405.

478 Judge Taf t, in Penfield v. Chambers Bros. Co., 92 Fed. 630, 649, Ace.

Benbow-Brammer Mfg. Co. v. Straus, 166 Fed. 114; Boston & R. Elec. St.

Ry. Co. v. Bemis Car-Box Co., 80 Fed. 287; Roemer v. Peddie, 78 Fed.

117; Mallon v. Wm. C. Gregg & Co., 137 Fed. 68; Diamond Rubber Co. v.

Consolidated Tire Co., 220 U. S. 438.

479 Poirier v. Clementson, 70 Fed. 617; Roemer v. Peddie, 78 Fed. 117;

Ball & Socket Fastener Co. v. Ball Glove Fastener Co., 58 Fed. 818.

Patent Case 477 it was contended by- the defendants that the in-:vention, not being first in its line~ could ·not be infringed by a
device mate.rially different from the one described in the
patent. The court, however, decided that, in. the words of the
'syllabus, "The previous decisions of this court" are not to be .
·c onstrued as holding that only pioneer· patents are entitled to
invoke the doctrine of equivalents; but that the range of.equivalents depends upon the degree of invention; and infringement
of a patent not primary is therefore not averted merely beca_use
defendant's machine may be differentiated." "The more meritorious the invention, the greater the step in the-art, the less
the suggestion of the improvement" in the prior art, the rrio"re
'liberal are the courts in applyi~g in favor of the patentee the
doctrine of equivalents. The ·narrower the line between the
·fa.culty exercised in inventing a device and mechanical skill,
the stricter are the courts in rejecting the claim of equivalents
by the patentee in respect of alleged infringements. "~
·In cases where the invention is scarcely more th~n a mechanica.1 change from the art which preceded it, and is given
validity at all only by the narrowest margin, its range of
equivalents is so correspondingly narrow ' as to be practically
nothing. In such cases infringement occurs only when the unauthorized device corresponds preeisely with the formal description of the patent. 479
·
SuMMARY.
The other factors, extraneous to the patent itself, such as the personality of the judge earlier opinions, etc.,
which were discussed uncle~ the hea:d of invention, influence the
findings on infringement just as they do those on invention.
When allowance is made for the influence of these factors.
particularly the tendency to find non-infringement rather than
78

u. s. 405. Judge Taft, in Penfield v. Chambers Bros. Co., 92 Fed. 639, . 649, Acc.
Benbow-Brammer Mfg. Co. v. Straus, r66 Fed. II4; Boston & R. Elec .. St.
Ry: Co. v. Bemis Car-Box Co., 8o Fed. 287; Roem~r v. Peddie, 78 Fed.
lI7; Mallon v. Wm. C. Gregg & .Co., 137 Fed. 68; Diamond Rubber Co. v-.
Cons.o lidated Tire Co., 220 U. S. 438.
479 Poirier v. Clementson, 70 Fed. 617; Roemer v. Peddie, 78 Fed. u7;
Ball & Socket Faste.ner Co. v. Ball Glove Fastener Co., 58 Fed. 8r8.
477 210
478
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to construe a patent so broadly that it would be void for lack

of novelty, and the desire to reward a pioneer inventor as

completely as possible, then the issue of infringement or non-

infringement is practically the same as that of invention or

anticipation. The answer to both depends upon the opinion of

the court as to whether the apparent difference between the

earlier device and the later one is the result only of mechanical

skill or proceeded from the inspiration of inventive genius

The cases involving infringement can therefore be to a certain

extent grouped according to characteristic material changes

which have or have not been held sufficient to avoid a charge

of infringement. But, again be it said, these cases can not be

analyzed into "rules," because of the intrinsic and inevitable

difference of facts. Thus, it is said in many cases and by some

text writers, that "mere change of form does not avoid in-

fringement."- It can not possibly be said flatly that no change

of form will so amount to invention in itself as not to consti-

tute infringement, and to say that "mere" change of form does

not, still leaves' open the same question in different verbiage
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when is change of form "mere change,'' and when is it "in-

vention" and no infringement? The nearest to any positive

generalization that can be made is ,well expressed by one

court. 487 "Mere changes of form of some of the mechanical

elements of a patented combination do not avoid infringement,

when the principle of the invention is adopted and form is not

its essence. But the rule that changes of form do not avoid

infringement has at least two exceptions when the form of

the mechanical element is the distinguishing characteristic of

the invention, and when the change in the form of the ele-

ment changes the principle or mode of operation of the com-

bination." By these expressed exceptions the question is thus

left as unanswered as before, being merely put into a different

form of expression.

The same impossibility of positive generalization holds true

of all the other types of apparent change, and nothing defi-

nite by way of rule or statement can be deduced as a help in

487 O. H. Jewell Filter Co. v. Jackson, 140 Fed. 340, 346.

to construe a patent so broadly that it would be void for lack
of novelty, and the desire to reward a pioneer inventor as
completely as possible, +hen the issue of infringement or noninfringement is practically the same as that of invention or
anticipation. The answer to both depends upon the ·opinion of
the court a~ to whether the apparent difference between the
earlier device and the later one is the result only of mechanical
skill or proceeded from the inspiration of inventive genius.
The cases involving infringement can therefore be to a certain
extent grouped according to characteristic material changes
which have or have not been held sufficient to avoid a charge
of infringement. But, again be it said, these cases can not be
analyzed into "rules," be.cause of the intrinsic and inevitable
difference of facts. Thus, it is said in many cases and by some
text writers, that "m'ere · change of form does not avoid infringement."- It can not possibly be said flatly that no change
of form will so amount to invention in itself as not to constitute infringement, and to say that "mere" change of form does
not, still leaves ' open the same question in different verbiagewhen is change of form "mere change," and .when is it "invention" and no infringement? The nearest to any positive
generalization that can be made is )Vell expressed by one
court. 487 "Mere changes of form of some df the mechanical
elements of a patented combination do not avoid infringement,
when the principle of the invention is adopted and form is not
its essence. But the rule that changes of · form do not avoid
infringement has at least two exceptions.-when the form of
the mechanical element is the distinguishing characteristic of
the invention, and when the change in the form of the element changes the principle or mode of operation of the combination." By these expressed exceptions the question is thus
left as unanswered as before, being merely put into a different
form of expression.
The same impossibility of positive generalization holds true
of all the other types of apparent change, and nothing definite by way of rule or statement can be deduced as a help in
4 87

0. H. Jewell Filter Co. v. Jackson, r40 Fed. 340, 346.
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deciding an issue of infringement. This can only come from

a fundamental comprehension of the whole subject of inven-

tion and non-invention. Beyond the suggestion of classifica-

tion of cases which is discussed under invention, nothing fur-

ther need be said about them. They stand only as separate

cases and any good digest can present them more usuably than

a work of this kind.

3. WHO MAY BE AN INFRINGER

There is no restriction either by statute or by the courts as

to who may be guilty of infringement. Such a suit stands

upon the same footing as every other type of civil action, and

any person or corporation capable of being sued may be liable

deciding an issue of infringement. This-can only come from
a fundamental comprehension of the whole subject of invention and non-invention. Beyond the suggestion of classification of cases which is discussed under invention, nothing further need be said about them. They stand only as separ(:tte
cases and any good digest can present them more usuably than
a work of this kind.

to action. The United States government was made liable to

§ 3.

suit for infringement by Act of June 25, iQio. 485 This pro-

WHO MAY BE

A:N

INFRINGER

vides "Whenever an invention described in and covered by a

patent of the United States shall hereafter be used by the

United States without license of the owner thereof or lawful

right to use the same, such owner may recover reasonable

compensation for such use by suit in the Court of Claims :
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Provided, however, That said Court of Claims shall not en-

tertain a suit or reward compensation under the provisions of

this Act where the claim for compensation is based on the use

by the United States of any article heretofore owned, leased,

used by, or in the possession of the United States : Provided

further, That in any such suit the United States may avail

itself of any and all defenses, general or special, which might

be pleaded by a defendant in an action for infringement, as

set forth in Title Sixty of the Revised Statutes, or otherwise ;

And provided further, That the benefits of this Act shall not

inure to any patentee, who, when he makes such claim is in the

employment or service of the Government of the United

States; or the assignee of any such patentee; nor shall this

Act apply to any device discovered or invented by such em-

ployee during the time of his employment or -service." 486

* 85 Ch. 423, 36 Statutes at L. 851.

486 As to the liability of the government prior to this act, see Farnham

There is no restriction either by statute or by the courts as
to who may be guilty of infringement. Such a suit stands
upon the same footing as every other type of civil action, and
·any person or corporation capable of being sued may be liable
to action. The United States government was made liable to
suit for infringement by Act of June 25, 1910. 485 This provides "Whenever an invention described in and covered by a
patent of the United States shall hereafter be used by the
United States without license of the owner thereof or lawful
right to use the same, such owner may recover reasonable
compensation for such use by suit in the Court of Claims:
Provided, however, That said Court of Claims shall not entertain a ·suit or reward compensation under the provisions of
this Act where the claim for compensation is based on the use
by the United States of any article heretofore owned, leased,
used by, or in the possession of the United States: Provided
further, That in any such suit the United States may avail
itself of any and all defenses, general or special, which might
be pleaded by a defendant in an action for infringement, as
set forth in Title Sixty of the Revised Statutes, or otherwise;
And provided further, That the benefits of this Act shall not
inure to any patentee, who, when he makes such claim is in the
employment or service of the Government of the United
States; or the assignee of any such patentee; nor shall this
Act apply to any device discovered or invented by such employee during the time of his employment or ·service." 486
485
486

Ch. 423, 36 Statutes at L. 851.
As to the liability of · the government prior to this act, see Farnham
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4. WHAT ACTS CONSTITUTE INFRINGEMENT

The second issue referred to at the beginning of the chap-

ter, namely, whether the defendant has infringed or not, needs

now to be considered only briefly. It is clear that a decision

upon the first issue will have swallowed most of the possible

forms of the second.. If the court has decided that the scope

of the patent is such as to include the particular form of de-

vice used by the defendant, there is no question but that the

defendant's device is an infringement of the patent. The only

further issue possible is, whether or not the defendant did

make, use or vend the device, which he is alleged to have made,

etc. This is a pure issue of fact, depending wholly upon the

evidence adduced. As a general rule it would precede the con-

sideration of the other issue, for if no use of the device alleged

had actually been made by the defendant it would be futile to

determine the relation of such a device to the patent. In using

for any purpose the cases which make reference to the question

of whether the defendant has infringed, care should be taken

to distinguish between the issue of the infringing character of
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the device, and that of whether he did iise the device com-

plained of. The term "infringement'' is used indiscriminately

of both the acts of a defendant and of the material device with

which he acts. 488

THE INTENT with which the defendant did the acts alleged

is not material in determining his liability as an infringer, un-

less the charge be merely that he is a contributory infringer.

Real absence of intent to infringe may in some circumstances

reduce the amount of damages recoverable under R. S. 4919.

But the fact that the defendant was unaware that any patent

had been issued for the device, or honestly believed that his

own device was not an infringement of the one patented, does

not prevent an adjudication of infringement. 489

v. United States, 240 U. S. 537 ; U. S. v. Societe Anonyme, 224 U. S. 309 ;

Crozier v. Krupp, 224 U. S. 290; Russell v. U. S. 182 U. S. 516; U. S. v.

Berdan Arms Co., 156 U. S. 552 ; Schillinger v. U. S. 155 U. S. 163 ;

Belknap v. Schild, 161 U. S. 10.

488 Haselden v. Ogden, 3 Fish. 378, Fed. Cas. No. 6190.

489 Parker v. Hulme, I Fish Pat. Cases 44, Fed. Cas. No. 10,740; Globe
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The statute 490 provides expressly that no damages shall be

recovered for infringement, when the defendant has not had

due notification before the acts on which suit is predicated, un-

less the plaintiff has given general notice to the public by mark-

ing articles covered by the patent with the word "patented,"

and the date on which the patent was issued. If the article

itself can not be so marked, it is provided that a label may be

affixed to it, or to the package in which it is enclosed, con-

taining the notice. 491 The fact that a defendant had no actual

notice of the patent, and that the articles covered by it had

not been marked "patented" so as to give him constructive

notice, would not preclude the granting of an injunction in

otherwise proper circumstances. The mere fact of notice of

the suit for injunction would in itself 'constitute the notice, that

the device was patented, necessary to render the defendant

liable for all future infringement If he would be liable for

damages in the future, he might properly, so far as the matter

of notice is concerned, be enjoined from causing them. 492 In

one case it was urged by the defendants, that the infringing
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articles had been accidentally made in the course of other

manufacturing and unintentionally sold. The court held an

injunction against any further manufacturing or sale to *be

proper nevertheless. 493

MAKING, USING AND VENDING NOT ALL NECESSARY. The

monopoly given by the patent is the right to exclude others

not only from making things covered by the patent but also

from using or vending such things. One is guilty of infringe-

Wernicke Co. v. Fred Macey Co., 119 Fed. 696; Cimiotti Unhairing Co.

v. Bowsky, 143 Fed. 508; It has been held to affect the patentee's right to

an injunction, as distinct from mere damages, Sheridan-Clayton Paper

Co. v. U. S. Envelope Co., 232 Fed. 153.

o R. s. 4900.

491 On the subject see Sessions v. Romadka, 145 U. S. 29; Coupe v^

Royer, 155 U. S. 565, 583.

492 It has been declared that a single unauthorized sale of the patented

article will justify an injunction when the circumstances are sucK as to'

indicate a readiness to make other sales. Hutter v. De Q. Bottle Stopper

Co., 128 Fed. : 283; Johnson v. Foos Mfg. 'Co., 141 Fed. 73.

493 Thompson v. Bushnell, 96 Fed. 238.

The statute 490 provides expressly that no damages shall ·be·
recovered for in ringerrien ' when· the def en an as not ad
due notification before the acts on which suit is predicated, nn- _.,.,
less ;the lain tiff has given general notice to the public by marking articles covered by the patent with the word "patented,"
and the date on which the patent was issued. If the article
itself can not be so marked it is provided that a label may be
affixed to it, or · to the package in . which .i t is endosed, containing the notice~
The fact that a defendant had no actual
notice of the patent, ·and that the articles covered by it had
not been marked "patented ' ·so as to give .him constructive
notice, would ·not preclude the granting of an injunction in
otherwise proper circumstances. The mere fact of notice . of
the suit for injunction would in itself· constitute the notice! ·that
the device was patented, necessary to · render .the def end ant
lictble · for all future infringement. · If he would be liable for·
damages in the future, ·he might properly, so far as the matter
of notice is concerned, be enjoined from , C<l:using tpem. 4 9 2 In
one case · it 'Wa·s urged _by the defendants,. that the infringing
articles had . been accidentally made· in the course of other
manufacturing and unintentionally sold. The court held an
injunction against any further manuf~turing . or :sale to ~ be
proper nevertheless. 493
·
MAKING, USING AND VENDING NOT. ALL NECESSARY. ffhe
monopoly given by the patent is the tight to exclude others
not only ·from making things covered · by the · patent but also"
from using or vending such things. One is guilty ·of infringe-.
491

Wemicke Co. v. Fred Macey Co., II9 Fed. 696; Cimiotti . Unhairing Co.
v. Bowsky, 143 Fed. 508; It has been held to affect' the patentee's right to
an injunction, as distinct from mere damages, Sheridan-Clayton Paper
Co. v. U. S. Envelope Co., 232 Fed. 153. .
490 R. s. § 4900.
491 On the · subject see Ses ions v. Romadka, 14$ U. S. 29 ;· Cotipe v;·
Royer, 155 U. S. 565, 583.
·
4 9 2 It has ' been deelared· that a ~ingle ~authorized sale of the patented
article
justify an injunction when the circumstances are sucH as tci
indicate a readiness to make other sales. Hutter v. De Q. Bottle Stopper
Co., 128 Fed: 283; Johnson v. Foos Mfg. -Co:, 141 Fed: 73.
493 Thompson -v. Bushnell, 96 Fed. 238.
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ment who does any one of these prohibited acts ; it is janneces-

sary that he shall have done them all. 49 '

A more difficult proposition is presented in regard to the

use or sale of the product of a patented device. Is one who

neither makes, uses, or sells the device covered by the patent

guilty of infringement, if he does use or sell something made

by the device, without authority from the patentee? Of course

if he himself makes something with the device, he is guilty of

using the device. But if he merely buys, directly or indirectly,

something that another made unauthorizedly with the patented

device, and uses it without himself having anything to do with

the patented device does that constitute infringement?

There seems to be no direct decision upon this point. Un-

less this product of the device can be considered a part of the

patented invention, the person using it but not himself using

the device, is not logically guilty of making, using, or vending

the invention covered by the patent. At most he would be a

contributory in f ringer. The Supreme Court in referring to

the question "whether, when a machine is designed to manu-
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facture, distribute or serve out to users a certain article, the

article so dealt with can be said to be a part of the combina-

tion of which the machine itself is another part," said, "If this

be so then it would seem to follow that the log which is sawn

in the mill ; the wheat which is ground by the rollers ; the pin

which is produced by the patented machine; the paper which

is folded and delivered by the printing press, may be claimed

as an element of a combination of which the mechanism doing

the work is another element." 495 The question itself the court

does not specifically answer, on the ground that it is not perti-

494 The manufacturing in this country of articles covered by the patent

is an infringement of the monopoly granted thereby even though the

articles are intended for use outside of this country only, Dorsey Revolv-

ing Harvester Rake Co. v. Bradley Mfg. Co., 12 Blatch. 202; Fed. Cas.

No. 4015 ; Adriance Platt & Co. v. McCormick Harvesting Mach. Co., 55

Fed. 288; Bullock Elec. & Mfg. Co. v. Westinghouse Elec. & Mfg. Co.,

129 Fed. 105.

495 Morgan Envelope Co. v. Albany Paper Co., 152 U. S. 425, 431.

ment who does any one of these prohibited acts; it is unnecessary that he- shall have done them all. 494
- A more difficult proposition is presented in regard to the
use or sale of the product of a patented device. Is one who
neither makes, uses, or ells the device covered by the patent
guilty of infringement, if he does use or sell something nwde
by the device, without authority from the patentee? Of course
if he himself makes something with the device, he is guilty of
using the device. But if he merely buys, directly or indirectly,
something that another made nauthorizedly with the patented
device, and uses it without himself having anything to do with
the patented device does that constitute infringement?
. There seems fo. be no direct decision upon this point. Unless this product of the device can be considered a part of the
patented invention, the person using it but not himself using
the device, is not logically guilty of making, using, or vending
the invention covered by the patent. At most he would be a
contributory infringer. The Supreme Court in referring to
theCiuestion whether, when a machine is designed to manufacture, distribute or serve out to users a certain article, the
article so dealt with can be said to be a part of the combination of which the machine itself is another part, ' said, "If this
be so then it would seem to follow that the log which is sawn
in the mill; the wh~at which is ground by the rollers; the pin
which is produced by the patented machine; the paper which
is folded and delivered by the printing-press, may be claimed
as an element of a combination of which the mechanism doing
495
~he work rs another element."
The question itself the court
does not specifically answer, on the ground that it is not perti494 The manufacturing in this country of articles covered by the patent
is an infringement of the monopoly granted thereby even. though the
art~cl~s are intended for use outside of this country only, Dorsey Revolving Harvester Rake Co. v. Bradley Mfg. Co., 12 Blatch. 202; Fed. Cas.
No. 4015; Adriance Platt & Co. v. McCormick H~rvesting Mach. Co., 55
Fed. 288; Bullock Elec. & Mfg. Co. v. Westinghou'ie Elec. & Mfg. Co.,
If?9. Fed. 105.
495 Morgan Envelope Co. v. Albany Paper Co., 152 U. S. 425, 43r.

Inf ring enient

Infringement 289

nent to the case, but the implication is that the article pro-

duced is not protected by a patent for its means of produc-

tion. 496

The author is not aware of any case in which it has been

held that one who buys articles not themselves covered by a

patent is guilty of contributory infringement merely because

the articles were made by a machine or process whose use was

itself an infringement.

REPAIRS. When a patented device has been sold by the

patentee, or its use a'ffd enjoyment has been licensed, the pur-

chaser or user acquires with the device the implied right to re-

pair it. Such repair, unless expressly restricted by agreement,

does not constitute infringement. As a matter of law, the

proposition is settled. TFfe practical application of the rule is

troublesome, however, and the statements in regard to it are

confused. The difficulty lies in the impossibility of distin-

guishing definitely, and definitively, between "repair" and "re-

placement." While the vendee is entitled to repair the ma-

chine^ or other device, which he has bought, he_has no TigEt
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to mak^ a new- one under the guise of repairing the old one.

It is obvious that the line between repair and remaking is im-

possible of theoretical allocation in advance of the various in-

stances that may arise. Its determination must of necessity

496 So declared in a reference to this case in the later case of Heaton-

Peninsular Button Fastener Co. v. Eureka Specialty Co., 77 Fed. 288,

35 L. R. A. 728, 735. In Merrill v, Yeomans, 94 U. S. 568, it was^held that

a patent for a process for making certain heavy oils was not infringed by

one who did not manufacture but did vend such oils which he had bought

from an unauthorized maker. The case is not so close in point as would

appear from the holding, because the court specifically found that the oil

sold by the defendants was manufactured by a totally different process

from that of the patent. The case might well have been decided on the

simple ground that the oil sold by defendants was not the same oil as

that of the patent, having been made by a different process. A some-

what distant analogy to the questions here suggested is found in the

cases holding that the selling to a licensee of goods which might be put to

nent to the case, but th<: implication is that the article produced is not protected by a patent for its means of production. 496
. The. author -is not aware of any case in which it has been
held that one who buys articles not themselves covered by a
patent is guilty of contributory infringement mere_~y because · the articles were made by a machine or proceS$ whose use was
itself an infringement.
REPAIRS.
When a patented device has been sold by the
e pur-·
patentee or its use m enj.oyment ha
cha er or ser acquires with the device the implied right to rerestricted b a reement,
Such re air unless ex re
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propos1t10n 1s se e .
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troublesome, howeyer, and the statements in regard to it are
confused. The difficulty lies in the impossibility of distinguishing definitely, and definitively, between "repair" and "replacement." While the vendee ·
titled to re air the machine, or oth device, which he has bought, he has no rignt
to make
ttn e
e guise of repa rin t old one.
It is obvious that fhe line between repair and remaking is impossible of theoretical allocation in advance of the various instances that may arise. Its determination must of necessity

infringing use is not of itself contributory infringement. See authorities

cited under that subject; Cf. Sheridan Clayton Paper Co. v. U. S. Enve-

lope Co., 232 Fed. 153.

So declared in a reference to this case in the later case of HeatonPeninsular Button Fastener Co. v. Eureka Specialty Co., 77 Fed. -288,
35 L. R. A. 728, 735. In Merrill v_. Yeomans, 94 U. S. 568, it was eld that
a patent for a process for rr_iaking certain heavy oils was not infringed by
one who did not manufacture but did vend such oils which he had bought
from an unauthorized maker. The case is not so close in point as would
appear from the ·holding, because the court specifically found that the oil
sold by the defendants was manufactured by a totally different proc~ss
from that of the patent. The case might well have been decided on the
simple ground that the oil sold by defendants was not the same oil as
that o~ the patent, having been made by a different process. A somewhat distant analogy to the questions here suggesttd is found in the
-cases holding that the selling to a licensee of goods which might be put to
infringing use is not of itself contributory infringement. See authorities·
cited under that subject; Cf. Sheridan Clayton Paper Co. v. 'U. S. Enve-:.
lope Co., 232 Fed. 153.
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follow the fact, not precede it, and be dependent upon the cir-

cumstances. Like so many other issues of the patent law, it

is fundamentally a matter of judicial opinion in the particular

case. It is capable of very little guidance from precedent in-

stances, although an inductive and comparative study of many

eases -in which the issue has been passed upon may serve to

reduce somewhat the width of debatable ground, as is true of

other matters of judicial opinion. 49 ' The whole matter can

not be better discussed than by quoting at length from the

opinion in the case of Goodyear Shoe Machinery Co. v: Jack-

son. 497 * The defendants in this case were engaged in a small

way in- the business of general machinery repair work. Sev-

eral persons who had purchased from the plaintiff shoe ma-

chines made under the patent, sent their machines to defend-

ants to be ; repaired. -In this work, the defendants replaced a

number of parts by making new ones. The plaintiff contended

that this constituted an infringement of his patent. The court

was of opinion that,; under the particular circumstances which

need not be. set out here; there was no infringement. In the
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course pf the opinion it said,, (v Infringement by the purchaser

of a patented machine consists, in the -substantial rebuilding of

such machine./ A contributory inf ringer necessarily only makes

or sells a part of the patented invention. The purchaser of a

patented machine, in order to infringe, must make or repro-

duce, in substance, the whole patented invention. To prove in-

fringement, in one case, it is only necessary to show a partial

infringement in aid of an unlawful complete infringement,

while in the other case a substantially full and complete in T

fringment must, be established. The rule that a person may

be guilty of contributory infringement by making or selling a

material element of the patented combination has no applica-

tion to infringement by the purchaser of a machine embodying

such patented combination. A purchaser stands in no differ-

_- 497 The cases in point are not cited here for the reason that, the prob-

km .being analyzed and understood, they can be found under appropriate

headings in -a digest- much more satisfactorily and fully than it would be

possible to give them here.

4978 1 12 Fed. 146.
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ent- position from an ordinary inf ringer, except in the circum-

stance that he has bought a patented machine, and, conse-

quently, his infringement does : not consist in the construction

of a wholly new machine, but in the reconstruction of such

machine after it is worn out or substantially destroyed. The

essence of the infringement is the same in both cases.

"The ordinary inf ringer makes the entire patented machine;

the infringing purchaser begins with .what remains of the

patented machine, and rebuilds it. To show infringement in

the case of an ordinary infringer, where the patented invention

comprises several elements in combination, it is necessary to

prove that the alleged infringing machine contains all the ele-

ments (or their equivalents) which make up the combination,

although some of the elements may not be -material, or of the

essence of the invention. To show infringement by the pur-

chaser in such a case, the same strictness of .proof is -not re-

quired, for the reason that it may not be necessary for him to

make the immaterial or unessential elements of the patented

combination, because they may not be worn out or destroyed
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in his machine when the w r ork of reconstruction begins, ^ Ax

practical reconstruction of the patented machine, and not nee- ]

essarily a literal reconstruction of the patented combination's /

all that is required to constitute infringement by the purchase.!, )

For example, where the patent is for an improved lamp, and

the whole invention resides in the burner, but the claim is for

the combination of the burner and a chimney, in an ordinary

suit for infringement it must be shown that the defendant

made or used or sold the .patented combination, namely, the

burner and chimney; while in a suit for infringement against

a purchaser of the lamp it would only be necessary to prove

that he replaced the old burner with a new one, because, -mani-

festly, that would constitute a substantial reconstruction of the

patented invention. If a person other than the purchaser

should make or sell the burner with the intent and purpose of

its use by another in combination with the chimney, it would

be a clear case of contributory infringement.

ent. position from an ordinary infringer except ip the circumstance that he ha bought a patented machine, and, cons~
quently hi infringement does ,not coQsist in the construction
of a wholly ·new m<ichine, but in the re~on tru~tion _ of su~h
machine after it is worn out or sub tantially destroyed. The
es ence of the infringement is the ame in both cases.
The ordinary infringer makes the entire patented. machine;
the infringing pqrchaser begins with .what remains of -the
patented machine, and. rebuilds it. ·To show infriQgement in
the case of an ordinary infringer where the patented invention
comprises several element in combination, it is necessary to
prove that the alleged infringing machine contains all the- elements ( or their equivalent ) which make up the combination,.
although some of the elements may not be ·material; or of. th~
essence of _the invention. To show infripgement by t4e pt1r-.
chaser in such a case, the same strictness of .proof is not r~..:
quired for the reason that it may not be n~cessary _ for him to
make the immaterial or unes ential elements of the patented
combination, because they may not be worn out or. de's troyed
in his machine when the work of reconstructiGn begins! .
practical recon truction of the patented machine, and not .~e~sarily a literal reconstruction of the patented combina.tion~s
all that is required. to ~onstitute infringement by. the purchas.e:r.
For .example, where the patent is for an improved. lamp~ and
the whole invention resides in the burner, but the claim is for
the combination of the burner and a chimney, in an ordinary
suit for infringement it must be shown that the defendant
made or used or sold the .patent(!d comp~nation, namely, th~
burner and chimney ; while in a suit--for infringement against
a purchaser of the lamp it ·would only be necessary to prove
that he replaced the o~·d burner with a new one, because, -manifestly, that would constitute a substantial reconstruction of the
patented . invention. If a person other than the- purcliaser
should make or sell the burner with the inten~·. and putpQse 0£
~ts '1Se .by an9ther in ·combination with the· chimney, ·it. would
be a clear case of contributory infringement.
r• •
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"In approaching the question of infringement by the pur-

j chaser of a patented machine, it is important to bear in mind

what the patentee sold and the purchaser bought. The patentee

has parted with his machine and the monopoly that goes with

it, and the purchaser has bought the machine with the right

to use the patented invention until the machine is worn out

or destroyed. When the machine is worn out, or substantially

destroyed, his right to use the patented invention ceases ; and

when he rebuilds his machine, and thereby makes substantially

a new machine, it becomes subject to the patentee's monopoly,

the same as in the case of any other person who unlawfully

'makes the patented machine./ When the patented machine has

passed outside the monopoly by a sale and purchase, the pat-

entee has no right to impose any restrictions on its use for his

own benefit. He cannot forbid the further use of the machine

because it is out of repair in consequence of the wearing out

or breaking of some of its parts, and so oblige the purchaser

to buy a new machine. The purchased machine has become

the individual property of the purchaser and is like any other
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piece of property which he owns. He may sell it, or he may

use it so long as its usefulness lasts, and then throw it away,

or dispose of it for junk. He may prolong its life and use-

fulness by repairs more or less extensive, so long as its origi-

nal identity is not lost. He is only prohibited from construct-

ing a substantially new machine. He cannot, under the pretext

of repairs, build another machine.

"A purchaser, then, may repair, but not reconstruct or re-

produce, the patented device or machine. Repair is 'restora-

tion to a second, good, or complete state after decay, injury,

dilapidation, or partial destruction.' Reconstruction is 'the act

of constructing again.' Reproduction is 'repetition,' or 'the

act of reproducing.' These definitions are instructive in bring-

ing home to the mind that repair carries with it the idea of

restoration after decay, injury, or partial destruction, and that

reconstruction or reproduction carries with it the idea of a

complete construction or production over again.

"In approaching the question of infringement by the purchaser of a patented machine, it is important to bear in mind
\what the patentee sold and the purchaser bought. The patentee
has parted with his machine and the monopoly that goes with
it, and the purchaser has bought the machine with the right
to use the patented invention until the machine is worn out
or destroyed. When the machine is worn out, or substantially
destroyed, his right to use the patented invention ceases; and
when he rebuilds his machine, and thereby makes substantially
a new machine, it becomes subject to the patentee's monopoly,
the same as in the case of any other person who unlawfully
·makes the patented machine./ When the patented machine has
passed outside the monopoly by a sale and purchase, the patentee has no right to impose any restrictions on its use for his
own benefit. He cannot forbid the further use of the machine
because it is out of repair in consequence of the wearing out
or breaking of some of its parts, and so obTige the purchaser
to buy a new machine. The purchased machine has become
the individual property of the purchaser and is like any other
piece of property which he owns. He may sell it, or he may
use it so long as its usefulness lasts, and then throw it away,
or dispose of it for junk. He may prolong its life and usefulness by repairs more or less extensive, so long as its original identity is not lost. He is only prohibited from constructing a substantially new machine. He cannot, under the pretext
of repairs, build another machine.
"A purchaser t
~i;. .hu1 not reconstruct or re12roduce, the patented device or macliine. Repair is 'restoration to a second, good, or complete state after decay, injury,
dilapidation, or partial destruction.' Reconstruction is 'the act
of constructing again.' Reproduction is 'repetition,' or 'the
act of reproducing.' These definitions are instructive in bringing home to the mind that repair carries with it the idea of
restoration after decay, injury, or partial destruction, and that
reconstruction or reproduction carries with it the idea of a
complete construction or production over again.

Infringement.

293

Infringement* 293

"But the difficult question still remains, what is legitimate

repair, and what is reconstruction or reproduction as applied

to a particular patented device or machine ? When does repair

destroy the identity of such device or machine and encroach

upon invention? At what point does the legitimate repair of

such device or machine end, and illegitimate reconstruction

begin ?

"It is impracticable, as well as unwise, to attempt to lay

down any rule on this subject, owing to the number and in-

finite variety of patented inventions. Each case, as it arises,

must be decided in the light of all the facts and circumstances

presented, and with an intelligent comprehension of the scope,

nature, and purpose of the patented invention, and the fair

and reasonable intention of the parties. Having clearly in

mind the specification and claims of the patent, together with

the condition of decay or destruction of the patented device

or machine, the question whether its restoration to a sound

state was legitimate repair, or a substantial reconstruction or

reproduction of the patented invention, should be determined
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less by definitions or technical rules than by the exercise of

sound common sense and an intelligent judgment.

"When the patent is for a single thing, like a knitting

needle, for example, and not for a device or machine com-

posed of several things or elements combined, it is obvious

that the replacement of an old needle by a new one in a knitting

machine is not repair, but a reproduction of the patented tiling.

"When the patent is for a device embracing the combina-

tion of several elements, a purchaser will infringe by recon-

structing the device after it has fulfilled its purpose anr] is sub-

stantially Hpstrny^cL Where, for instance, the patent was for

a cotton-bale tie, consisting of a band and buckle, and licensed

to use once only,' it is manifest that the severance of the band

at the cotton mill was intended to operate as a destruction of

the tie, and that to roll and straighten the pieces of the band

and rivet the ends together, at the same time using the old

buckle, was a reconstruction of the tie, and not repair.

"But the difficult question still remains, what is legitimate
repair, and what is reconstruction or reproduction as applied
to a particular patented device or machine? When does repair
destroy the identity of such device or machine and encroach
upon invention? At what point does the legitimate repair of
such device or machine end, and illegitimate reconstruction
begin?
"It is impracticable, as well as unwise, to attempt to lay
down any rule on this subject, owing to the number and infinite variety of patented inventions. Each case, as it arises,
must be decided in the light of all the facts and circumstances
presented, and with an intelligent comprehension of the scope,
nature, and purpose of the patented invention, and the fair
and reasonable intention of the parties. Having clearly in
mind the specification and claims of the patent, together with
the condition of decay or destruction of the patented device
or machine, the question whether its restoration to a sound
state was legitimate repair, or a substantial reconstruction or
reproduction of the patented invention, should be determined
less by definitions or technical rules than by the exercise of
sound common sense and a11 intelligent judgment.
"When the patent is for a single thing, like a knitting
needle, for example, and not for a device or machine composed of several things or elements combined, it is obvious
that the replacement of an old needle by a new one in a knitting
machine is not repair, but a reproduction of the patented thing.
"When the patent is for a device embracing the co~~na
tion of severcrl elements, a purchaser will in fr·
onstructin the d vice after it has fulfilled its purp e and is sub.
ed. Where, far instance, the patent was for
a cotton-bale tie, consisting of a band and buckle, and 'licensed
to use once only,' it is manifest that the severance 9£ the band
at the cotton mill was intended to operate a3 a destruction of
the tie, and that to roll and straighten the pieces of the band
and rivet the ends together, at the same time using the old
buckle, was a reconstruction of the tie, and not repair.
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"Again, where the subject of the patent was an electric lamp,

and the invention resided in the discovery that an attenuated

carbon filament, if operated in a high vacuum/would \vith-

stand disintegration, and the claim was for the combination of

carbon filaments with a receiver made entirely of glass, and

conductors passing through the glass, from which receiver the

air is exhausted, it is plain that, when the filament is destroyed,

and the vacuum is destroyed by making a hole in the receiver,

and nothing remains but a perforated glass bulb and the con-

ductors, the lamp is practically destroyed, and that to replace

the. old filament with a new one, and again exhaust the air in

the receiver, and again seal it, is substantially the making of

a new lamp.

"Where the patent is for a machine, which commonly em-

braces the combination of many constituent elements, the ques-

tion of infringement by the purchaser will turn upon whether

the machine is only partially worn out or partially destroyed,

or is entirely worn out, and so beyond repair in a practical

sense. In the case of a patent for a planing machine composed
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of many parts it was held that the replacement of the rotary

knives, 'the effective ultimate tool' of the machine, was re-

pair, and not reconstruction." 498

If the construction is such as the owner of the machine has

himself a right to perform by way of repair, it is not in-

fringement for some one else to do the work for him. 499

5. CONTRIBUTORY INFRINGEMENT

It is a settled principle of the Common Law that one who

wrongfully induces another to break a contract with a third

person, or who induces another to commit a tort against a

third person, is himself guilty of a tort and liable to a suit for

damages. We have already seen that a patentee may license

another to invade his monopoly, and utilize his invention, with

a limitation upon the extent or character of the licensee's en-

498 Morrm v. Robert White Engineering Co., 143 Fed. 519. Burguieres

Co. v. Deming Co., 224 Fed. 926. Many cases are cited in the opinion.

See especially, Wilson v. Simpson, 9 How. 109.

499 Morrin v. Robt. White Engr. Co., 143 Fed. 519.

:. ·"Again, where the subject of the patent was a:n electrit lamp,
and the invention · resided in the discovery that ah attenuated
carbon filament, if operated in a high vacuum, would \vithstand disintegration, and the daim was for the combination o"f
carbon filaments with a receiver made entirely of glass, -and
·· _conductors passing through the glass, from which receiver the
air is exhausted, it is plain that, when the filament is destroyed,
and the vacuum is destroyed by making a hole in the receiver,
and nothing · remains but a perforated_glass bulb and the con.;
ductors, the lamp is practically destroyed and that to replace
the.old filainent_with a new one, and again exhaust the air in
the receiver, and again seal it, is substantially the making of
a new lamp.
. "Where the patent is for a machine, which commonly embraces the combination of ·many constituent elements, the que tion of infringement by the purchaser will turn upon whether
the machine is only partially worn out or -partially destroyed;
or is entirely worn out, and so beyond repair in a practical
sense. · In the case of a patent for a planing machine composed
6f many part it \\as held that the replacement of the rotary
knives, 'the effective ultimate tool of the machine, was repair, and not reconstruction. " 498
If the construction is such as the owner of the ·machine has
himself a right to perform by way of repair, it is not infringement for some one else to do the work for him.499 /

-

§ 5.

CONTRIBUTORY INFRINGEMENT

.

.

It is a settled principle of the Common Law that one who
wrongfully induces another to break a contract with a third
person, or who .induces another to commit a tort against a
third person, is himself guilty ·of a tort and liable to a suit for
damages. We have already seen that a patentee may licen e
another to inv:ade his monopoly, and utilize his invention, with
a limitation upon the extent or character of the licensee's en498 Morrin v. Robert White Engineering Co-., 143 Fed. 519.
Burguieres
Co. v. Deming Co., 224 Fed. 926. -Many cases ·are cited in the opinion.
See especially, Wilson v. Simpson, 9 How. 109.
49 9 Morrin v. Robt. White Engr. Co., 143 Fed. 519.
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joyment. The limitation may take the form simply of a limit-

ed license, or it may be considered as a contract by the licensee

not to do certain things, or it may have both forms. If the

licensee exceeds the permission in his license and does what

he has agreed not to do, he is not only guilty of infringing the

patentee's monopoly, but he is also guilty of breach of con-

tract. 500

One who induces the commission of such an infringement: or

the breach of such a contract, or aids therein, is himself liable

in damages to the patentee, under the Common Law. 501 This

tortious conduct, whether it be by way of inducement to in-

fringe, or to break a contract limiting the extent of' use, is

comprehensively called "contributory infringement." No dis-

tinction is made, in terms, of the particular alternative forms

which it takes. It is not material, except as to jurisdiction in

certain cases, whether the act of the principal wrong doer be

looked upon as a tru infringement or merely a breach of the

contract.

Onej^m^not-ke held liabk-as^contributory i-nf ringer unless
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the acts which he induced were in themselves wrongful.

Therefore exactly the same questions, and all of them, may

arise in suits against contributory infringers as may come up

in any action for infringement or breach of contract of license.

The validity of the patent, the reality of the alleged infringe-

ment, the validity of the contract, the fact of its breach, and

the legality of the condition in general, are all as pertinent is-

500 F or a discussion of this matter see, ante.

501 "An infringement of a patent is a tort analogous to trespass or

trespass on the case. From the earliest times, all who take part in a

trespass, either by actual participation therein or by aiding and abetting

it have been held to be jointly and severally liable for the injury in-

flicted." Thomson-Houston Elec. Co. v. Ohio Brass Co., 80 Fed. 712, 721.

The opinion explains the case of Morgan Envelope Co. v. Albany Perf.

Wrapping Paper Co., 152 U. S. 425. Dr. Miles Medical Co. v. John D.

Park & Sons Co., 220 U. S. 373, syl. i. "An actionable wrong is commit-

ted by one who maliciously interferes with a contract between -two parties

and induces one of them to break the contract to the inj-ury of the other,

and in the absence of an adequate remedy at law equitable relief will be

granted." (Dictum.)

Joyment. The limitation may take the form simply of a limited license, or it may be considered as a contract by the licensee
hot to do certain things, or it may have . both· .forms. If the
licensee exceeds the permission in . his :license ~nd does ·what
he has agreed not to do, he is not only guilty of infringing the
patentee-'s monopoly, but he is also guilty of breach. of contract. 500
One who induces the commission of such an infringement or
the breach of sue a contract, or aids therein, is himself liable
in da
to the atentee, under the Common Law. 501 This
tortious conduct, whether it be by way of -inducement to in~
fringe, or to break a contract limiting the extent . of· use, is
comprehensively called "contributory infringement. ' No distinction is made, in terms, of the particular alternative forms
which it takes. It is not material, except as to jurisdiction in
certain cases, whether the act of the principal wrong doer be
looked ·upon as a true infringement or merely a breach of. the
contract.
· One can
a contributory infringer unless
wer in lliem elves wrong ul.
the acts which
Therefore exactly the same questions, and all of them, may
arise in suits against contributory infringers as may come up
in any action for infringement or .breach of contract of license. ·
The validity of the patent, the reality of the alleged infringement, the validity of the contract, the fact ·of its l;>reach, and
the legality of the condition in general, are all as pertinent isFor a discussion of this matter see, ante.
"An infringement of a ·patent is a tort an~logous · to trespass or
trespass on the case. From the earliest times, all who take part in a
trespass, either by actual participation therein or by aiding and .abetting
it have been held to be jointly and severally liable . for . th~ injury inflicted." Thomson-Houston Elec. Co. v. Ohio Brass Co.,, 8o .Fed. 712, 72r.
The opinion explains the case of Morgan Envelope Co. v. Albany ·Per£.
Wrapping Paper Co., · 152 U. S. 425. 'nr. Miles Medic1al Co. v. John D.
Park & ·sons Co., 220 U. S. 373, syl. ·r. "An actiOnaole wrong is committed by one who maliciously interferes with a contract between 1two parties
and induces one of them to break the contract to ·the inj.ury of the other,
and in the absence of an adequate remedy
at law : equitable relief
will be
•
'
J
granted." (Dictum.)
500

501
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sues in suits against a contributory infringer as they are in

suits against a principle wrong doer. The fact that the de-

fendant is merely contributory to the wrong does not affect

the issues respecting the wrong itself, and as they have al-

ready been discussed they need -not be reconsidered in this

connection.

But when suit is against one who is merely a contributory

infringer, there is the additional issue as to whether he, as a

contributor only, is liable for the wrongful acts which the

party has committed. This depends upon the established Com-

mon Law doctrines of contributory wrong doing and not on

any rules appertaining particularly to patent law.

INSCENT NECESSARY. The existence of a wrongful intent is

necessary to constitute liability""ior contributory infringement,

arid~ltsimmateriality in cases of principal infringement must

not be confused with this. A possible suJTc^of contusion is

in the fact that circumstances might arise in which one could

be treated as either a principal infringer or a contributory one.

Suppose, for instance, one should so work upon the machine
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of another, under the pretense of "repairing" it, that his work

would be held actually a "replacement." If in such case the

owner of the machine had been under contract with the paten-

tee not even to repair it, he would be guilty of breach of con-

tract and the one who had done the work might be guilty of

contributing to the breach if it were shown that he intention-

ally induced it. But certainly, if the machine had been prop-

erly marked "patented," his making of a new one, although

done at the request of the licensee would be, in itself, an in-

fringement of the patent regardless of his intent. The differ-

ence in intent requisite to liability in the two grounds of action

must be kept clear. It is only when the cause of action is not

the infringement or breach itself, but the inducing of the in-

fringement or breach, that the intent is material.

The intent need not have been expressed by the defendant,

for the real mental intent of a man is not demonstrable. It

will be inferred by the court from the circumstances under

which the acts complained of took place. "One is legally pre-

sues in suits against a contributory infringer as they are in
suits against a principle wrong doer. The fact that the defendant is merely contributory _to the- wrong does not affect
the issues respecting the wrong itself, and as they have already been discussed they n~ed · not be reconsidered in this
connection. . _
But when suit is against one who is merely a contributory
infringer, there is the. additional issue as to whether he, as a
contributor only, is liable for the wrongful acts which the ·.
party has committed. This depends upon the established Common La:w doctrines of contributory wrong doing and not on
any rules appertaining particulady to patent law.
I
NT NECESSARY. The existence of a wrongful intent is
necessar to constitute liabilit or contn utor · ri gement,
an its immaterialit in cases of principal infringement must
not be confused with this.
po ·
ce of confus10n is
m the fact t at circumstances might arise in which one conld
be treated as either a principal infringer or a contributory one.
Suppose, for instance, one should so work upon the machine
of another, under the pretense of "repairing" it1 that his work
would be held actually a "replacement." If in _such _case the·
owner of the machine had been unde.r contract with the patentee not even to repair it, he would be guilty of breach of contract and the one who had done the work might be guilty of
contributing to the breach if it were shown that he intentionally induced it. But certainly, if the machine had been properly marked "patented," his making of a new one, although.
done at the request of the licensee would be, in itself, an in-:
fringement of the patent regardless of hi~ intent. The differ-ence -in intent requisite to liability in the two grounds of action
must ];le kept clear. It is only when the cause of action is not
the in;ringement or breach itself, but the i'nducing of the in-,fringen:ient or breach, that the intent is material.
The intent need not have been expressed by the defendant, .
for ·the real · mental intent of a man is not demonstrable. It
will be inf erred by the court from the circumstances under·
which the acts complained of took place. "One is legally pre--
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sumed to intend the natural consequences of his act." 5 It is

therefore the acts themselves and not any verbal expression of

intent to which the courts will look. In the case just quoted

from the court formed its opinion, that the defendant intended

to assist in an infringement, from the fact that the articles he

sold could be used only in such a way as would constitute an

infringement and that, as persons do not ordinarily buy arti-

cles except for normal use, he must have known they would

be used in an infringing way and have intended it. 50 '

But the intent necessary to constitute contributory infringe-

ment will not be deduced merely from the fact that the de-

fendant has sold to an infringer articles which can be used for

infringement, when such articles are not in themselves covered

by the patent and have a recognized use quite unconnected with

any infringement. Some further knowledge on the part of

the defendant of the purpose to which they are to be put by

the purchaser must be shown before a wrongful intent will

in such case be inferred. 50 -

502 Thomson-Houston Co. v. Ohio Brass Co., 80 Fed. 712, 721.
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503 Ace. Canda v. Mich. Malleable Iron Co., 124 Fed. 486.

504 Rumford Chemical Works v. Hygienic Chem. Co., 148 Fed. 862; quot-

ing, Edison Elec. Lt. Co. v. Peninsular Lt.' Co., 95 Fed. 673 ; App'd Leeds

& Catlin Co. v. Victor Talking Mach. Co., 154 Fed. 58; Cortelyou v. John-

son, 207 U. S. 196; Edison Elec. Lt. Co., v. Peninsular Lt. Co., 101 Fed.

831 ; Sheridan-Clayton Paper Co. v. U. S. Envelope Co., 232 Fed. 153.

The purchasing of the various elements that go to make up a patented

combination was said as dictum not in itself to be an infringement in

Seim v. Hurd, 232 U. S. 420.

"What contributory infringement is, and why it should be enjoined, was

clearly shown in Wallace v. Holmes, 9 Blatch. 65, Fed. Cas. No. 17,100,

the earliest case in this country upon the subject, and upon which the

subsequent cases of contributory infringement rest. The complainant's

patent in that case was for an improved lamp, which consisted of an im-

proved burner, or metallic portion, and a glass chimney. The defendant

made and sold the improved burner, which must be used with a chimney,

and, in order to make sales, exhibited the burners with chimneys to cus-

tomers ; and the circuit judge thought that a concert with others to use

the patented article, as a whole, was a certain inference from the ob-

vious facts in the case, and the efforts of the defendant to solicit sales by

showing the operation of the whole patented article. The willingness of

the defendant in this case to aid other persons in any attempts which

sumed to intend the natural consequences of his act.' 502 It is
therefore the acts themselves and not any verbal expres ion of
intent to which the courts will look. In the case just quoted
from the court formed it~ opinion, that the defendant intended
to assist in an infringement, from the fact that the articles he
sold could be used only in such a way as would constitute an
infringement and that, as persons do not ordinarily buy articles except for normal use, he must have known they would
be used in .an infringing way and have intended it. 503
But the intent necessary to constitute contributory infringement will not be deduced merely from the fact that the defendant has sold to an in £ringer articles which can be used for
infringement, when such articles are not in themselves covered
by the patent and have a recognized use quite unconnected with
any infringement. Some further knowledge on the part of
the defendant of the purpose to which they are to be put by
the purchaser must be shown before a wrongful intent will
in such case be inf erred. 504
Thomson-Houston Co. v. Ohio Brass Co., Bo Fed. 712, 721.
503 Acc. Canda v. Mich. Malleable Iron Co., 124 Fed. 486.
504 Rumford Chemical Works v. Hygienic Chem. Co., 148 Fed. 862; quoting, Edison Elec. Lt. Co. v. Peninsular Lt: Co., 95 Fed. 673; App'd Leeds
& Catlin Co. v. Victor Talking Mach. Co:, 154 Fed. 58; Cortelyou v. Johnson, 207 U. S. 196; Edison Elec. Lt. Co., v. Peninsular Lt. Co., IOI Fed.
831; Sheridan-Clayton Paper Co. v. U. S. Envelope Co., 232 Fed. 153.
The purchasing of the various elements that go to make up a patented
combination was said as dictum not in itself to b~ an infringement in
Seim v. Hurd, 232 U. S. 420.
"What contributory infringement is, and why it should be enjoined, was
clearly shown in Wallace v. Holmes, 9 Blatch. 65, Fed. Cas. No. 17,100,the earliest case in this country upon the subject, and upon which the
subsequent cases of contributory infringement rest. The complainant's
patent in that case was for an improved lamp, which consisted of an improved burner, or metallic portir>n, and a glass chimney. The defendant
made and sold the improved burner, wbich must be used with a chimney,
and, in order to make sales, exhibited the burners with chimneys to customers; and the circuit judge thought that
concert with others to use
the patented article, as a whole, was a certain inference from the obvious facts in the case, and the efforts of the defendant to solicit sales by
showing the operation of the whole patented article. The willingness of
the defendant in t4is case to aid other persons in any attempts which
502

a

Patents and Inventions

298 Patents and Inventions

It does not appear to be necessary for the alleged contributor

to have actual knowledge that the action or device to which he

is contributing is covered by a patent. The fact that devices

made under the patent are duly marked "patented" probably

serves as constructive notice to a contributory infringer as

completely as to a direct infringer.

MAKING, USING, ETC. NOT NECESSARY. Sincejhe^ause of

action, against a contributory infringer is his wrong in induc-

in^^not^r^Jnfringe_Qr_tal>reak^a_aDntract, it follows that

the contributor need not himself have done anything at all by

way of making, using or vending the device covered by the

patent. One who should induce another to infringe by mere

verbal incitement and moral encouragement would undoubted-

ly be as fully liable to suit as though he had actively assisted

by mechanical means. There is no lack of cases in which the

defendant has been held liable without having himself directly

infringed in any way. An example notable because of the

amount of popular discussion it evoked is the case of Henry

v. Dick Co. 505 The complainant's patent covered a mimeo-

Generated for facpubupdates (University of Michigan) on 2014-06-13 19:36 GMT / http://hdl.handle.net/2027/uc2.ark:/13960/t3cz3366n
Public Domain in the United States / http://www.hathitrust.org/access_use#pd-us

graphing device. One of the machines had been sold to Skou

with the express limitation that it might be used only with ink

made by the complainant. The ink itself was not patented.

Defendant Henry sold ink to Skou with the undeniable intent

that it should be used on the machine, in breach of the limita-

tion. The defendant had perfect right to make, use and vend

his ink, unrestricted by any patent monopoly on it. Its use by

Skou, however, in contravention of his agreement with the

they may be disposed to make towards infringement is also apparent.

Its trolley stands are designed to be used in the patented System, and to

be the means of enabling the trailing pole to perform its distinctive and

novel part in the combination. It sufficiently appears from the defendant's

advertisements and affidavits that it was ready to sell to any and all pur-

chasers, irrespective of their character as infringers. A proposed con-

cert of action with infringers, if they presented themselves, is fairly to

be inferred from the obvious facts of the case; and an injunction order is

the proper remedy against wrongful acts which are proposed, or are justly

to be anticipated." Thomson-Houston Elec. Co. v. Kelsey Elec. Ry.

Spec. Co., 75 Fed. 1005, 1007.

505 224 U. S. i.

It does not appear to be nece ary for the alleged contributor
to have actual knowledge that the action or device to which he
is contributing is covered by a patent. The fact that devices
made under the patent are duly marked "patented" probably
serves as constructive notice to a contributory infringer as
completely as to a direct infringer.
MAKING, USING, ETC. NOT NECESSARY.
Since the a.use of
ac
ag_ainst a c ntributory infrino-er i hiS wrong in inducin another to infringe or to break a contract, it follows · that
the contributor need not himself have done anything at all by
way of making, using or vending the device covered by the
patent. One who should induce another to infringe by mere
verbal incitement and moral encouragement would undoubtedly be as fully liable to suit as though he had actively assisted
by mechanical means. · There is no lack of cases in which the
defendant has been held liable without having himself directly
infringed in any way. An example-notable because of the
amount of popular discussion it evoked-is the case of Henry
v. Dick Co. 505 The complainant's patent covered a mimeographing device. One of the machines had been sold to Skou
with the express limitation that it might be used only with ink
made by the complainant. The ink itself was not patented.
Defendant Henry sold ink to Skou with the undeniable intent
that it should be used on the machine, in breach of the limitation . . T~e defendant had perfect right to make, use and vend
his ink, unrestricted by any patent monopoly on it. Its use by
Skou, however, in contravention of his agreement with the
they may be disposed to make towards infringement is also apparent.
Its trolley stands are designed to be used in the patented ~ystem, and to
be the means of ·enabling the trailing pole to perform its distinctive and
novel part in the combination. It sufficiently appears from the defendant's
· advertisements and affidavits that it was ready to sell to any and all purcha ers, irrespective of their chara.cter a infringers. A propo ed concert of action with infringers, if they pre ented themselves, is fairly to
be inferred from the obvious facts of the case ; and an injunction order ·is
the proper remedy against wrongful acts which are propo ed, or are justly
to be anticipated." Thomson-Houston Elec. Co. v. Kelsey Elec. Ry.
Spec. Co., 75 Fed. 1005, 1007.
505 224

u. s.
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Dick Co., was held by the court to be an infringement of that

company's patent; and the defendant was held liable as a con-

tributor to such infringement on the ground that he had in-

induced it. 506

A somewhat different type of contributory infringement

was the cause of action in Trent v. Risdon Iron & Locomotive

Works. 507 An ore crushing mill had been erected which was

held to be an infringement of complainant's patent. The de-

fendant denied any liability for this infringement on the

ground that he was neither owner nor instigator of it, that his

sole connection with it was as architect and building con-

tractor for hire. It developed on trial, however, that he had

himself furnished the plans and specifications for the crusher.

He was held liable as a contributing inf ringer. Many other

cases may be found in which a defendant has been held guilty

of contributory infringement although he did not himself

actually make, use or vend the patented invention.

In summary of the whole matter of a patentee's rights' un-

der his patent, it may be said that the courts have protected
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him, not narrowly nor half-heartedly, but to the fullest extent

possible under the statute.

6. PRACTICAL VALUE OF VOID PATENTS

Even when an idea is of such character that the courts would

in all probability refuse to hold it an invention, there is, never-

506 The furnishing by defendant of unpatented fasteners for use on a

patented button fastening machine, whose use had been permitted by pat-

entee on condition that it be operated only with fasteners purchased from

him, was held to be contributory infringement, in Heaton-Peninsular

Button-Fastener Co. v. Eureka Specialty Co., 77 Fed. 288, 35 L. R. A.

728. Thomson-Houston Elec. Co. v. Ohio Brass Co., 80 Fed. 712, furnish-

ing one part of a combination held contributory infringement. "They

have infringed the process of Johnson because they supplied the apparar

Dick Co., was held by the court to be an infringement of that
-company's patent~ and the defendant was held liable as a \.ontributor to such infringement on the gro·u nd that he had · ininduced it. 506 ·
A somewhat different type of contributory infringement
was the cause of action ]n Trent v. Risdon Iron & Locomotive
Works~ 507 An ore crushing mill hao been erected which ·was
held to be an infringement of complainant's patent. The defendant denied any liability for this infringement on the
ground that he was neither owner not ·irtstigator of it; that his
sole connection with it was as architett and building contractor for hire. It developed on trial, however, that he had
himself furnished the plans and specifications for the crusher.
He was held liable as a contributing infringer. Many other
cases may be ·found in which a defendant has been held . g11ilty
of contributory infringement although he did not himself
actually make, use or vend the patented invention.
I_n summary of the whole matter of a patentee's rights· under his patent, it may be said that the courts have protected
him, nof narrowly nor half-heartedly, but to the fullest extenJ
possible under the statute. .

tus adopted to employ Johnson's process with the ii.-.tent that the plant

should be or would be operated as that put in for the Genessee Fibre Co.

It was therefore guilty of contributing to the infringement of the first

§ 6.

PRACTICAL VALUE OF VOID

p ATENTS

claim of the Johnson patent," Johnson v. Foos Mfg. Co., 141 Fed. 73, 88;

Leeds & Catlin Co. v. Victor Talking Machine Co., 154 Fed. 58.

507 102 Fed. 635.

Even when an idea is of such character-that the courts would
in all probability refuse to hold it an invention, there is, never506 The furnishing by defendant of unpatented fasteners for use on a
patented button fastening machine, whose use had been permitted by pat:entee on condition that it be operated oniy with fasteners purchased frqm
him, was held to be contributory infripge~ent, in Heaton-Peninsular
Button-Fastene~ Co. v. Eureka Specialty Co., 77 Fed. 288, 35 L. R. A.
728. Thomson-Houston Elec. Co. v. Ohio Brass Co., 8o Fed. 712, furnishing one part of a combination held contributory infringement. "They
have infringed the proc~ss of Johnson because they supplied. the appara~
tus adopted to employ Johnson's process with the ii.·.tent that the plant
should be or would be op,erated as that ·p ut in for the Genessee Fibre Co.
It was therefore guilty of contributing t<? the infringement of the first
claim of the Johnson patent," Johnson v. Foos Mfg. Co., 141 Fed. 73, 88.;
Leeds & Catlin Co. v. Victor Talkipg Machine Co., 154 Fed. 58.
501 102 Fed. 635.
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theless, an undoubtedly very practical advantage in having it

patented. As has been said, the Patent Office is not in posi-

tion to examine the prior art except to the extent that it is

covered by patents, and even to that extent the policy seems

to have been to allow new patents wherever superficial differ-

ence appears. The Patent Office does not assume the difficult

task of determining when apparent change is merely mechan-

ical. A patent, therefore, of absolutely no legal value what-

ever, is not particularly difficult to secure, and gives the right

to mark articles "patented." The ethics of doing this, unless

the patentee really believes his idea of means to be an inven-

tion, the author does not discuss, but it is seldom that the

most conscientious of would be inventors fails so to believe.

The advantage of the "patented" mark is obvious when one

contemplates the number of manufacturers who are paying

small royalties "rather than stand the trouble and cost of even

a successfully defended suit," and of others who refrain from

manufacturing certain small articles, for the same reason. 508

508 The enormous total of royalties paid by the American League of
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Automobile Manufacturers to the owners of the "Seldon Patent," before

it was declared ineffective in Col. Motor Car Co. v. Duerr, 184 Fed. 893, is

an example. It is common rumor that the owners of the transmission

patents on which the present association of automobile manufacturers is

.founded fear to sue the Ford Co. for infringement lest the patent be

avoided. Yet the others are paying royalties rather than assume the ex-

pense of a fight.

Because our system of legal remedies does not provide for a "declaratory

theless an undoubtedly very practical advantage in having_it
patented. As has been said, the Patent Office is not in position to examine .the prior art except ~o the extent that it is
covered by patents, and even to that extent the policy seems
to have been to allow new patents wherever superficial differ. ence appears. The Patent Office does not assume the difficult
task of determining when apparent change is merely mechanical. A patent, therefore, of absolutely no legal value what€ver, is not particularly difficult to secure, and gives the right
to mark articles "patented." The ethics of doing this, unles
.the patentee really believes his idea of means to be an invention, the author does not discuss but it is seldom that the
most conscientious of would be inventors fails so to believe.
The advantage of the "patented" mark is obvious when one
contemplates the number · of manufacturers who are paying
$mall royalties "rather than stand the trouble and cost of even
a successfully defended suit," and of others who refraif! from
manufacturing certain small articles, for the same reason. 508

judgment" the owner of patent has not only protection, if his patent be

valid, but he has also an obnoxious means of annoying legitimate business

even if his patent be probably void. The only way other persons, who

desire to use his alleged invention, can find out whether his patent is

valid or not. is to expend enough money in infringing to force him to

bring suit. If his suit is sustained the infringer's loss in invested capital,

to say nothing of damages awarded the patentee, may be tremendous.

Thus the financial risk involved in ascertaining whether a dubious patent

is really good, may make practically effective many an unjust monopoly.

For a discussion of the desirability of some method of securing a decla-

ratory judgment^ see the article by E. R. Sunderland, in 16 Michigan Law

Rev. 69.

. 5o.8 The enormous total of royalties paid by the American League of
Automobile Manufacturers to the owners of the "Seldon _Patent,'; hefo.re
it was declared ineffective in Col. Motor Car Co. v. Duerr, 184 Fed. 893, i
an example. It is common rumor that the owners of the transmission
patents on which the present association of automobile manufacturers is
Jounded fear to sue the Ford Co. for infringement lest the patent be
avoided. Yet the others are paying royalties rather than assume the expense of a fight.
Because our system of legal remedies ~:loes not provide for a "declaratory
judgment" the owner of patent _has not only protection. if h!s patent be
·val~d, but he has also an obnoxious means of annoyin~ legitimate business
even if his patent be probably void. The only way other persons, · who
·desire to ~se his alleged invention, can find out whether his patent i
v·a lid or not. is to expend enough money in infringing to force him to
bring suit. If his suit is sustained the infringer' loss in invested capital,
to say nothino- of darr.ages awarded the patentee, may be tremendous.
Thus the financial risk involved in a certaining wh_ether a dubiou patent
is really good, may make practically effective many an unjust monopoly.
for ·a discus.s ion of . the de. irability of some method Gf securing a decla=ratory judgment, see the article by E. R. Sunderland, in 16 Michigan Law
Rev. 69.

