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*  Statute at Large: Anticybersquatting Consumer Protection
Act, Pub. L. No. 106-113, 113 Stat. 1501A-545 (1999).

. Document:
. S. REP. NO. 106-140 (1999).

L. Remedies Available Under State Trade Secret Legislation

The exact nature of remedies available under trade secret law varies
by state. However, the Uniform Trade Secrets Act (UTSA), as compiled
by the National Conference of Commissioners on Uniform State Laws
(NCCUSL), is an effort to have consistency among states. Sections 2
through 5 of the Act, in particular, set forth a remedial scheme which has
been adopted by a number of states. The UTSA was amended in 1985,
and both pre- and post-amendment versions are in Volume 14 of Uniform
Laws Annotated." The extent to which these laws have been adopted by
particular states is covered in depth in Trade Secrets: A State-by-State
Survey,"” which is updated annually. Also, for some history on the Uni-
form Law’s development, one can search the National Conference of
Commissioners on Uniform State Laws’ Archive Publications,'” which
are available on microfiche.

PART V: CASE Law

A. Quick Tips

Thorough case law research is a fundamental part of determining
what the current law is regarding remedies in IP actions. To find relevant
cases:

1. Use online databases that contain only the subset of Federal
and state case law that may be relevant to your search (i.e.
Westlaw’s Federal IP cases in FIP-CS, or LEXIS’ Computer
and Cyberlaw Cases, Combined.

2. Use a case categorization system like West’s Key Number
system or LEXIS’ Core Concepts system in combination
with terms that describe the relevant technology (e.g. soft-

104. 14 U.L.A. 437-67 (1990). LC KF165.

105. TRADE SECRETS: A STATE-BY-STATE SURVEY (Arnold H. Pedowitz & Robert W.
Sikkel eds. 1997). LC KF3197.

106. NATIONAL CONFERENCE OF COMMISSIONERS ON UNIFORM STATE Laws (William S.
Hein & Co., Inc.).
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ware, domain name) in constructing a search for cases in the
online database.

B. Using Case Law For Research

While statutes set forth the bare-bone principles for damages in IP
actions, cases provide the full body of law surrounding those principles.
As the common law formed by cases tends to change over time and
adapt to new scenarios and legal problems, good research techniques to
find relevant cases are very important. Researching cases provide two
useful functions:

1. To confirm and update the analysis provided by credible
secondary sources. Thus, proper case research will ensure
that the propositions of learned treatises are still valid and
can be relied on in making arguments in court documents.

2. To find cases with fact scenarios similar to the case at hand.
Previous outcomes in cases that addressed similar or analo-
gous situations can be useful predictors for current litigation.

Finding relevant cases with useful legal analysis is a very important
task for researchers. At the same time, given the number of options and
methods available to conduct case law research, the task of conducting
proper and useful research can be a daunting one.

C. Finding Case Law

1. Searching Online Versus Searching in Texts

Finding case law using online case databases is by far a better alter-
native to conducting research using digests and case reporters in print.
Not only do online sources incorporate the categorization provided by
digest editors, but they also allow for full text searching of cases. Also,
updating print sources often involves the repetitive process of checking
through supplements and pocket parts, whereas updates to online data-
bases are fully integrated into the primary source. As the development of
remedies in IP cases involving computer technology is a fairly recent
legal phenomenon, the traditional concern with electronic sources not
including information retroactively'” is not a major issue in this area of

107. When created, most electronic databases were well designed to accumulate new
case law moving forward. A more difficult task was to include case law published before the
existence of the database. Including older case law has only recently become a focal point for
electronic database administrators.
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case law. Therefore, the rest of this section will discuss how to conduct
effective searches using online databases on Westlaw and LEXIS.

Although there are many ways to find relevant case law in online da-
tabases, the most effective and cost efficient way to do research is to be
very selective in choosing the databases to be included in a search, and
to construct searches with very particularized criteria. Choosing a data-
base that is narrow in scope, but that is also inclusive of all cases relevant
to IP law, will not only yield more relevant results, but will typically be
cheaper to search. Beyond choosing the right database, employing the
right search is paramount. To this end, the best searches employ:

1. Terms or numbers that are part of a categorization system,
such as the West Key Number or Lexis Core Terms systems,
that identify case law regarding remedies in IP infringement
actions;

2. Boolean search terms to effectively limit the cases retrieved
to those dealing with computer related technology; or

3. A natural language search using phrases to effectively re-
trieve the most relevant cases.

Each one of these search techniques is explored in more detail be-
low.

2. Online Databases on Westlaw

Although Westlaw has overarching databases containing all Federal
and state case law, of more use to practitioners is the variety of case da-
tabases stemming from these all-inclusive databases, including databases
limited to particular jurisdictions or areas of law. As IP law, with the ex-
ception of trade secrets, is predominantly Federal law, choosing a
database with a particular subset of Federal cases can tremendously in-
crease the search’s efficiency. As lower courts must follow the law as
decided by the higher court in the jurisdiction, and as lower court judges
tend to render decisions in line with other decisions in their district and
circuit, searching in a database containing all the law for a particular
Federal district can also be very useful. In Westlaw, databases with case
law applicable to a particular Circuit are named FED_-ALL, with the
number of the Circuit inserted in the blank space.'®

Topical databases can also be very useful. Westlaw now has data-
bases containing only Federal decisions that relate to IP law. These

108. For the D.C. Circuit, the database is FEDDC-ALL. For the Federal Circuit, the da-
tabase is CTAF. Circuit court decisions particular to one circuit can be found under databases
named CTA, with the number of the Circuit inserted in the blank space.
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databases include all Federal IP cases in FIP-CS, U.S. Supreme Court
cases in FIP-SCT, Circuit Court cases in FIP-CTA, District Court cases
in FIP-DCT, and the Court of Federal Claims and the Court of Claims in
FIP-FEDCL. West editors determine which Federal cases are contained
in these subsets. Also, the United States Patents Quarterly in USPQ'”
contains patent and other IP cases, as determined by BNA."°

Since trade secret law is based in common law tort, and not Federal
statutory law, searching for remedies based on trade secret misappropria-
tion involving computer technology typically requires searching in the
jurisdictional database for applicable state law. In Westlaw, all state law
databases are identified by __-CS, with the particular state’s postal code
inserted in the blank space.

3. Using West’s Key Number System

Not only does Westlaw contain narrow databases for effective
searching, it also employs West’s Key Number system within all its
searchable case databases. The West Key Number system is the most
comprehensive categorization of case law available to researchers. The
Key Number system has two parts:

1. Area of law subject heading. Each heading has a corre-
sponding number that appears before the key or its online
equivalent “k.”

2.  Legal topics relevant to the area of law. Each legal topic is
given a number that appears after the key or the “k,” with
further subtopics stemming from more general topics.

Below is a listing of current areas of law and corresponding legal
topics that are relevant to damages in IP actions:'"

Area of Law and Subtopics Key Number
COPYRIGHT & INTELLECTUAL PROPERTY 98
Copyrights 99(1)
Infringement 99l(J)
Remedies 991(J)2

109. United States Patents Quarterly (BNA 1987). LC KF2975.3.

110. As this publication and database is produced by the BNA, it does not employ West’s
Key Number System, but has its own head note system.

111. A current listing of all key numbers can be found online on Westlaw by clicking on
the drop-down menu at the top right corner of the screen and choosing Key Numbers & Digest
topics. It can also be found in print form in WEST’S ANALYS!IS OF AMERICAN Law (West Group
2000). LC KF240.
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Area of Law and Subtopics Key Number
Penalties & Actions therefore, and offenses 9970
and prosecutions therefore
Seizure and forfeiture 99k71
Actions for infringement 99k72
In general 89k72.1
Nature of Remedy 99k73
Preliminary injunction 99k85
Permanent relief 99k86
Damages and Profits 99k87
In general 99k87(.5)
Recovery in general; actual 99k87(1)
damages and profits
Elements, measure, and amount 99k87(2)
Statutory damages; minimum award | 99k87(3)
In general 99k87(3.1)
Amount of recovery; multiple 99k87(4)
infringements
Costs ’ 99k90
In general 99k90(1)
Attorney fees 99k90(2)
Intellectual Property 991l
Remedies 99k108
PATENTS 291
Infringement 291(XXH)
Actions at Law 291(XXIN(B)
Nature and form of remedy 291k262
Damages ’ 291k275
Costs 291k279
Suits in Equity 291(XXIN(C)
Nature of remedy 291k280
Preliminary Injunction 291k293
In general 291k293.1
Scope and extent of injunction 291k305
Scope and extent of relief in general 291k316
Permanent injunction 291k317
Profits 291k318
In general 291k318(1)
Profits in addition to damages 291k318(2)
Measure of profits in general 291k318(3)
Entire profits or those attributable to 291k318(4)
infringement of patent
In general 291k318(4.1)
Commercial value attributabie to 291k318(4.2)
infringement
Improvements 291k318(4.3)
Design Patents 291k318(4.4)
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Area of Law and Subtopics Key Number
Process Patents 291k318(4.5)
Interest 291k318(5)
Expenses and other charges against 291k318(6)
the proceeds
Damages 291k319
In general 291k319(1)
Nominal damages 291k319(2)
Right to increase damages awarded 291k319(3)
Interest 291k319(4)
Penalties 291k320
Costs 291k325
In general 291k325.1
Amount of recovery 291k325.3
Disbursements in general 291k325.11
In general 291k325.11(1)
Attorney fees 291k325.11(2)
In general 291k325.11(2.1)
Award to plaintiff 291k325.11(3)
Award to defendant 291k325.11(4)
Proceedings for allowance; evidence 291k325.11(5)
TORTS 379
Interference with employment or occupation, 37910
or injury to business
In general 379k10(1)
Misuse of or interference with trade secrets, 379k10(5)
inventions or patent rights
TRADE REGULATION 382
Trade-marks & Trade-names & Unfair Competition 382l
Actions 3821(G)
In general 382I(G)1
Nature and form of remedy 382k540
In general 382k540.1
Injunction 382k541
Preliminary or Temporary Injunction 3821(G)}4
Order; form and scope of injunction 382k628
Permanent Injunction 3821(G)5
_In general 382k641
Scope and extent of relief 382k644
in general 382k644.1
Damages and Profits 3821G6
Right to recovery or accounting 382k671
In general 382k671.1
Damages 382k672
Profits 382k673
Both damages and profits 382k674
Measure and amount of damages 382k680

109
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Area of Law and Subtopics Key Number
in general 382k680.1
Loss of profits 382k681
Legal expenses and attorney’s fees 382k682
Punitive or exemplary damages; 382k683
treble damages :
Measure and amount of profits 382k684

In general 382k684.1
Deductions and credits 382685
Accounting period and methods 382k686
Interest 382k687
Judgment and Review; Costs 382(G)8
Costs 382k728

In general 382k728.1
Attorney's fees 382k729

Although the Key Number system does have numerous key numbers
for the areas of copyright, patent and trademark, it does not have the
same depth in its treatment of state trade secret law.

The system is a great search tool because each Key Number is an al-
phanumeric code. Each of these terms is inserted as part of West’s
headnotes at the beginning of a case. Entering a key number in a search
will automatically yield all cases with law relevant to the topic, as de-
termined by West editors. Inserting a Key Number with terms that
describe the technology at issue can provide practitioners with decisions
of cases similar to the one they currently face. Also, a Key Number with
a date restrictor can be used to update analysis of the relevant law as
provided by treatises, articles or other sources.

To further simplify the use of the Key Number system in searches,
Westlaw has a new search technique called “KeySearch.” This system
allows the user to delve through the system’s hierarchy of topics and,
once a topic is selected, a search box allows the user to choose a jurisdic-
tion and add additional search terms. Within this search tool, Westlaw
has also tried to fill in some of the gaps of its current Key Number sys-
tem by creating a search to capture certain legal topics for which a
particular Key Number has not been assigned. An example of this is the
trade secret area. By choosing Intellectual Property, then Trade Secrets,
Westlaw will generate a boolean query which is used in lieu of a specific
Key Number for this topic.
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4. Searching for Cases on Westlaw Using
Boolean Terms and Connectors

In order to yield relevant results, boolean searches on Westlaw
should not include simple connectors like and (&) or or (_) but should
use more restrictive connectors like within the same sentence (/S) or
within the same paragraph (/P). Searches should also be limited to recent
case law using field restrictions such as date restrictions (DA(>___))
and court restrictions (CO( )). In conducting a general search,
combine relevant legal terms, or West Key Numbers, to the terms de-
scribing the technology at issue. The following are examples of this
methodology.

»  To retrieve case law dealing with damages in copyright ac-
tions involving computer software:

99k87 & COMPUTER /S SOFTWARE & DA(>1995)

»  To retrieve case law dealing with damages in patent actions
involving computer technology:

291k262 291k275 291k318 291k319 & COMPUTER &
DA(>1995)

*  To retrieve case law dealing with remedies in trademark ac-
tions involving internet domain names:

(3821(G)4 3821(G)5 382I(G)6) & INTERNET /S DOMAIN &
DA(>1995)
5. Online Databases on LEXIS

Like Westlaw, LEXIS has all-inclusive databases containing all Fed-
eral and state case law and a variety of case databases stemming from
these all-inclusive databases. Subsets include jurisdictional and topical
databases. However, the LEXIS topical case databases are narrower in
scope than their Westlaw counterparts. Samples of LEXIS databases that
include IP law and computer technology are:

. Copyright Cases, Federal
. Computer and Cyberlaw Cases, Combined
. Federal Computer and Cyberlaw Cases, Combined

e  State Computer and Cyberlaw Cases
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12

. United States Patent Quarterly by BNA
. Patent Cases from Federal Courts

. U.S. Court of Appeals for the Federal Circuit—Patent Cases
*  U.S. Court of Customs & Patent Appeals

*  Federal and State Trademark Cases

. Federal Trademark, Unfair Competition, and Trade Secret
Cases '

* U.S. Court of Appeals for the Federal Circuit—Trademark
Cases

*  State Trademark, Unfair Competition & Trade Secret Cases

_ 6. Using Lexis’s Core Concepts and Core Terms System

Although LEXIS has not developed an elaborate system of categori-
zation like the West Group, it does have three other research tools to help
narrow searches. Recently, LEXIS has instituted Core Concepts and
Core Terms sections as part of its own summary of a case. Core Con-
cepts are headnotes included by a LEXIS editor and are similar to West’s
headnotes. Thus, using multiple Core Concepts as part of a boolean
search is an effective way to locate relevant cases. Useful topics for re-
searching remedies in IP actions include:

COPYRIGHT LAW E-COMMERCE LAW cont'd)
Infringement Trade Secret Protection
Damages Trade Secrets
Injunctive Relief PATENT LAW
Costs & Attorney Fees Remedies
CYBERLAW Injunctions
Copyright Damages
Damages Collateral Assessments
Injunctive Relief Bad Faith Enforcement
Trademarks Costs & Attorney Fees
Infringement TRADEMARK LAW
Internet Domain Names Infringement
E-COMMERCE LAW Damages
Copyright Protection Injunctive Relief
Damages
Injunctive Relief
Trademark Protection
Damages

Injunctive Relief

112. The United States Patent Quarterly database is provided by BNA and does not util-
ize LEXIS’ Core Terms or Core Concepts tools for searching.
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By contrast, the Core Terms section is a listing of key words as gen-
erated by a computer algorithm, based on the number of times an
uncommon word appears in the case’s text. The core terms section can
also be searched using a field limiter in a boolean search.

7. Searching for Cases on LEXIS Using
Boolean Terms and Connectors

Although slightly more complicated than using Westlaw’s alphanu-
meric key system, the LEXIS Core Concepts and Core Terms systems
can be utilized using field restrictors to construct a narrow search. Core
Concepts should be included in the field CORECONCEPTS( )
while Core Terms should be included in the field CORE-TERMS( ).
Like Westlaw, a search can employ other custom restrictions, including
date restrictions, in addition to terms that describe the technology at is-
sue to achieve good searches. The following are examples of this
methodology:

. To retrieve case law dealing with damages in copyright ac-
tions involving computer software:

CORECONCEPTS(Copyright /S Infringement /S Damages)
AND CORE-TERMS(Software) AND DATE(>1995)

»  To retrieve case law dealing with damages in patent actions
involving computer technology:

CORECONCEPTS(Patent /S Remedies /S Damages) AND
CORE-TERMS(Computer) AND DATE(>1995)

e To retrieve case law dealing with remedies in trademark ac-
tions involving internet domain names:

CORECONCEPTS(Trademark /S Infringement) AND CORE-
TERMS(Internet AND Domain) AND DATE(>1995)

8. Searching for Cases on Westlaw or LEXIS
Using Natural Language Searching

Westlaw and LEXIS also provide natural language searching as an
alternative to boolean searches. A natural language search should consist
of a question or phrase that incorporates terms relevant to the subject
area being searched. Contrast the above boolean searches with their
equivalent natural language searches:

»  To retrieve case law dealing with damages in copyright ac-
tions involving computer software:
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What are the copyright damages for computer software?

. To retrieve case law dealing with damages in patent actions
involving computer technology:

What are patent damages for computers?

. To retrieve case law dealing with remedies in trademark ac-
tions involving internet domain names:

What are the trademark remedies for internet domain name
use?

PART VI: LITIGATION MATERIALS

A. Quick Tips

Litigation reporters offer a more holistic view of disputes and in-
clude case developments both inside and outside the courtroom. Andrews
Computer & Online Industry Litigation Reporter, available on Westlaw
as ANCOILR and on LEXIS as Andrews Publications Newsletters—
Computer Law, and Mealey’s Litigation Report: Intellectual Property,
available on Westlaw as MLRIP and on LEXIS as Intellectual Property:
Mealey’s Litigation Report, are two such reporters narrowly focused on
computer issues and IP issues, respectively. Furthermore, brief reporters,
which contain briefs submitted to courts.in leading cases, can be invalu-
able resources for both the law and arguments regarding new computer
technology or IP issues. Such reporters include LEXIS’ Brief Reporter
and Westlaw’s U.S. Supreme Court briefs, in SCT-BRIEF, and California
Supreme Court Briefs, in CA-BRIEF. Searches in these databases should
include keywords such as copyright, patent, trademark, infringement,
remedies, damages, injunction, computer, software, hardware, internet,
domain name, etc.

B. Finding Litigation Updates, Brief Reporters &
Other Litigation Materials

Finding litigation reporters is a difficult task, as these publications,

~ which typically focus on a particular area of the law or a particular sub-
ject matter, begin and cease depending on market demand for the

publication. As such, there are at present a great many publications, most

beginning in the 1990s, devoted to reporting litigation concerning IP and

computer related technology. Although some of these publications do

exist in print form, using this format is not advisable, as these highly

specialized journals are not indexed in any effective way. However, as
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most of these publications have online database equivalents with search-
able text, using boolean or natural language searches to find relevant
articles in these databases is a great way to supplement case law re-
search. As Westlaw and LEXIS each organize databases by subject
matter, including IP law topics,'” perusing the list of available sources
under these directories is a time-consuming, yet effective, way to find
out what litigation reporters are available.

Compilations of briefs are a relatively new phenomenon and, for
these reasons, current compilations are not extensive. However, as practi-
tioners recognize their usefulness as research tools, the increase in
demand for them will likely cause them to proliferate. To find databases
containing such compilations, refer to Westlaw’s or LEXIS’ litigation
topical groupings.'

C. Using Litigation Updates, Brief Reporters,
& Other Litigation Materials

Although case decisions provide a good analysis of the law concern-
ing remedies in IP actions, they are less useful when trying to research
the real outcome of litigation in terms of the dollar amount of damages
received and the specific injunction instituted. Also, case decisions do
not fully address all the arguments presented on both sides of an action,
as these holistically would make these decisions even longer than they
currently are. For this reason, litigation reporters and updates can pro-
vide useful information to practitioners who are looking for guideposts
in determining the value of their clients’ claims, or the potential liability
their client is facing. Also of practical use are litigation materials, such
as briefs and motions, from cases that are similar in nature to the one
being litigated, as they could provide in-depth arguments and citations to
cases that may be of use to practitioners.

D. Searching Litigation Updates, Brief Reporters,
& Other Litigation Materials

The litigation updates and materials described below are available
online in searchable databases on Westlaw and LEXIS. Because these
litigation reports do not employ extensive categorization or indexing like
case reporters, searching is restricted to simple boolean or natural
language searching using key legal concepts like copyright, patent,
trademark, infringement, remedies, damages, and injunction, with

113. See supra Part 1.D.2.
114. For Westlaw, look under Topical Materials by Area of Practice: Litigation.
For LEXIS, look under Litigation: Cases: Trial Transcripts & Briefs.
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keywords describing technology such as computer, software, hardware,
internet, domain name, etc.

Searches should omit keywords that generally coincide with the re-
porter’s focus. For instance, one should omit computer from a search in a
computer litigation reporter, as it may unnecessarily restrict searching.
However, a search can be narrowed by including terms describing a par-
ticular technology of interest, such as software. Furthermore, the search
should contain some keywords that restrict the cause of action described,
thus omitting reports about technology licensing and other contract
based claims. For instance, in searching for remedies for software theft,
infringement or misappropriation, an effective search in a computer liti-
gation reporter would be, (damages remedies injunction) & software &
(copyright patent trademark “trade secret”) /S (infringement theft mis-
appropriat!).

E. Current Litigation Reporters & Brief Reporters

The following is a list of litigation ‘reporters currently available
online on Westlaw or LEXIS:

1. Andrews Computer & Online Industry Litigation Reporter

This reporter tracks computer and internet related disputes, including
cases dealing with copyrights, patents and trademarks and trade secrets.
It was first published in June 1995 and new reports issue on a biweekly
basis. It is available on Westlaw under a-database called ANCOILR'" and
on LEXIS under Andrews Publications Newsletters—Computer Law.
This reporter contains extensive narratives of recent events in ongoing
litigation."

2. Andrews Intellectual Property Litigation Reporter

This reporter tracks significant litigation covering copyright, trade-
mark and patent infringement and licensing, trade secrets, and unfair
competition. It was first published in March 1996 and new reports issue
on a biweekly basis. It is available on Westlaw under a database called
ANIPLR'"" and on LEXIS under Andrews Publications Newsletters—

115. This database contains reports from November 1996 onward.

116. For an example of a good update from this source, see Supreme Court Declines Pe-
tition In Software Outsourcing Case: Beckman Instruments v. Cincom Sys., 18 ANDREWS
CoMPUTER & ONLINE INDUS. LITIG. REP. No. 15, Apr. 10, 2001 at I 1.

117. This database contains reports from November 1996 onward.
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Intellectual Property. Like its computer law counterpart, this reporter
contains extensive narratives of recent events in ongoing litigation.'”

3. Mealey’s Litigation Report: Intellectual Property

Similar to its Andrews counterpart, this reporter tracks significant
litigation covering copyright, trademark, trade secrets, unfair competi-
tion, and patent infringement and licensing, both in the U.S. and abroad.
It was first published in January 1993 and new reports issue twice per
month. It is available on Westlaw under a database called MLRIP ' and
on LEXIS under Mealey’s Litigation Report: Intellectual Property. Like
the Andrews reporter, event summaries are comprehensive in nature.”

4. Mealey’s Litigation Report: Patents

This reporter covers Federal patent litigation exclusively, addressing
issues such as infringement, claim interpretation, licensing agreements,
affirmative defenses, trials, jurisdiction, and discovery. It was first pub-
lished in June 1993 and new reports issue twice per month. It is available
on Westlaw under a database called MLRPAT " and on LEXIS under
Mealey’s Litigation Report: Patents.” Like its IP reporter equivalent,
this Mealey’s reporter includes a comprehensive description of develop-
ments in ongoing litigation, similar to a news article in scope and
nature.'”

5. E-Commerce Law Report

This reporter, published by Glasser LegalWorks, contains monthly
coverage of legislation, regulation, and court decisions pertaining to e-
commerce. First published in September of 1998, it can be accessed
online on Westlaw under a database called GLECOMLR. This

118. For an example of a good update from this source, see Supreme Court To Hear Ar-
guments In Electronic Publishing Case: New York Times Co. v. Tasini, 7 ANDREWS INTELL.
Prop. LiTiG. REP. No. 17, Mar. 16, 2001 at 3.

119. This database is updated two months after the publication of a new report in print.
Practitioners looking for recent developments should note this significant lag time.

120. For an example of a good update from this source, see Recording Industry Likely to
Succeed on Claim, But Injunction Is Overbroad, 9 No. 10 Mealey’s Litig. Rep.: Intell. Prop. 4
(Feb. 2001).

121. This database is updated two months after the publication of a new report in print.
Practitioners looking for recent developments should note this significant lag time.

122. LEXIS also has a database that combines Mealey’s reporters on IP and patents. The
combined searchable database is calied Mealey Publications Newsletters—Intellectual Prop-
erty.

123. For an example of a good update from this source, see Federal Circuit Affirms De-
nial of Injunction, Cites Lack of Key Element, 8 No. 17 MEALEY’S LiTIG. REP.. INTELLECTUAL
Prop. (2001), available at http://newlettersonline.com.
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publication contains information about recent litigation as part of articles
that address changes to the law surrounding e-commerce. ™

6. Derwent LitAlert

The Derwent LITALERT database on Westlaw contains records for
patent and trademark litigation lawsuits filed in ninety-four U.S. District
courts that have been reported to the Commissioner of the U.S. Patent
and Trademark Office (PTO). It also includes records for lawsuits filed
since the early 1970’s that have never been published in the PTO’s Offi-
cial Gazette. Relevant information includes parties, court, docket number
and judgment date. Coverage begins in 1973, with some gaps in the pe-
riod from 1973 to 1984 and in 1991. This database is updated weekly
and includes information ten days after its receipt by the PTO.

7. Intellectual Property News

Dow Jones’s Intellectual Property News database on Westlaw, called
IPNEWS, contains articles, columns, letters, briefings, and other sections
of text about intellectual property from newspapers, magazines, journals,
newsletters, transcripts, and wires.”” Coverage begins in September
1986, but a search by default is limited to the current year, unless a date
restrictor specifies otherwise. The database is updated daily.

8. BNA Patent, Trademark & Copyright Law Daily

The Bureau of National Affairs’ (BNA) offers a daily electronic
transmisston regarding activity that affects intellectual property law in
legislatures, the PTO, and Federal and state courts. This information is
captured by BNA-PTD on Westlaw, and BNA Patent, Trademark & Copy-
right Law Daily on LEXIS. Full coverage began in September 1989 and
it is updated daily, Monday to Friday, usually by 7 AM EST."

9. BNA Patent, Trademark & Copyright Journal

The BNA-PTCJ database on Westlaw and BNA Patent, Trademark &
Copyright Journal on LEXIS capture the BNA’s weekly publication on

124. For an example of a good update from this source, see Ian Ballon, Assessing
and Limiting E-Commerce Liability Through Policies, Procedures and Web Site Audits, 2
No. 11 E-CoMMERCe L. Rep. 2 (2000), available at http://www.ecommlawreport.com/
ecommlawreport/.

125. For an example of a good article from this source, see Business Wire, Juno Wins
Key Victory in Patent Suit Filed by NetZero (Apr. 12, 2001), available at http://freelists.org/
archives/juno_accmail/04-2001/msg00053.html.

126. For an example of a good article from this source, see Unauthorized Sale Did Not
Make Goods Counterfeit, PATENT, TRADEMARK & COPYRIGHT Law DAILY (Mar. 26, 2001),
available at http://pub.bna.com/ptcj/00932.htm.
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Patents, Trademarks & Copyrights. The journal reports on and analyzes
legislative, judicial and administrative activities that affect IP law, in-
cluding digests of court decisions, important court rulings, and the full
text of selected regulatory and legislative materials."” Coverage on West-
law began in January 1986 and, in January 1982 for LEXIS.

10. Westlaw Topical Highlights—Intellectual Property

Westlaw’s own WTH-IP database is prepared by the West Group edi-
torial staff and summarizes recent developments in IP law. It features
brief summaries of court decisions or other legal activity of interest. New
documents are included on a daily basis if material is available.

11. The Brief Reporter

LEXIS’ Brief Reporter contains full briefs submitted by attorneys
throughout the U.S., from 1990 onwards.'” Editors also create an ab-
stract for each brief, and these abstracts can be searched using the
ABSTRACT(___) search limiter. The database is updated on a monthly
basis. '

12. U.S. Supreme Court Briefs & California
Supreme Court Briefs

Westlaw also has limited databases of briefs. U.S. Supreme Court
briefs are in SCT-BRIEF, with limited coverage starting in 1990 and full
coverage starting in 1996."” It also has California Supreme Court Briefs
in CA-BRIEF, with limited coverage starting in 1997 and full coverage
starting in 1999. There are no search limiters within these databases,
making them inferior to their LEXIS counterparts.

PART VII: CITATION SERVICES & UPDATE SERVICES

A. Quick Tips

Westlaw’s “KeyCite” and “KeyCite Alert” and LEXIS’ “Shepard’s
for Research” and “Eclipse” can also be effective tools. Use KeyCite,
with limits, or Shepard’s, with custom restrictions, to find new cases
citing seminal cases in this area of law. Practitioners could also use
KeyCite Alert to track a recent case or statute that deals with a new

127. See id.

128. For an example of such a brief, see Defendant-Appellant’s Opening and Reply Brief
in Sony Computer Entertainment Inc. v. Connectix Corp., 203 E3d 596 (9" Cir. 2000).

129. For an example of such a brief, see U.S. Amicus Brief for New York Times Co., Inc.
v. Tasini, 533 U.S. 483 (2001).
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technology, thus retrieving all other documents that cite to it.
Alternatively, Eclipse searches can provide continuous updates on
searches designed to retrieve analysis on this area of law.

B. Using Citation and Update Services For Research

Practitioners often use citation and update services to ensure that the
cases cited in legal documents still contain valid legal principles. How-
ever, beyond this critical function, these services can also be used to
conduct effective legal research. One effective way to use these tools is
to cite check seminal case law to bring up current cases, which may con-
tain current views of the older case and branching theories based on the
leading case’s founding principles. Likewise, update services can keep
track of new interpretations of older case law and statutes as they apply
to new technologies. In another vein, update services can be set up to
effectively keep track of laws revolving around a new form of computer
related technology, such as the Internet.

C. Using Citator Services For Legal Research

Although citator services still exist in print form, their usefulness in
this form is very limited as compared to their online equivalents. This is
especially true when conducting research using citators. As such, this
chapter will focus on the online version of these services and how to
maximize their effectiveness as search tools.

1. Westlaw’s KeyCite Service

Westlaw’s KeyCite service is the newer of the two citatory-services
most used by practitioners. Entering a case or statute citation will bring
up a host of useful information. Among these is KC History, which lists
all related documents that are part of the case’s history. There is also KC
Citations, which lists all cases that cite to the case or statute entered. Of
course, both of these functions serve the purpose of determining whether
a case has been reversed or overruled. However, the KC Citations func-
tion can also be used for purposes of researching the law in a particular
area. A researcher can take a leading case, as described in a treatise, a
statute or other secondary material, and look up its KC Citations to find
more recent case law that expands on the principle first promulgated in
the seminal case. In doing so, the researcher should utilize the Limits
function, which uses West Key Numbers'™ and jurisdictional limiters to
return only relevant results.

130. See supra Part V.C.3.
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2. LEXIS’ Shepard’s Citations System

Shepard’s Citations is the oldest citatory system still used by practi-
tioners. Although it does still exist in print form," it is much more useful
in its online version on LEXIS. Under the heading, Get a Document,
choose Shepard’s for Research. Entering a case or statute will reveal
subsequent citations to the document entered. Like KeyCite, the results
can be limited using the Custom Restrictions feature. Restriction types
include jurisdictional, date, and topical. Unlike KeyCite, the topical re-
striction uses headnotes from LEXIS or Lawyer’s Edition, which are not
indexed in any fashion.

D. Example of Using Citator Services for Legal Research

The following are examples of how to use citatory services for cases,
statutes and articles to conduct legal research:

Cases: Sheldon v. Metro-Goldwyn Pictures Corp., 309 U.S. 390
(1940) is considered the seminal case in apportioning damages from
copyright infringement. Not surprisingly, a regular KeyCite of this case
reveals over 260 cases citing to it. However, if one applies limitations to
the key numbers dealing with damages, citations with in-depth treatment
(with three or more stars), and cases after 1990, the results are reduced
to five cases, two of which deal with computer related technology.'”

Statutes: a KeyCite of the injunctive remedies section of the Copy-
right Act, 17 US.C. § 502, reveals 1050 documents. However, by
restricting the cases to those that deal with computer software after 1990,
the results are reduced to three cases. These deal with the law of injunc-
tive remedies, within various Federal circuits, as it applies to computer
software.'” v

Articles: by Shepardizing the law review article by Jules L. Cole-
man, entitled “Intellectual property and corrective justice,” in 78 VA. L.
REV. 149, two cases and 103 citing articles were found. From these,

131. Shepard’s Citations includes print publications specializing in particular areas of
law, including SHEPARD’S INTELLECTUAL PROPERTY LAw CitaTIONs (Jane W. Morris ed., 3rd
ed. 1995). LC KF3093.15.

132. The two cases are: Data General Corp. 'v. Grumman Sys. Support Corp., 36 F.3d
1147 (1st Cir. 1994); Allen-Myland, Inc. v. Int’l Bus. Machines Corp., 770 ESupp. 1014
(E.D.Pa. 1991).

133. The three cases are: Autoskill Inc. v. Nat’l Educ. Support Sys., Inc., 994 F2d 1476
(10th Cir. 1993); In re Indep. Serv. Org. Antitrust Litig., 910 F.Supp. 1537 (D.Kan. 1995);
Control Data Sys., Inc. v. Infoware, Inc., 903 F.Supp. 1316 (D.Minn. 1995).

134 Coleman, supra Part I11.2.d.
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three articles dealt with issues of IP damages and computer related tech-
nology."

E. Using Update Services for Legal Research

Update services work in tandem with the citator-services available
on Westlaw and LEXIS. These services can be used to keep track of
changes to the law and any recent decisions regarding remedies in IP
actions involving computer technology.

1. Westlaw’s KeyCite Alert

KeyCite Alert can be set up to deliver reports of any new citations to
cases of interest. The alert can also be limited using the same restrictions
that are available on KeyCite. Delivery schedules for updates include
weekly, biweekly, and monthly. Thus, the alert cannot only keep track of
an ongoing case of interest, but can also track the development of the
law around a new technology by either tracking legislation or a seminal
case.

For example, if a practitioner is interested in the retroactivity of the
Anticybersquatting Consumer Protection Act and the injunctive remedies
available under the statute, she can set up a KeyCite alert to track 15
U.S.C. § 1125, limited to issues of retroactivity, cases where injunctions
were granted, and cases where injunctions were denied.

2. LEXIS’ Eclipse

Eclipse is more expansive than KeyCite Alert in that it is not limited
to updating citations to a case or statute, but instead reruns a previously
specified search on a continuous basis and returns new results from that
search, thus supplementing prior searches. To start Eclipse, simply
choose Save as ECLIPSE in LEXIS’ top menu after running the desired
search in LEXIS for the first time. Eclipse can be set up to return new
cases citing to a case of interest, or return results based on a search di-
rectly dealing with the subject matter of interest. Further, the search can
employ LEXIS’ Core Concepts and Core Terms, or other search restric-
tions. However, the Eclipse search is restricted to the database in which
the original search was run.

135. The three articles are: Pamela Samuelson et al., A Manifesto Concerning The Legal
Protection of Computer Programs, 94 CoLuM. L. REv. 2308 (1994); John Tessensohn, The
Devil’s In The Details: The Quest For Legal Protection Of Computer Databases and the Col-
lections of Information Act, H.R. 2652, 38 IDEA 439 (1998); A. Samuel Oddi, An Uneasier
Case For Copyright Than For Patent Protection Of Computer Programs, 72 NEB. L. REV. 351
(1993).
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PART VIII: INTERNET SOURCES GENERALLY

A. Quick Tips

Finding web sites that contain useful information on remedies for IP
actions involving computer related technology can be a very difficult
task. A simple yet effective method of locating good web sites is a search
on a good internet search engine, such as Google (www.google.com),
using relevant keywords such as intellectual property, copyright, patent,
trademark, trade secret, remedies, damages, injunctions, computer,
internet, software, etc. General law web sites, such as Findlaw.com
(www.findlaw.com) and Law.com (www.law.com), and web sites of IP
organizations, such as the American Intellectual Property Law Associa-
tion (www.aipla.org), may have new material relating to IP remedies.

B. Using The Internet & Law Related Web Sites

As IP law continues to develop and policy makers try to address its
application to new technologies, the Internet has become a stage on
which various organizations have presented their cases for how IP law,
including its remedies, should develop. However, finding a web site with
useful and credible information can be a daunting task given the wealth
of information on the World Wide Web. At the same time, the relatively
recent development of law meta-sites have given practitioners an added
tool to search for these sources.

- C. Searching The Internet & Law Related Web Sites

When looking for web-based resources, a practitioner should first
consult a law meta-site which has included IP law, or more specifically,
IP law remedies, as part of its topical arrangement. An example
of this is Findlaw.com’s IP web page at http://findlaw.com/Oltopics/
23intellectprop/.

It contains a lawyers directory, a brief overview of the law in the
area as submitted by practitioners, links to pertinent government agency
web sites, and other general web sites, categorized under copyright, pat-
ent or trademark. Also useful is the Cornell Legal Information Institute’s
topical database at http://www.law.cornell.edu/topics/topicl.html, which
contains sections on copyright, patent and trademark.

Each IP law regime has a web page devoted to an overview of statu-
tory law in the area, state and international materials, government agency
web sites, and other useful web sites. Law.com is another law meta-site
that has web pages devoted to the subject of IP law, with the main IP
page at http.//www.law.com/professionals/iplaw.html.
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These pages include updates of ongoing litigation, decisions and
practice papers, but some are only accessible through a subscription ser-
vice.

Beyond these meta-sites and their links to web sites dealing with IP
issues, practitioners may wish to take a stab at locating useful documents
on the web using a search engine. At present, the search engines that
provide the most relevant results are Google (http://www.google.com),
Northern Light (http://www.northernlight.com) and HotBot (http:/
hotbot.lycos.com). A good search should include keywords such as intel-
lectual property, copyright, patent, trademark, trade secret, remedies,
damages, injunctions, computer, internet, software, etc., but should limit
the search to, at most, five terms.

D. Useful Web Sites in 2001

The following is a list of web sites containing useful information
about remedies in IP actions involving computer technology and IP law
more generally:

. The Intellectual Property Owners Association at http://
www.ipo.org.

* The World Intellectual Property Organization at http:/
WWW.Wipo.org.

*  The American Intellectual Property Law Association at
http://
www.aipla.org.

. Electronic Frontier Foundation at http:/fwww.eff.org.

. The Institute of Continuing Legal Education at htp:/
www.icle.org/PracticeAreas/Intellectual.cfm.

. The BNA’s IP Center at http://ipcenterbna.co.m
. The ABA’s IP section at http.//www.abanet.org/intelprop/.

. The DOJs IP crimes web site at  http://
www.cybercrime.gov/ipmanual/O7ipma.htm.



