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the original compilation.” The right to “check back™ does not
imply a right to start with the copyrighted work. Everyone must
do the same basic work, the same “industrious collection.””**

In light of the court’s ruling in Rockford Map, the defendant in Rand
McNally I brought a motion for reconsideration.” The court conceded
that after Rockford Map, its previous reliance on the level of effort in-
volved in compiling data was erroneous.”” Instead, the proper analysis is
whether the compilation as a whole evinced originality in its arrange-
ment of facts.” Even under this latter rule, however, the court still found
the guides copyrightable because the collection of numerous maps and
the arrangement of data involved a “new arrangement or presentation of
facts.”*

The Rand McNally I1I court expressed its uneasiness with the indus-
trious collection doctrine, calling the law on factual compilation
copyrights a “tangled web”*” and admitting that it presents “intellectual
difficulties in determining where protectable copying of facts ends and
unlawful copying of the compilation begins.””* As to the continued vi-
ability of the industrious collection doctrine, however, it concluded that
Schroeder” remained solid law in the Seventh Circuit,” and rejected the
proposition that Rockford Map moved away from concentrating on labor
expended to concentrating on originality.”” Trying to reconcile Rockford
Map’s confusing pronouncements,” the Rand McNally I court tried to
draw formalistic distinctions between infringing map-makers and in-
fringing compilers®'—a distinction that ultimately fails to satisfy
anyone.’ Ignoring the conflicting case law and the 1976 Act’s express

230. Id. at 149.

231. Rand McNally & Co. v. Fleet Mgmt. Sys., Inc., 634 F. Supp. 604-05 (N.D. Il
1986) (“Rand McNally 1II”).

232. I1d. at 606.

233. Id. at 606-07.

234. Id. at 607.

235. Id. at 608.

236. Id.

237. Schroeder v. William Morrow & Co., 566 F.2d 3 (7th Cir. 1977).

238. Rand McNally 11, 634 F. Supp. at 608.

239, Id.

240. See supra text accompanying notes 228-229.

241. Rand McNally 111, 634 F. Supp. at 608.

242. Another district court case in the Seventh Circuit expressly rejected the idea that
Rockford Map overruled the industrious collection doctrine, finding instead that it actually
affirmed the doctrine’s viability. Clark Equip. Co. v. Lift Parts Mfg. Co., 32 Copyright L. Rep.
(CCH) P 20, 528, 530 (N.D. I1l. 1986). See also Ill. Bell Tel. Co. v. Haines & Co., 683 F
Supp. 1204, 1207-10 (N.D. IIl. 1988) (adopting Rand McNally liI's holding that Rockford
Map did not repudiate earlier authority for copyright protection of factual compilations in a
white pages directory infringement case), aff 'd, 905 F.2d 1081 (7th Cir. 1990). Clark held that
the Copyright Act expressly protects compilations and that the Seventh Circuit has therefore
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requirement that compilations constitute original works of authorship,
the Rand McNally III court instead relied exclusively on the industrious
collection doctrine as the basis for protection.

The Eleventh Circuit showed its own discomfort with the industri-
ous collection doctrine in Southern Bell Telephone & Telegraph Co. v.
Associated Telephone Directory Publishers.” There, the court found the
Atlanta Yellow Pages to be a copyrightable work of original authorship
because of its subjective selection, organization, and arrangement of pre-
existing materials. Although the court discounted the substantial line of
cases relying on the industrious collection doctrine, it misinterpreted the
originality requirement since the arrangement and selection of data in a
typical Yellow Pages directory is mechanical and conventional, not
original, and although laborious, does not reflect the compiler’s person-
ality. Moreover, notwithstanding its apparent rejection of the industrious
collection doctrine, the court expressly refused to reject the notion that
“the principle characterized as the ‘sweat of the brow’ theory is to apply
in a determination of originality under the act.”” Declining to choose
between a limited or more expansive standard of originality under the
Act, the court opined that originality should “be tested by the nature of
the selection and arrangement of the preexisting material in the compila-
tion™” and that “protection of original research of information in the
public domain is better afforded under an unfair competition theory.”**

5. Repudiation of the Industrious Collection Doctrine and the
Minimum Level of Originality Necessary for Copyright
Protection of Compilations

After the 1976 Act was implemented, most courts rejected the indus-
trious collection doctrine,”” requiring instead that compilations contain
sufficient creativity in their “select[ion], coordinatefion] or ar-
range[ment]” as to render them “original works of authorship” entitled to
copyright protection.” The line, however, between mere labor producing

“recognize[d] and protect[ed] such industrious collections as well.” Clark, 32 Copyright L.
Rep. (CCH) P 20, 531 (agreeing with Rand McNally Il that industrious collection remains
valid) (alteration in original).

243. 756 F. 2d 801 (11th Cir. 1985).

244.  Id. at 809 n.9.

245. IWd.

246. Id. See also Bellsouth Adver. & Publ’g Corp. v. Donnelley Info. Publ’g Inc., 719 E
Supp. 1551, 1557 (S.D. Fla. 1988) (“Although the Court prefers the ‘selection, coordination or
arrangement’ test, it is not clear which test the Eleventh Circuit adopted in Assoc. Tel. Directory.”).

247. See, e.g., Worth v. Selchow & Righter Co., 827 F. 2d 569, 572-73 (9th Cir. 1987);
Fin. Info. Inc. v. Moody’s Investors Serv. Inc., 808 F. 2d 204, 207 (2d Cir. 1986); Eckes v.
Card Prices Update, 736 F.2d 859, 862 (2d Cir. 1984).

248. 17 U.S.C. § 101 (2005).
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little or no originality and “intellectual labor” producing original and
newly created material can be very fine.

The basic problem with the industrious collection doctrine was that
it failed to incorporate the concept of originality, as understood in copy-
right law.”® Courts that rejected the industrious collection doctrine,
however, began to draw the line between “intellectual labor” and mere
unoriginal labor according to the fundamental principles underlying
copyright law. These courts understood that facts do not owe their origin
to the author who simply describes them. They also recognized that
originality is not only a constitutionally mandated requirement but also a
requirement that serves the important function of balancing the public’s
interest in stimulating creative activity against the public’s need for unre-
stricted access to information by allowing subsequent authors to build
upon and add to prior knowledge without unnecessary duplication of
effort. These courts therefore established a minimum threshold of origi-
nality, with an emphasis on “minimum,” to deny copyright protection to
fact compilations that failed to exhibit some level of subjective arrange-
ment, thoughtful selection, or creativity.

The 1978 Ninth Circuit decision in United States v. Hamilton™ pro-
vided the first explicit rejection of the industrious collection doctrine.”
A Third Circuit decision from the 1950s had held that only those por-
tions of a map that were recorded by direct observation of the geography
described could be copyrighted.”” The Hamilton court, however, found
this rule theoretically unsound and instead made clear that only original-
ity is the basis for a copyright:

Originality requires only that the work display “something irre-
ducible,” which is one man’s alone ... not that the work be
novel in comparison with the works of others. . .. When a work
displays a significant element of compilation, that element is
protectable even though the individual components of the work

249. See, e.g., 1 NIMMER & NIMMER, supra note 52, § 3.04 (“One who explores obscure
archives and who finds and brings to the light of public knowledge little known facts or other
public domain materials has undoubtedly performed a socially useful service, but such service
in itself does not render the finder an ‘author.’ ).

250. 583 F.2d 448 (9th Cir. 1978).

251. The defendant was charged with the counts of willful and knowing infringement of
a copyright in violation of 17 U.S.C. § 104. The defendant admitted making and selling repro-
ductions of a copyrighted map. The lower court found the defendant guilty and imposed a fine.
The defendant appealed on the grounds that the copyrighted map was not original enough
material to deserve copyright protection.

252. Amsterdam v. Triangle Publ’ns, 93 F. Supp. 79, 82 (E.D. Pa. 1950), aff 'd, 189 F.2d
104 (3d Cir. 1951).
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may not be, for originality may be found in taking the common-
place and making it into a new combination or arrangement.”

The Hamilton court further cited early cases recognizing that “‘(t)he
elements of the copyright (in a map) consist in the selection, arrange-
ment, and presentation of the component parts.”*****

Explicit and direct rejection of the industrious collection doctrine
also appeared in the Fifth Circuit’s Miller v. Universal City Studios,
Inc.” decision, in which the court held that research itself is merely an
alternative form of fact compilation and therefore also non-
copyrightable. In doing so, the court provided for the first time a full-
blown legislative, constitutional, economic, and policy-based analysis
repudiating the industrious collection doctrine. Comparing the collection
of facts to the compilation of names and addresses in a directory, the cir-
cuit court concluded that copyrightability for such a work rests “on the
originality of the selection and arrangement of factual material, rather
than on the industriousness of the efforts to develop the information.”**
Lending protection to the industry of gathering facts or other non-
copyrightable material would essentially protect the material itself, in
violation of fundamental principles of copyright law.””’

The court started its analysis with the idea/expression dichotomy,
explaining that it “derives from the concept of originality which is the
premise of copyright law.”** Originality, the court continued, is a consti-
tutional requirement, as illustrated by the Copyright Clause’s use of the
word “Author.”” Facts, however, do not meet the threshold of originality
because:

253. Hamilton, 583 F.2d 448, 451. See also Signo Trading Int’l Ltd. v. Gordon, 535 F.
Supp. 362, 364 (N.D. Cal. 1981) (“[Olriginality is lacking from Plaintiff’s translations of the
single words and short phrases . . .. [Translation] may have involved considerable effort by
Plaintiff, but effort is not the touchstone of originality.”); Roy Export Co. v. Columbia Broad.
Sys. Inc., 672 F.2d 1095, 1103 (2d Cir. 1982) (“{PJrotection is available . . . for what he has
added to the component works, or for his skill and creativity in selecting and assembling an
original arrangement of those works, even if no new material is added.”).

254, 583 F2d at 452 (quoting Gen. Drafting Co. v. Andrews, 37 F.2d 54, 55 (2d Cir.
1930)). See also Emerson v. Davies, 8 E. Cas., 615, 619 (C.C.D. Mass. 1845) (No. 4436).

255. 650 F.2d 1365 (5th Cir. 1981). See also Southern Bell Tel. & Tel. Co. v. Associated
Tel. Dir. Publishers, 756 F.2d 801, 809 (11th Cir. 1985).

256. Miller, 650 F.2d at 1369.

257. Id. at 1372. See also id. at 1370 (“[H]owever difficult it may be to reconcile these
cases with the principle that facts are not copyrightable, the special protection granted directo-
ries under the copyright law has generally not been applied to other factual endeavors.”)
(citation omitted).

258. Id. at 1368.

259. Id. (citing U.S. Const. art. I, § 8, cl. 8). See also Burrow-Giles Lithographic Co. v.
Sarony, 111 U.S. 53, 58 (1884)).
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[A] fact does not originate with the author of a book describing
the fact. . .. “The discoverer merely finds and records. He may
not claim that the facts are ‘original’ with him although there
may be originality and hence authorship in the manner of report-
ing, i.e., the ‘expression,” of the facts.” Thus, since facts do not
owe their origin to any individual, they may not be copyrighted
and are part of the public domain available to every person.”

Although the court was aware of the possibility of diminished incen-
tives to create databases, it understood that the only question at bar was
whether the copyright laws were intended to provide such protection.™
Under the law, the only element of a compilation of facts that can be pro-
tected is the original selection and arrangement.”” Otherwise, directories
are a problematic breed that cannot be reconciled with the principle that
facts are non-copyrightable; the “mere use of the information contained
in a directory without a substantial copying of the format does not con-
stitute infringement.””” Accordingly, the Miller court found the Second
Circuit’s approach in Hoehling and Rosemont more in line with the pur-
pose and intended scope of copyright law:

The line drawn between uncopyrightable facts and copyrightable
expression of facts serves an important purpose in copyright law.
It provides a means of balancing the public’s interest in stimulat-
ing creative activity, as embodied in the Copyright Clause,
against the public’s need for unrestricted access to information.
It allows a subsequent author to build upon and add to prior ac-
complishments without unnecessary duplication of effort.*

Another Second Circuit case, Eckes v. Card Prices Update,” also re-

jected the industrious collection doctrine. Ignoring the economic
concerns about industry incentives, the court rested its holding squarely
on the “selection, creativity, and judgment” it found in the baseball card
guidebook at issue in the case.”® Although the Second Circuit found a
tension between the proposition that facts alone are not copyrightable
while a collection of them is, it resolved this tension by applying the rule

260. Miller, 650 F.2d at 1368-69 (citation omitted).
261. Id. at 1369.

262. Id. at 1368.

263. Id. at 1369-70.

264. Id. at 1371-72.

265. 736 F.2d 859 (2d Cir. 1984).

266. Id. at 863.
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that only original selection or creative arrangement may be protected.”

This solution was ultimately adopted seven years later in Feist.

The Ninth Circuit followed the steps of the Second Circuit in Eckes
in its 1987 decision Worth v. Selchow & Righter Co.”® Worth is notable
for the minimal scope of protection it affords compilations of facts. It is
also instructive because of its endorsement of the original selection or
arrangement requirement”’ and its reliance on cases disavowing the in-
dustrious collection doctrine.”" In Worth, the Ninth Circuit permitted the
creators of the game Trivial Pursuit to use two volumes of Worth’s copy-
righted encyclopedia as a source of factual information.” Even though
the accused infringers appropriated approximately 4,000 of the encyclo-
pedia’s 12,000 discrete entries the district court held that the scope of
Worth’s copyright did not encompass the appropriated material.”” In af-
firming, the Ninth Circuit held that the discovery of a fact, regardless of
the quantum of labor and expense invested in that discovery, is simply
not a copyrightable work of an “author.”” Quoting from the Second Cir-
cuit’s Eckes decision, the court made clear:

We ... cannot subscribe to the view that an author is abso-
lutely precluded from saving time and effort by referring to and
relying upon prior published material. . . . It is just such wasted
effort that the proscription against the copyright of ideas and
facts, and to a lesser extent the privilege of fair use, are de-
signed to prevent.”

267. Id. at 862 (** ‘[TIhe very vocabulary of copyright law is ill suited to analyzing prop-
erty rights in works of nonfiction.’ Indeed, while this court has recognized the ‘distinction
between fact and expression is not always easy to draw,” we have been particularly restrictive
in the protection of non-fiction works. .. ") (citations omitted). See also Fin. Info., Inc. v.
Moody’s Investors Serv., Inc., 751 F.2d 501, 510 (2d Cir. 1984)(Newman, J., concurring)
(“[The] view that copyright protection should be extended solely because of laborious effort is
no reason for us to disregard the statutory criteria that Congress articulated in 1976 when it
enacted the current statute. The ‘sweat of the brow’ rationale is no substitute for meeting of
those statutory criteria.”); Fin. Info., Inc. v. Moody’s Investors Serv., Inc., 808 F.2d 204, 207
(2d Cir. 1986)(finding creativity in selection and arrangement of factual work but stating that
granting copyrights based solely on labor in compiling facts “would risk putting large areas of
factual research material off limits and threaten the public’s unrestrained access to informa-
tion”).

268. 499 U.S. 340 (1991).

269. 827 F.2d 569 (9th Cir. 1987).

270. Id. at 573.

271. Id. at 572-73.

272. Id.

273. W

274. Id. at 573.

275. Id. at 574 (citing Rosemont Enters., Inc. v. Random House, Inc., 366 F.2d 303, 310
(2d Cir. 1966)). See also Black’s Guide, Inc. v. Mediamerica, Inc., No. C-90-0819, 1990 U.S.
Dist. LEXIS 16272, at *10 (N.D. Cal. Aug. 15, 1990) (“It is clear from subsequent cases,



166  Michigan Telecommunications and Technology Law Review  [Vol. 13:115

In addition to these court decisions, the Copyright Office’s registra-
tion practices during the years that preceded Feist are also informative.
In its report on legal protection of databases, the Copyright Office
outlined its registration practices during these pre-Feist years.”® One of
the primary roles of the Copyright Office is to register copyright claims
in works of authorship.”” Generally, the Copyright Office has always
applied an originality standard. Until the late 1980s, however, based on
the industrious collection doctrine it also registered compilations includ-
ing, but not limited to, telephone directories and other factual
databases.” Such works, however, were registered under a “rule of
doubt”; when the Copyright Office had a genuine question about the
copyrightability of a work, the Office would make note of this doubt.”
This practice obviously stemmed from the fact that the case law at the
time simultaneously upheld both the industrious collection doctrine and
the 1976 Act’s explicit originality standard.’®

Beginning in 1987, however, the Copyright Office began to question
the copyrightability of works where the industrious collection doctrine
was the only basis for registration.” By 1989, it had abandoned this
standard for most compilations, continuing to apply it only to works like
commercial telephone, street, and business directories and parts cata-
logues and inventory lists that were not “clearly de minimis” (a practice
that reflected the fact that some courts continued to uphold the copy-
rightability of such works based on the industrious collection
doctrine).” Thus, database producers had fair warning that copyright
protection might not extend to the facts contained in their databases.

In light of this long, complex, and vacillating history of copyright pro-
tection of databases in the U.S., one must wonder whether the Supreme

however, that the rationale which was behind the Leon decision ... more recently has been
rejected, at least insofar as it involved the appropriation of labor and skill”"); Cooling Sys. &
Flexibles v. Stuart Radiator, 777 F.2d 485, 491 (9th Cir. 1985) (“An author can claim to ‘own’
only an original manner of expressing ideas or an original arrangement of facts.”).

276. U.S. CopYRIGHT OFFICE, REPORT ON LEGAL PROTECTION FOR DATABASES 29-38
(1997).

2717. 17 U.S.C. §§ 410, 701(a) (2005). Although not a prerequisite to copyright protec-
tion, registration provides many benefits such as public notice, prima facie evidence of
copyrightability (17 U.S.C. § 410(c)), standing to sue for infringement (17 U.S.C. § 411(a)),
better remedies for infringement (17 U.S.C. § 412), and priority in the event of conflicting
transfers (17 U.S.C. § 205). Therefore, many commercial copyright owners, including data-
base producers, regularly register their works with the Copyright Office.

278. U.S. CorYRIGHT OFFICE, supra note 276, at 32.

279. Id. at 30, 32-33.

280. Id. at32.

281.  Id. at32-34.

282.  Id.at32,34.
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Court really did “drop a bomb™* when it issued its decision in Feist. As
the discussion above shows, the legal landscape prior to Feist was much
more complex than what has been argued on either side of the Feist de-
bate. The pre-Feist courts’ constant struggle over the industrious
collection doctrine set the stage for the Supreme Court’s consideration of
the issue. The Supreme Court ultimately granted certiorari in a Tenth
Circuit case that applied the industrious collection doctrine to protect a
white pages telephone directory against wholesale copying.™

II. FEIST PUBLICATIONS INC. V. RURAL TELEPHONE SERVICE CO.

A. Discussion of the Court’s Decision

Feist Publications v. Rural Telephone Service Co.” is recognized as
the Supreme Court’s first attempt to bring order to a very complex and
increasingly critical issue—the application of copyright law to factual
compilations. In Feist, the Court found a white pages telephone directory
to be non-copyrightable, holding that the sole standard for protection
under U.S. copyright law is creative originality. With this decision, a
unanimous Supreme Court sounded the death knell for the “sweat of the
brow doctrine,” also known as the industrious collection doctrine. Al-
though, at face value, this decision clarified the law by invalidating these
doctrines as methods of applying copyright to factual compilations, this
clarification did not mean that copyright’s treatment of factual compila-
tions became predictable or stable.

Feist involved the copyrightability of a white pages telephone direc-
tory. The plaintiff and respondent, Rural Telephone Service (“Rural”),
held a monopoly franchise on telephone service to a number of commu-
nities in Kansas. Pursuant to state law, Rural produced an annually
updated telephone directory that contained a typical white pages sec-
tion.” The defendant and petitioner, Feist Publication (“Feist”),
produced area-wide telephone books covering eleven different service
areas. Feist’s directory overlapped with a portion of the area that Rural
serviced.”

283. Denise R. Polivy, Feist Applied: Imagination Protects, But Perspiration Persists—
the Bases of Copyright Protection for Factual Compilations, 8 FORDHAM INTELL. PROP. ME-
DIA & ENT. L.J. 773, 782 (1998).

284, Feist Publ’ns, Inc. v. Rural Tel. Serv. Co., 916 F2d 718 (10th Cir. 1990), cert.
granted, 498 U.S. 808 (1990), rev’d 499 U.S. 340 (1991).

285. 499 U.S. 340 (1991).

286. Id. at 342.

287. Id. at 34243,
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In preparing its directory, Feist licensed the use of the white pages of
ten of the eleven telephone companies whose listings it wished to dupli-
cate; only Rural refused to license its telephone listings. This refusal,
however, did not deter Feist; Feist simply took the desired portion of Ru-
ral’s listings and incorporated it into its own directory.” Rural
successfully sued Feist for copyright infringement, and the Tenth Circuit
affirmed.”

The Supreme Court granted certiorari, presumably to resolve the
split that the circuit courts had found so troubling.” The Court had two
options for resolving this conflict. It could either uphold the “sweat of
the brow” doctrine and extend meaningful protection to Rural or it could
apply the creative selection principle, derived from decisions such as
Sarony and Bleistein, and leave Rural with no effective protection
against competitors like Feist. Leaving Feist without protection, how-
ever, might be viewed as unfair and damaging to public policy.”' Thus, if
the Court found for the defendant it would have had to square its doc-
trinal choice with notions of fairness and public policy. If the Court
decided for the plaintiff, it would have had to explain why it chose to
ignore its own well-established originality requirement. The Court chose
the former option—to endorse the creative selection approach.

The Court began by reviewing the history of copyright protection for
compilations and the development of the “sweat of the brow”/industrious
collection doctrines before unequivocally repudiating them. Originality,
the Court stated, must have two components: “independent creation plus
a modicum of creativity.”” The Court noted, however, that the creativity
component is extremely modest.”” The Court concluded that Congress
overruled the “sweat of the brow” doctrine, specifically requiring origi-
nality in order to protect compilations, as demonstrated by the newly

288. Id. at 342-44 (explaining that Feist’s employers conducted additional research to
verify and augment Rural’s listings but nevertheless reproduced four entirely fictitious listings
planted by Rural).

289. Id. at 344.

290. 498 U.S. 808 (1990).

291. One might argue that the “sweat of the brow” theory does not extend protection to
Rural because Rural expended no meaningful effort in assigning and printing the telephone
numbers of its customers. Since state law required Rural to publish its directory, the cost of
doing so was presumably built into the rates Rural charged its customers. Thus, denying copy-
right in this case would neither damage the incentives for producing telephone white pages nor
deprive Rural of a fair economic return. The Eighth Circuit, however, had previously rejected
such an argument. Hutchinson Tel. Co. v. Fronteer Directory Co. of Minn., Inc., 770 F.2d 128
(8th Cir. 1985).

292. Feist, 499 U.S. at 346.

293. Id. at 345 (“To be sure, the requisite level of creativity is extremely low; even a
slight amount will suffice. The vast majority of works make the grade quite easily, as they
posses some creative spark, ‘no matter how crude, humble or obvious’ it might be.”).
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introduced definition of “compilation” in the 1976 Act.”™ Thus, the ele-
ments of authorship that are protected in a compilation are only the
selection, coordination and arrangement of the underlying material.”
The Court explicitly reversed the minority of circuits that had adopted
the “sweat of the brow” doctrine and required second-comers to inde-
pendently collect material lest any substantial appropriation of a
copyrightable compilation to be an infringement™

This portion of the Court’s opinion was really no more than well-
known doctrines and conclusions, representing the view taken by the
majority of circuit courts. The Court could therefore have simply just
applied the originality requirement (i.e. the creative selection approach)
to the facts of the case. The Court, however, chose a different path, per-
haps deciding that doctrine alone was an insufficient basis on which to
endorse the creative selection approach. The Court’s holding therefore
went beyond statutory interpretation, stating that “{o]riginality is a con-
stitutional requirement” derived from the Copyright and Patent Clause’s
references to “Writings” and “Authors.”*”’

But the Court went even further to dismiss concerns raised by
“sweat of the brow” proponents.”™ It recognized the possible unfairness
of failing to protect a compiler’s labor but nevertheless stated that this
unfairness was simply not an issue: the failure to protect a compiler’s
labor is “not ‘some unforeseen byproduct of a statutory scheme.’ It is,
rather, ‘the essence of copyright.’”*” The Court reiterated that the policy

294, See 17 U.S.C. § 101 (2005) (“[A] work formed by the collection and assembling of
preexisting materials or of data that are selected, coordinated, or arranged in such a way that
the resulting work as a whole constitutes an original work of authorship.”)

295. Feist, 499 U.S. at 356-58.

296. Id. at 349 (“This inevitably means that copyright in a factual compilation is thin.
Notwithstanding a valid copyright, a subsequent compiler remains free to use the facts con-
tained in another’s publication to aid in preparing a competing work, so long as the competing
work does not feature the same selection and arrangement.”).

297. Id. at 346 (quoting U.S. Const,, art. I, § 8, cl. 8). The Court hinted, however, that
other forms of protection might not be subject to the same constitutional restriction. See id. at
354 (“Protection for the fruits of such research . .. may in certain circumstances be available
under a theory of unfair competition.””) (quoting 1 MELVILLE B. NIMMER & DavID NIMMER,
NiMMER ON CoPYRIGHT § 3.04 (1990)).

298. Feist, 499 U.S. at 349-51.

299. Id. at 349 (citation omitted); see also id. (noting that “the primary objective of
copyright is . . . *[t]o promote the Progress of Science and useful Arts,’ ” and thereby provide
economic incentives for the production of socially beneficial works). Cf H.R. REp. No. 60-
2222, at 7 (1909) (“Not primarily for the benefit of the author, but primarily for the benefit of
the public, [copyright] rights are given . .. ."); Sony Corp. of Am. v. Universal City Studios,
464 U.S. 417 (1984):

The monopoly privileges that Congress may authorize are neither unlimited nor
primarily designated to provide a special private benefit. Rather, the limited grant is
a means by which an important public purpose may be achieved. It is intended to
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behind copyright was “[tJo promote the Progress of Science and useful
Arts,”” thereby adopting the long tradition that copyright is meant only
to advance the public welfare and not to secure the rights of authors. The
creative selection approach thus correctly implemented copyright’s pol-
icy of encouraging the desired production of factual compilations.™

The Court then proceeded to explain how the “sweat of the brow”
doctrine could not coexist with the creative selection approach.*” It sug-
gested that courts that had adopted the “sweat of the brow” doctrine
simply misunderstood the copyright statute.”” The court specifically
pointed to the legislative history of the 1976 Act™ and the revision of the
definition of a “compilation” to require original authorship’” as evidence

motivate the creative activity of authors and inventors by the provision of a special
reward, and to allow the public access to the products of their genius . . . .

Id. at 429; Mazer v. Stein, 347 U.S. 201, 219 (1954) (“The economic philosophy behind the
clause empowering congress to grant patents and copyrights is the conviction that encourage-
ment of individual effort by personal gain is the best way to advance public welfare through
the talents of authors and inventors in ‘Science and useful Arts.””’); PAUL GOLDSTEIN, CoPY-
RIGHT: PRINCIPLES, Law & PRracTiCE (1989); Stephen Breyer, The Uneasy Case for
Copyright: A Study of Copyright in Book, Photocopies, and Computer Programs, 84 HARrv. L.
REv. 281 (1970); Robert M. Hurt & Robert M. Schuchman, The Economic Rationale of Copy-
right, 56 AM. Econ. REv. 420 (1966); William M. Landes & Richard A. Posner, An Economic
Analysis of Copyright Law, 18 J. LEGAL. STUD. 325 (1989); Peter S. Menell, An Analysis of
the Scope of Copyright Protection for Application Programs, 41 STAN. L. REv. 1045 (1989).
This, however, should not be taken as proof of the proposition that copyright is always best
explained or shaped as a matter of economic incentives. Many others decry the overwhelming
emphasis on economics in copyright, emphasizing the diverse and sometimes conflicting set
of values involved. See Ralph S. Brown, Eligibility for Copyright Protection: A Search for
Principled Standards, 70 MINN. L. Rev. 579 (1985); Wendy J. Gordon, An Inquiry into the
Merits of Copyright: The Challenges of Consistency, Consent and Encouragement Theory, 41
StaN. L. REv. 1343 (1989); Justin Hughes, The Philosophy of Intellectual Property, 77 GEo.
L.J. 287 (1988); Peter Jaszi, Towards a Theory of Copyright: The Metamorphoses of “Author-
ship,” 1991 DUKE L.J. 455 (1991); Gary Kauffman, Exposing the Suspicious Foundation of
Society’s Primacy in Copyright Law: Five Accidents, 10 CoLuMm. J.L. & ARrTs. 381 (1986);
Jessica Litman, The Public Domain, 39 EMORY. L.J. 965, 997-98 (1990); Yen, supra note 75.
300. Feist Publ’ns Inc., 499 U.S. at 349 (quoting U.S. Const. art. I, § 8, cl. 8).
301. Id. at 350:

[The] principle, known as the idea/expression or fact/expression dichotomy, applies

to all works of authorship. As applied to a factual compilation, assuming the ab-
sence of original written expression, only the compiler’s selection and arrangement
may be protected; the raw facts may be copied at will. This result is neither unfair
not unfortunate. It is the means by which copyright advances the progress of sci-
ence and art.

302. Id. at 353-54.

303. Id. at 352 (citing Leon and Jeweler’s Circular).

304. Id. at 352-357.

305. See id. at 356 (“[The statute] defines a ‘compilation’ in the copyright sense as ‘a
work formed by the collection and assembling of preexisting materials or of data thar are
selected, coordinated, or arranged in such a way that the resulting work as a whole constitutes
an original work of authorship’ ” (emphasis added by court) (quoting § 101 of the 1976 Act)).
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that the “sweat of the brow” doctrine was not relevant. Because of the
originality requirement, the court concluded, copyright protection is
never available for the facts themselves, but only for the original presen-
tation of those facts.’

Having completed its attack on the “sweat of the brow” doctrine, the
Court concluded its opinion by applying the originality creative selection
requirement to Feist’s compilation. According to the Court, Rural’s case
hinged on whether Feist copied anything “original” from Rural,” which
the Court concluded Feist did not.

Understanding how and why the Court reached its finding of non-
infringement also uncovers its strong desire to rule on the creative selec-
tion and arrangement question. The Court began by identifying what
Feist copied from Rural, stating that Feist appropriated “1,309 names,
towns, and telephone numbers” from Rural’s white pages.”® One might
then have expected the Court to proceed by analyzing whether Feist bor-
rowed any selection or arrangement'” and therefore finding no
infringement because, as noted earlier, Feist borrowed Rural’s underly-
ing material without its selection or arrangement.”® Such a finding would
have been entirely consistent with its statement that “copyright in a fac-
tual compilation is thin”"

The Court did not do this. Instead, it apparently assumed that Feist
did take Rural’s selection and arrangement,”” if only to reach for the
question of whether Rural’s white pages selection and arrangement were
copyrightable. The Court concluded that Rural’s selection of listings
was “obvious,” and its arrangement was “not only unoriginal, it [was]
practically inevitable,”" explaining:

The selection, coordination, and arrangement of Rural’s white

pages do not satisfy the minimum constitutional standards for

copyright protection. ... Rural’s white pages are entirely typi-
cal. ... In preparing its white pages, Rural simply takes the data
provided by its subscribers and lists it alphabetically by surname.

306. See id. at 358 (“Facts are never original, so the compilation author can claim origi-
nality, if at all, only in the way the facts are presented.” (emphasis added)).

307. Id. at 361.

308. ld.

309. Id. at 361 (noting that Feist admitted that the directory as a whole was copyright-
able).

310. See supra note 287 and accompanying text.
311. Feist, 499 U.S. at 349.
312. One could plausibly conclude that such an assumption was incorrect. See supra

note 287 and accompanying text.
313. Feist, 499 U S. at 361-62.
314. Id. at 362-63.
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The end product is a garden-variety white pages directory, de-
void of even the slightest trace of creativity.’”

However, the Court acknowledged that the telephone white pages were
an extreme case, falling into a “narrow category of works in which the
creative spark is utterly lacking or so trivial as to be virtually
nonexistent,”*"* and that “the vast majority of compilations will pass” the
originality test.’”

B. Analysis of the Decision

The Court’s decision in Feist thus has three main components. The
first point was that compilations are not copyrightable solely because of
the time and effort needed to create them. However, this point, though
important, is hardly earth shaking. As the historical analysis in this Arti-
cle demonstrates, most circuit courts reached such a conclusion prior to
the Court’s decision in Feist. In fact, only a small number of courts
granted copyright protection based on the “sweat of the brow,” and this
protection was generally only granted to telephone directories and maps
alleged to be labor-intensive. The courts granting protection relied on
copyright law because they were moved by the equities of these cases,
although their reasoning fit better with the misappropriation doctrine
enunciated in cases such as International News Service v. Associated
Press.”® The second point in the Feist decision was that a second com-
piler does not infringe a copyright when using facts gathered by a first
compiler. This, however, was also unexceptional given the reality that
copyright law has never protected facts.

The last, and most important, point in the Court’s analysis is that it
constitutionalized the originality requirement of copyright law. Although
it was clearly unnecessary to decide the case on constitutional grounds
since statutory grounds would have sufficed, the Court held that the
Constitution required a minimum amount of originality or creativity in
order for a work to be eligible for copyright protection. As the historical
analysis above showed, Feist was the first case to explicitly state that
originality is constitutionally mandated, though one could argue that the
Court’s decision in Burrow-Giles suggested this implicitly.

Feist thus sounded the death knell for the “sweat of the brow” doc-
trine. One might even be surprised that it took the Court two hundred
years to arrive at such a fundamental decision given the many opportuni-
ties it had to explain the terms “Author” and “Writings.” However, when

315. Id at362.

316.  Id. at 359.

317, Id

318. See supra note 46 and accompanying text.
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one examines the legal landscape and historical context within which
Feist was decided, one begins to understand why constitutionalization of
the originality requirement seemed necessary,’” even if Feist was not
necessarily the “best” factual scenario for establishing order and guid-
ance within the problematic field of compilation copyright.

Feist was decided in 1991, while major developments and break-
throughs in the fields of computers, telecommunications, and
information technologies, as well as the commercialization of the Inter-
net, were rapidly taking place. The opinion in Feist therefore both
reflected and signaled the beginning of a new era of coherence, one
which emphasized the constitutional dimensions constraining intellectual
property law doctrines. The opinion also reflected the great uneasiness
with the way the industrious collection doctrine allowed capture and en-
closure of facts, and signaled a shift away from the proprietary nature of
copyright in favor of dissemination of information and ideas.”™ There-
fore, while the industrious collection doctrine might have been a
necessity in some situations during the era of pre-digital, old-fashioned
compilations, when database producers did not have the tools to other-
wise recoup their investment, Feist represented the realization that such
reasoning is inapplicable to modern electronic databases.

The constitutionally mandated originality requirement anticipated
and prevented the possibility that interest groups would try to checkmate

319. But see Robert Kreiss, Copyright Protection for Computer Databases, CD-ROMS
And Factual Compilations, 17 U. DayToN L. REv. 323, 327 (1992) (addressing the possibility
that Congress’s power to “promote the Progress of Science and useful Arts” could have been
interpreted to allow copyright protection to works of questionable originality to ensure works
that contribute to the “progress of science” are protected); Anat S. Narayanan, Note, Standards
of Protection for Databases in the European Community and the United States: Feist and the
Myth of Creative Originality, 27 GEo. WasH. J. INT’L L. & EcoN. 457 (1993-1994) (arguing
that the creative originality requirement is not constitutionally mandated); Leo J. Raskind,
Assessing the Impact of Feist, 17 U. DayToN L. REv. 331, 336 (1992) (arguing that Feist fails
to recognize that information gathering involves the exercise of judgment); Benjamin B.
Thomer, Copyright Protection For Computer Databases: The Threat of Feist and a Proposed
Solution, 1 VA. J.L. & TECH. 5 (1997) (arguing that Feist hampers incentives to bring func-
tional writings to the public); Russ VerSteeg, Sparks in the Tinderbox: Feist, “Creativity,” and
the Legislative History of the 1976 Copyright Act, 56 U. P1TT. L. REV. 549 (1995) (arguing
that legislative history of the 1976 Act suggests “creativity” was not intended to be a required
element of copyrightability); Timothy Young, Casenotes, Copyright law: Copyright Protection
for Factual Compilations: The White Pages of the Phone Book Are Not Original Enough To Be
Copyrighted—But Why?, 17 U. DayToN L. REv. 631 (1992) (arguing that Feist required more
originality than is congressionally mandated).

320. See Cable News Network, Inc. v. Video Monitoring Serv. of Am. Inc., 940 F.2d
1471, vacated, 949 F.2d 378 (11th Cir. 1991) (viewing Feist as revolutionizing the law of
copyright away from the proprietary nature of copyright, such that CNN had no copyright in
the news of the day, apparently including CNN’s own news clips and reports). See also David
O. Carson, Copyright Protection for Factual Compilations After Feist: A Practitioner’s View,
17 U. DaytoN L. REv. 969, 980 (1992).
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the public by pressing Congress to pass legislation protecting these
building blocks of knowledge. Indeed, almost all the database bills on
the database protection “problem” thus far failed mainly because they
could not withstand a constitutional challenge.™ The Court thus
accurately envisioned challenges and technological advances that were
to come. The origins of the jurisprudence inherent in Feist, therefore,
necessarily lie in twentieth century achievements, rather than those of
the nineteenth century. Nonetheless, despite these important aspects of
Feist, the Supreme Court offered little guidance to the lower courts on
the question of creativity of compilations since it articulated the original-
ity standard in the weakest possible case, that of a white-pages directory.
Three notable problems result from this aspect of Feist.

First, in Feist there was neither real “sweat of the brow” nor free rid-
ing involved. Whereas in the past, creating a “white pages” directory was
a labor intensive mission, requiring many people with file cards to han-
dle, assemble, and check individual phone listings, today’s phone
information is digital. Phone companies can quickly and easily create a
directory without much human input™ by simply receiving the names
and addresses of all phone owners. Therefore, Feist did not really involve
“sweat of the brow” or human effort. Additionally, there was no free rid-
ing since Feist paid for the information it licensed from ten out of eleven
directories (and offered to pay Rural for the directory information) and
created a new productive work that was different from other directories
competitors offered. ‘

The second problem lies in the fact that the data in Feist was gener-
ated by a government-created monopoly (Rural), which was required by
law to produce this information. Telephone companies such as Rural do
not, therefore really need incentives to create directories since these incen-
tives exist in the form of mandatory requirements to produce such
information as well as the possible revenue received from advertising.” In
fact, even if no possibility of advertising revenue existed, consumers
would probably be willing to pay for the production of telephone books if
there was even a demand. It is interesting to note that Congress in the
Telecommunication Act of 1996 solved Feist’s holdout problem regarding

321. See, e.g., John Tessensohn, The Devil’s in the Details: The Quest for Legal Protec-
tion of Computer Databases and the Collection of Information Act, H.R. 2652, 38 IDEA 439
(1998) (examining H.R. 2652 and arguing that it must be overhauled to strike a balance be-
tween computer database publishers and the public).

322. Symposium, Panel I: Database Protection, 11 FORDHAM INTELL. ProP. MEDIA &
ENT. L.J. 275, 296 (2001).

323. Michael J. Schmelzer, Note, Protecting the Sweat of the Spider’s Brow: Current
Vulnerabilities of Internet Search Engines, 3 B.U.J. Sc1. & TecH. L. 12 (1997) (discussing
subscription, advertising, and enabling the purchase of goods and services as revenue models
for the web enterprises).
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telephone subscribers’ information by requiring telecommunication car-
riers to provide non-discriminatory access to telephone numbers and
directory listings,”™ thereby ensuring that such information is accessible
to others.

Finally, the Court in Feist dealt with the easiest type of directory
case—a white pages directory, organized in alphabetical order and lack-
ing minimal creativity. The nature of the case therefore made the need to
provide guidelines regarding creativity in compilations redundant, a fact
that has proven to be one of the major weaknesses of the decision. For
example, soon after the Court decided Feis?, a series of cases emerged in
the federal circuit courts that seemed especially suited to follow from the
precedent set in Feist.” However, the stability and clarity that the Court
seemed to promise in Feist proved to be short-lived™: different circuits
examining cases with similar factual scenarios reached different results
when applying Feist.” Thus, while the Court’s decision in Feist did suc-
ceed in ending the split among circuit courts concerning “sweat of the
brow” versus creative selection/arrangement theory, the Court may have
ended up simply creating a new ambiguity by not providing further clari-
fication in the standards of originality it proclaimed.”™ The result—
continued division and uncertainty regarding the copyrightability of
compilations.

CONCLUSIONS

The current debate over the legal protection of databases has lasted
for almost ten years. As this Article has shown, however, the debate has
failed to identify and discuss some of the most basic and preliminary
historical aspects of the issue. This Article has therefore sought to chal-
lenge these underlying assumptions by providing a fresh look at the
historical dimension of the debate.

Indeed, as can be seen from the more comprehensive review pro-
vided above on the history of informational works before the Court’s

324. Telecommunication Act of 1996, Pub. L. No. 104-104, § 222(e), 110 Stat. 56, 61,
62 (codified at 47 U.S.C. § 222(e) (2005)).

325. See, e.g., Kregos v. Associated Press, 937 F.2d 700 (2d Cir. 1991); Key Publ’ns, Inc.
v. Chinatown Today Publ’g Enters., Inc., 945 E.2d 509 (2d Cir. 1991); CCC Info. Servs., Inc.
v. Maclean Hunter Mkt. Reports, Inc., 44 F.3d 61 (2d Cir. 1994), cert. denied, 516 U.S. 817
(1995).

326. Ethan R. York, Note, Warren Publishing, Inc. v. Microdos Data Corp.: Continuing
the Stable Uncertainty of Copyright in Factual Compilations, 74 NoTRE DAME L. REv. 565
(1999).

327. See supra note 325.

328. Id. at 585. See also Tracy Lea Meade, Ex-Post Feist: Application of a Landmark
Copyright Decision, 2 J. INTELL. ProP. L. 245, 251-52 (1994).
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decision in Feist, the law’s prevailing approach has long been to support
unfettered access to facts and other materials considered indispensable
for academic, economic progress. In particular, the discussion showed
that the “sweat of the brow” doctrine had been in constant decline under
the 1976 Copyright Act even before the Court finally repudiated it in
Feist, clearly rebutting the commonly accepted argument that the Court
dropped a bomb when issuing its decision in Feist.

Based on this historical analysis it becomes evident that the actual
decision in Feist did not really establish any new law that would have
come as a surprise to the database industry. Instead, Feist simply re-
flected the prevailing approach of the time. Most importantly, however,
Feist reaffirmed the originality requirement and thus guaranteed the con-
tinued unfettered access to facts and information in a new and constantly
evolving information environment.



